PPH using the national work products from the MylPO

Procedures to file a request to the JPO (Japan Patent Office) for
Patent Prosecution Highway Program between the JPO and the
MyIPO (Intellectual Property Corporation of Malaysia)

Applicants can request accelerated examination by a prescribed procedure including
submission of relevant documents on an application which is filed with the JPO and satisfies
the following requirements under the JPO-MyIPO Patent Prosecution Highway program
based on the MyIPO application.

When filing a request for the PPH program, an applicant must submit a request form “The
Explanation of Circumstances Concerning Accelerated Examination” based on the procedure
prescribed in “the Guidelines of the Accelerated Examination and Appeal."t Under the PPH
program, an applicant is not required to fill in the section “2. the disclosure of prior arts and
comparison between the claimed invention and prior art” in “The Explanation of
Circumstances Concerning Accelerated Examination”.

The PPH program was commenced on a trial basis on October 1, 2014 and will be fully

implemented on a permanent basis on October 1, 2020.

1. Requirements
(a) Both the JPO application on which PPH is requested and the MyIPO application(s)

forming the basis of the PPH request shall have the same earliest date (whether
this be a priority date or a filing date).

For example, the JPO application (including PCT national phase application) may be
either:

(Case 1) an application which validly claims priority under the Paris Convention from the
MyIPO application(s) (examples are provided in ANNEX, Figures A, B, C, H, | and J), or
(Case Il) an application which provides the basis of a valid priority claim under the Paris
Convention for the MyIPO application(s) (including PCT national phase application(s))
(examples are provided in ANNEX, Figures D and E), or

(Case Ill) an application which shares a common priority document with the MylPO
application(s) (including PCT national phase application(s)) (examples are provided in
ANNEX, Figures F, G, L, M and N), or

(Case V) a PCT national phase application where both the JPO application and the
MyIPO application(s) are derived from a common PCT international application having no

priority claim (an example is provided in ANNEX, Figure K).

Even if an MyIPO application is examined in the MSE route, the JPO application which

1 https://www.jpo.go.jp/e/system/patent/shinsa/jp-soki/document/index/quideline.pdf
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falls into the above case is eligible for PPH request on the condition that examination
results for the MSE route are from a JPO’s PPH partner Office. (examples are provided
in Annex, Figures A’, F', and K’).

The program is not applicable on the basis of MyIPO ‘utility innovation’ applications.

(b) At least one corresponding application exists in the MyIPO and has one or more

claims that are determined to be patentable/allowable by the MyIPO.
The corresponding application can be the application which forms the basis of the priority
claim, an application which derived from the MyIPO application which forms the basis of
the priority claim (e.g. a divisional application of the MyIPO application), or an MylPO
national phase application of a PCT application.
Claims are “determined to be allowable/patentable” when the MylIPO examiner clearly
identifies the claims to be allowable/patentable in the latest office action, even if the
application is not granted for patent yet. The office action may be either:

(i) Substantive Examination Clear Report

(ii) Substantive Examination Adverse Report

(iii) Notice of Refusal

(c) All claims on file, as originally filed or as amended, for examination under the PPH
must sufficiently correspond to one or more of those claims indicated as allowable
in the MylIPO.

Claims are considered to "sufficiently correspond" where, accounting for differences due
to translations and claim format, the claims in the JPO are of the same or similar scope
as the claims in the MyIPO, or the claims in the JPO are narrower in scope than the claims
in the MyIPO.

In this regard, a claim that is narrower in scope occurs when an MyIPO claim is amended
to be further limited by an additional feature that is supported in the specification
(description and/or claims).

A claim in the JPO which introduces a new/different category of claims to those claims
indicated as allowable in the MylIPO is not considered to sufficiently correspond. For
example, where the MyIPO claims only contain claims to a process of manufacturing a
product, then the claims in the JPO are not considered to sufficiently correspond if the
JPO claims introduce product claims that are dependent on the corresponding process
claims.

Any claims amended or added after the grant of the request for participation in the PPH
program need not to sufficiently correspond to the claims indicated as allowable in the

MyIPO application.

(d) The JPO has not begun examination of the application at the time of request for
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the PPH (an example is provided in ANNEX, figure O).

(e) A “Request for Substantive Examination” must have been filed at the JPO either at

the time of the PPH request or previously.

2. Documents to be submitted
Documents (a) to (d) below must be submitted by attaching to “The Explanation of

Circumstances Concerning Accelerated Examination”.
Note that even when it is not needed to submit documents below, the name of the documents
must be listed in “The Explanation of Circumstances Concerning Accelerated Examination”

(Please refer to the Example form for the detail).

(a) Copies of all office actions

(i) Where the application of MyIPO was examined in the ordinary route, copies of all
actions (which are relevant to substantial examination for patentability), which
were sent for the corresponding application by the MyIPO, and translations of
them? must be submitted.

Both Japanese and English are acceptable as translation languages.

(ii) Where the application of MylIPO was examined in the MSE route, copies of all
actions (which are relevant to substantial examination for patentability) which
have been issued by the prescribed patent office for the corresponding
application filed at the USPTO, the UK-IPO, the IP Australia, the EPO and the
KIPO as the prescribed patent office referred to in the Malaysian patent
legislation.

There is no need to submit copies of office actions if they are available from the Dossier
Access Systems (USPTO: PAIR, UK-IPO: IPSUM, IP Australia: AusPat, EPO:
European Patent Register, KIPO: K-PION). Both Japanese and English are acceptable

as translation languages.

(b) Copies of all claims determined to be patentable/allowable by the MyIPO, and
translations of them?,

Either Japanese or English is acceptable as translation language.

(c) Copies of references cited by the MylIPO examiner where the application of MyIPO
was examined in the ordinary route, or by the examiner of the above prescribed

patent office where the application of MylIPO was examined in the MSE route.

2 Machine translations will be admissible, but if it is impossible for the examiner to
understand the outline of the translated office action or claims due to insufficient translation,
the examiner can request the applicant to resubmit translations.

3



PPH using the national work products from the MylPO

If the references are patent documents, the applicant doesn’t have to submit them
because the JPO usually possesses them. When the JPO does not possess the patent
document, the applicant has to submit the patent document at the examiner’s request.
Non-patent literature must always be submitted.

The translations of the references are unnecessary.

(d) Claim correspondence table
The applicant requesting PPH must submit a claim correspondence table, which indicates
how all claims in the JPO application sufficiently correspond to the patentable/allowable
claims in the MyIPO application.
When claims are just literal translation, the applicant can just write down that “they are
the same” in the table. When claims are not just literal translation, it is necessary to
explain the sufficient correspondence of each claim based on the criteria 1. (c) (Please

refer to the Example form).

When the applicant has already submitted above documents (a) to (d) to the JPO through
simultaneous or past procedures, the applicant may incorporate the documents by

reference and does not have to attach them.

3. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request an accelerated examination under the PPH

program

(1) Circumstances

When an applicant files a request for an accelerated examination under the PPH program
to the JPO, an applicant must submit a request form “The Explanation of Circumstances
Concerning Accelerated Examination” based on the procedure prescribed in “the

Guidelines of the Accelerated Examination and Appeal"s.

The applicant must indicate that the application is included in (i) to (iv) of 1. (a), and that
the accelerated examination is requested under the PPH program. The application
number, publication number, or a patent number of the corresponding MylIPO
application(s) also must be written.

*In the case that the application which has one or more claims that are determined to be
patentable/allowable is different from the MyIPO application(s) included in (i) to (iv) of 1.

(a) (for example, the divisional application of the basic application), the application

3 https://www.jpo.go.jp/e/system/patent/shinsa/jp-soki/document/index/quideline.pdf
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number, publication number, or a patent number of the application(s) which has claims
determined to be patentable/allowable and the relationship between those applications

also must be written.

(2) Documents to be submitted
The applicant must list all required documents mentioned above 2. in an identifiable way,

even when applicant omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are
different between on-line procedure and paper procedure. Please refer to the examples of
forms when filling in (“Form 1 for Accelerated Examination” for on-line procedures, and “Form

2 for Accelerated Examination” for paper procedures.).
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Example form of on-line procedures
(Example of the request based on the claims indicated patentable/allowable in the

written opinion of the report on the state of the art)

(E8a] _____FRAEECETLZ2REHAE
'_Tb_e_9?}9?}11?_11111_8_9??9}1__________________5

HE_;'_:I:'_;!EI_!___________jz_f@(_)_O_i:F"_QQE_O_Q_El_______I Bibliographical items
'_P_a_ts%_(zf_f_‘l_h_lzg____________________________=
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| Destination |
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[K&XIF£F] OO OO

1. =1F
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BEEOEBRHBEET IHETH D, HREIL—ITHREISHL TR, SL—U 7 M E N1
[CRUEHFEENREITIN TS,

1. Circumstances

i The accelerated examination is requested under the PPH program. E
i This application is an application validly claiming the priority under the Paris '
E Convention to the corresponding MyIPO application (the application number is !
' 000000000), and the Decision to Grant a Patent has been issued by the MyIPO. E

LUTRIZEWNT, T AFERFXE1 1&E, THEE—F. OV E 12— 3 YA TR KRFHEE (F
1 1;)5) AVEA—R-T—XTIF vl E 2. X SHERFIFE 1985 F 11 A.p. 123-127]
Thb,

In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer
Science (vol.11) computer architecture, 2nd edition, Scientist com, Nov. 1985, p.123-
127
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If the name of the document is long (over than 50 letters), it is impossible to
write it down directly to the column “[#1#44]” Please write down the full
name of the document in the column “[ REAEE(CBE I 5FIFERA]” and name it
properly. Then write the name in the column “[#){44].”
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— | List up the documents to be
----------------------------------------- submitted

(#442] PPHEBZEE 1

(2] *+FxA+xB T OERERBHMEDOSLRVZOFR 1
(8] oFre BB DEHFEENTLRUEDFRI 1
(2] FEFrIRELHIBSN =B REDELRUTEDFIR 1
(4] SIREREFXRT 1

i (The name of the document) PPH request form 1

' (The name of the document) Copy and translation of Notification of Reasons for Refusal in
| the MyIPO on (date) 1

i (The name of the document) Copy and translation of grant in the MyIPO on (date) 1

' (The name of the document) Copy and translation of the claims indicated patentable in the
! report on the state of the art and written opinion in the MyIPO on (date) 1

i (The name of the document) Cited non patent literature 1

Use the same name as “[##4])” under

CEHEMED B3 Attach the document here as image file oy

text.

[¥42] PPH HEE
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PPHI NS
(REQUEST FOR PARTICIPATION IN THE PATENT PROSECUTION HIGHWAY (PPH) (PILOT) PROGRAM)

A BEEE (Bibliographic Data)

HEEES  (Application Number) +###0000-000000

B. #EHIA (Request)

HEACEDUTICEIHHEENIIT(DHBEE:
(Applicant requests participation in the Patent Prosecution Highway (PPH) (pilot) program based on:)

KT
(ERAEHMY ERT REEMMEST) Y L—U7 5B E 2 #1(MyIPO)
(Office of Earlier Examination (OEE))

B EAHEOEFEZEREFIA (PPHRIEPPH MOTTAINAI
AAFOBERELS (National/Regional Office Action(s))

(DEE Work Products Typa) O PCTEIMERRE AL £ 9% FIF (PCT—PPH)
(WO-ISA, WO-IPEA or IPER)

FEFORGEREES EREBES L) /00000000 l

(OEE Application Number)
(Incl. PCT Apglication Number) { ]

C. H»EEH (Required Documents)

L ETFDAT4RAT 23V 0OEL, R, TORER
(OEE Work Products and, if required, Translations)

L W EGFOFI(RTHLavDELERGTD
(A copy of OEE work products is attached; or)

OFYI-PoEAR D RATLRIIPATENTSCOPEIZBINT, A 04A T 22 3O Rt A TLVD
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

2. m LR OBFREREEEOHRIERTTS

(A translation of documents in 1 in a language accepted by the Office is attached; or)

O KT FHER AT LRIFPATENTSCOPEIZHLNT . LiR1. OHEBHRARHEESh TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

I BTFICH T DA REG R, R, T OEER
(Patentable/Allowable Claims Determined by OEE and, if required, Translations)

3 B EAFHEICBLTHF TR SL -2 REOELERGTS
(A copy of all claims determined to be patentable/allowable by OEE is attached; or)

O FYI-FoER L AT LRIGPATENTSCOPEIZH VT, HEFETREL HITE M- 2RO RAREN TLS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

4 W LRE3. OBEXREXGEEOHRIERTTS

(A translation of documents in 3 in a language accepted by the Office is attached; or)

ORVI-7HER- VAT LARIEZPATENTSCOPEIZELVT, Li23. OEEFHRMRHEIhTLS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

. S|FAX# (Documents Cited in OEE Work Products (if required))

5. W SIMEEHXMERTTD
(A copy of all documents cited in OEE work products is attached (excluding patent documents); or)

O 5IAFFF XS5 ARk taL

(No references cited)
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V. OREETDERDOE TR (Previously submitted documents)

6. O ERITBVTIFATHIEFovIL-BEDSL, RITRHEL-BEEERTS

(I any of the above mentioned documents have been submitted before, please specify:)

(RTFDFAZ74AF 223> DEL. RU. TOERI)

[ |

(EATFFICE 2R H ARG FHRA. RU. TOMERD)

[ I

(S A FERET k)

[ l

V. B8 (ERT 5P <) (List of names of documents submitted)
BEEICHILIEHRBATCEROLEY,

VL IRRZ AT 5WHE (List of names of documents omitted for submission)

(ETFOFI74AT22a0DEL, R, TOERX)

[ |

(EATFICET SR ATREGHRE., BT, TOERD)

I |

(SI A% Xk)

[ﬂeﬁmmmoooo%ﬁﬁ

[Ff“)ﬂﬂﬁ’ﬁﬁﬂﬁm 0000 000 000.05 /4R
l
l
l

D. #HRIE O % 5 B4% (Claims Correspondence)

W EATTOFH TG 2HRALTLIT—BITS
(GARIEDHIBR. BN, BUEZ AT HREDXENTLIT—BTDH)
(All the claims in the application sufficiently correspond to the patentable/allowable claims in the OEE application; or)

O FERIE O GMFEE. LU FDFEIZEEH (Claims correspondence is explained in the following table)

AL REA FATH O G HkE AGBRICEAYT 30AVF (KO ERAE A LT 28EE. 2AVFMER KT S
(Application  Claims) (Corresponding OEE B ESHIEHMLTTFE0.)
claims) (Explanation regarding the correspondence)

[ Jl )|l

ERRE. FPRESHSOFWH(EREBICHISER) ISHT SR
(explaining any Box VIII observations of WO/ISA, WO/IPEA or IPER)

HEEA XA (Name(s) of applicant(s) or representative(s))
EMEEICMTIBMRAFICREROLEY,

124 B (Date)
EHEEICMT LB MARICREED LY,

1R (Signature(e) of the applicant/representative)
BEHEEICBT LB WGRARICRERD LY.,
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[¢ﬁ1¢%] soxfE ok B ook B OB EBBNEDEL R UZEDFIERX

____________________________________________________________________________________

Use the same name as “[¥#42 )" under
“[IRHEYHO B ]

Attach the copy of the document.

(R] Exex QB DORHABEEDELE IV ZTDFERX

_____________________________________________________________

[(MZA] | Attach the copy of the document.

(2] FHEFaRELHIBSNI-BEREOELR T ZDFIERX

Copy and translation of the claims indicated patentable in the report on the state of
the art and written opinion in the MyIPO on (date)

Attach the copy of the document.

[%#‘F%] 51 FAZE4F T STk 1

Attach the copy of the document.

Note that in the case of paper procedure, the pendency period (the period between the

request for PPH and the first office action) tends to be longer than on-line procedure.
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