PPH using the national work products from the TIPO

Procedures to file a request to the JPO for Patent Prosecution
Highway Program between the JPO (Japan Patent Office) and
the TIPO (Taiwan Intellectual Property Office)

Applicants can request accelerated examination by a prescribed procedure including
submission of relevant documents on an application which is filed with the JPO and satisfies
the following requirements under the JPO-TIPO Patent Prosecution Highway program
based on the TIPO application.

When filing a request for the PPH program, an applicant must submit a request form “The
Explanation of Circumstances Concerning Accelerated Examination” based on the
procedure prescribed in “the Guidelines of the Accelerated Examination and Appeal."!
Under the PPH program, an applicant is not required to fill in the section “2. the disclosure of
prior arts and comparison between the claimed invention and prior art” in “The Explanation
of Circumstances Concerning Accelerated Examination”.

The PPH program between JPO and TIPO will be fully implemented on May 1, 2020.

1. Requirements
(a)Both the JPO application on which PPH is requested and the TIPO application(s)

forming the basis of the PPH request will have the same earliest date (whether this
be a priority date or a filing date).

For example, the JPO application (including PCT national phase application) may be
either:

(Case 1) an application which validly claims priority under Japan’s Patent Act 843bis from
the TIPO application(s) (examples are provided in ANNEX, Figures A, B, C, D and E), or
(Case Il) an application which provides the basis of a valid priority claim under Taiwan’s
Patent Act 8§28 for the TIPO application(s) (examples are provided in ANNEX, Figure F),
or

(Case llIl) an application which shares a common priority document with the TIPO
application(s) (examples are provided in ANNEX, Figures G and H)

(b) At least one corresponding application exists in the TIPO and has one or more
claims that are determined to be patentable/allowable by the TIPO.
Claims are “determined to be allowable/patentable” when the TIPO examiner clearly
identifies the claims to be allowable/patentable in the latest office action, even if the

application is not granted for patent yet. The office action may be either:

() FEE A@aE (Notification of Reason for Refusal)

L https://www.jpo.go.jp/system/laws/rule/guideline/patent/document/index/guideline. pdf
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(i) BARZHESEE (Decision to Grant a Patent)
(i) BRI EE (Decision of Refusal)

(iv) BRI HEEEHERTEE (Re-examination Decision to Grant a Patent )

(v) ERHHREEFETEE (Re-examination Decision of Refusal)

Claims are determined to be allowable/patentable in the following circumstances:

If the following expression is described in the “#F&E B X (Notification of Reason for

Refusal)” of TIPO, claims which do not state that a particular claim is not
allowable/patentable at the time would be deemed to be allowable/patentable.

“RZERR FRTE G RISV 2 G R EERE I, RBUERERNE R BLR T EAMEH, A%
BUBTHO AR T BRI B Ry, & PR 0 AN T S B

(In addition to the aforementioned additional claims, if the reasons for refusal are not
identified at the time, but are identified later, TIPO would notify the applicant of the

reasons for refusal.)

"ARBKIE_ - RIRERMIARZIRATEFNER - NERRHNATEFNERE -

EHREMNATERNER"
(Concerning Claim __, if the reasons for refusal are not identified at the time, but are
identified later, TIPO would notify the applicant of the reasons for refusal.)
Also, for claims which do not state that a particular claim is not allowable/patentable in the
“HURIKZ B £ F  (Decision of Refusal)” or “H | EEZE % £ E (Re-examination
Decision of Refusal)”, these claims are deemed to be allowable/patentable.
The applicant must include explanation accompanying the request for PPH program that no

rejection has been made in the TIPO office action regarding these claims, and therefore,

these claims are deemed to be allowable/patentable.

(c) All claims on file, as originally filed or as amended, for examination under the PPH
must sufficiently correspond to one or more of those claims indicated as
allowable in the TIPO.
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Claims are considered to "sufficiently correspond" where, accounting for differences due
to translations and claim format, the claims in the JPO are of the same or similar scope
as the claims in the TIPO, or the claims in the JPO are narrower in scope than the claims
in the TIPO.

In this regard, a claim that is narrower in scope occurs when an TIPO claim is amended
to be further limited by an additional feature that is supported in the specification
(description and/or claims).

A claim in the JPO which introduces a new/different category of claims to those claims
indicated as allowable in the TIPO is not considered to sufficiently correspond. For
example, where the TIPO claims only contain claims to a process of manufacturing a
product, then the claims in the JPO are not considered to sufficiently correspond if the
JPO claims introduce product claims that are dependent on the corresponding process
claims.

Any claims amended or added after the grant of the request for participation in the PPH
program need not to sufficiently correspond to the claims indicated as allowable in the
TIPO application.

(d) The JPO has not begun examination of the application at the time of request for

the PPH (an example is provided in ANNEX, Figure ).

2. Documents to be submitted
Documents (a) to (d) below must be submitted by attaching to “The Explanation of

Circumstances Concerning Accelerated Examination”.
Note that even when it is not needed to submit documents below, the name of the
documents must be listed in “The Explanation of Circumstances Concerning Accelerated

Examination” (Please refer to the Example form for the detail).

(a) Copies of all office actions (which are relevant to substantial examination for
patentability in the TIPO), which were sent for the corresponding application by
the TIPO, and translations of them?if they are not in English.

Either Japanese or English is acceptable as translation language.

The applicant does not have to submit copies of the office actions when those
documents are provided via TIPO’s dossier access system. If they cannot be obtained by
the JPO examiner via the TIPO’s dossier access system, the applicant may be notified
and requested to provide them.

The translation of the office actions must be submitted by the applicant because such

2 Machine translations will be admissible, but if it is impossible for the examiner to
understand the outline of the translated office action or claims due to insufficient translation,
the examiner can request the applicant to resubmit translations.



PPH using the national work products from the TIPO

translations are not provided via TIPO’s dossier access system.

(b) Copies of all claims determined to be patentable/allowable by the TIPO, and
translations of them? if they are not in English.
Either Japanese or English is acceptable as translation language.
The applicant does not have to submit copies of all claims determined to be
patentable/allowable when the documents are provided via TIPO’s dossier access
system. If they cannot be obtained by the JPO examiner via the TIPO’s dossier access
system, the applicant may be notified and requested to provide them.
The translation of all claims determined to be patentable/allowable must be submitted by
the applicant because such translations are not provided via TIPO’s dossier access
system.

(c) Copies of references cited by the TIPO examiner
If the references are patent documents, the applicant doesn’t have to submit them
because the JPO usually possesses them. When the JPO does not possess the patent
document, the applicant has to submit the patent document at the examiner’s request.
Non-patent literature must always be submitted.

The translations of the references are unnecessary.

(d) Claim correspondence table
The applicant requesting PPH must submit a claim correspondence table, which
indicates how all claims in the JPO application sufficiently correspond to the
patentable/allowable claims in the TIPO application.
When claims are just literal translation, the applicant can just write down that “they are
the same” in the table. When claims are not just literal translation, it is necessary to
explain the sufficient correspondence of each claim based on the criteria 1. (c) (Please

refer to the Example form).

When the applicant has already submitted above documents (a) to (d) to the JPO through
simultaneous or past procedures, the applicant may incorporate the documents by

reference and does not have to attach them.

3. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request an accelerated examination under the PPH

program

(1) Circumstances
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When an applicant files a request for an accelerated examination under the PPH
program to the JPO, an applicant must submit a request form “The Explanation of
Circumstances Concerning Accelerated Examination” based on the procedure

prescribed in “the Guidelines of the Accelerated Examination and Appeal"3.

The applicant must indicate that the application is included in (i) to (iii) of 1. (a), and that
the accelerated examination is requested under the PPH program. The application
number, publication number, or a patent number of the corresponding TIPO

application(s) also must be written.

*In the case that the application which has one or more claims that are determined to be
patentable/allowable is different from the TIPO application(s) included in (i) to (iii) of 1.
(a) (for example, the divisional application of the basic application), the application
number, publication number, or a patent number of the application(s) which has claims
determined to be patentable/allowable and the relationship between those applications

also must be written.

(2) Documents to be submitted
The applicant must list all required documents mentioned above 2. in an identifiable way,

even when applicant omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are
different between on-line procedure and paper procedure. Please refer to the examples of
forms when filling in (“Form 1 for Accelerated Examination” for on-line procedures, and

“Form 2 for Accelerated Examination” for paper procedures.).

3 https://www.jpo.go.jp/system/laws/rule/guideline/patent/document/index/guideline.pdf
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Example form of on-line procedures
(Example of the request based on the claims indicated patentable/allowable in the written

opinion of the report on the state of the art)

(EFa] RAEEISHTOFRGHE

| Thename of thispaper

”?.@E_]_ e - :%_*_IJ_QQ?E O0HOOH \ Bibliographical items
| Date of filing :

(bTk]  WHTRER

: Destination

EXESS

(HFEES] #F8 0000—000000

(REE)
(EBRHES] 000000000
[FFAXIEZER] OOROOMOTH
[KE&XIE£FHR] OOO00O0

[REA]
(EBRHES] 000000000
(FFrXIEZER] OOROOMOTH
[KEE&XIFE£FE] OO OO

_______________________________________________________________________________

1- EN
BHBEENAIVIAIZEIRPBEEDHRFEEITS,
ZFH:'IJEE@JS%‘%%E#EE’\@&JEE(##E?Hdﬁﬁ%ﬁOOOOOOOO)’E*?f;?/fﬁ%l‘i' E-37) Il bl
BEOKBAIEOERHFEALT SHBETHD, AR EHEICHLTL. BEEEMER,

1. Circumstances

i The accelerated examination is requested under the PPH program. |
' This application is an application validly claiming the priority under Japan’s i
! Patent Act §43bis to the corresponding TIPO application (the application number !
i is 000000000), and the Decision to Grant a Patent has been issued by the TIPO. i

LTFIZEWNT, M5B XER1 1EE, TH@F—F. AV E1a—3 Y AT AKREHBE (F
NH)AVE1—52-T—FTOFvI. F 2R XS EKRFEE 1985 F 11 A, p. 123127
TH%,

_______________________________________________________________________________

i In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer ! '
 Science (vol.ll) computer architecture, 2nd edition, Scientist com, Nov. 1985,
1 p.123-127.

If the name of the document is long (over than 50 letters), it is impossible to
\ write it down directly to the column “[#1#44]” Please write down the full
name of the document in the column “[ REAZEE(CE I 5F1F&REA]” and name it
properly. Then write the name in the column “[#1{4 4]
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(EEYED B8] < ~==——_| List up the documents to be

""""""""""""""""""""" ! submitted

[(¥#42] PPHEEEE 1

(2] BB DEH/BEHBNEOELRUVZOER 1
(8] »*Exx BB OHFHFEEDELRUVZTOERI 1
(2] HHFaaEEHIEn-FREODELEVZFDERI 1
U] 5IAIERESFTEk1 1

i (The name of the document) PPH request form 1

i (The name of the document) Copy and translation of Notification of Reasons for Refusal in
! the TIPO on (date) 1

i (The name of the document) Copy and translation of grant in the TIPO on (date) 1

i (The name of the document) Copy and translation of the claims indicated patentable in

Use the same name as “[##4 ] under
“(RREYED BE]

Attach the document here as image file or
text.

(Ffit]
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IV. EORBEZTDERDORKRT (Previously submitted documents)

6. O ERICHEVWTIHRAT BIEFTvILI-BEDSL, LITREL-BEEZERATS

(If any of the above mentioned documents have been submitted before, please specify:)

(TR DAT4RT7HI2a>DEL, RU . TOER)

(RTFICE TR REFERE. XU . TOHR)

(51 A 3E 5T 3C)

V. REDHERT 58 (X< (List of names of documents submitted)
BHEEICHAIIEHESHASTICETROLEY,

VI. IRHHZ# 4T 594 (List of names of documents omitted for submission)

(RITFDAT1RT7I23VDEL, BT ZOFRX)

(RATFICE TSR REGHERE. R ZOFR)

(51 FA%EFX#k)

|5k#$§4%ooooooo%ﬁﬁ

[F4 Y RE 22 B ZE00 0000 000 000,054 R

D. EHKRIE®DO 3 K:Bd{% (Claims Correspondence)

B ETT ORI ATREREFRELESIT—HT S
nﬁiklﬁa)ﬁlm# B, ECEZNE FRBOXENTLII—HT D)

(AII the claims in the application sufficiently correspond to the patentable/allowable claims in the OEE application; or)

O FRIEBOM G ZR . LLTFDORIZEEHE (Claims correspondence is explained in the following table)

AL B FHRE FATIFO X EHKRE SGRRICHAYT 30XV (EROBEE N LT 2B EE. AV MICHEY
(Application  Claims) (Corresponding OEE SHEBSLIEHL TTFSL,)
claims) (Explanation regarding the correspondence)

E.RBRE. PHEZRSOFWH(EREEICHTIER) ICXT HRHA
(explaining any Box VII observations of WO/ISA, WO/IPEA or IPER)

HEEA I A (Name(s) of applicant(s) or representative(s))
BHEEICET 2B HERATICEBOESY,

R B (Date)
BHEEICET LB FERATICREBOLSY,

IR 3E (Signature(e) of the applicant/representative)
BHEEICEHI LB HERATICEBOLSY,
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[%ﬁ‘-%] sk sk B4k BT OEREHBENENTLRUZDHRX \

Use the same name as “[#1#4]” under
“LREHD BE)

(RE] Attach the copy of the document.

(R] *Frc BB FDRFEEDELRUVEDERX

- - - - - - - - - - - - - - - -

[RZE] | Attach the copy of the document.

(#42] IR =FEREDE LR VDR

l Copy and translation of the claims indicated patentable in the report on the state of
' the art and written opinion in the TIPO on (date)

I Attach the copy of the document.

(42 51RmIFREFCHR

o
Wqé]l Attach the copy of the document.

Note that in the case of paper procedure, the pendency period (the period between the

request for PPH and the first office action) tends to be longer than on-line procedure.



















