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Tokyo, Japan

Patent Attorney ABE, Satoshi

The case of trial regarding the invalidation of design registration for Design
Registration No. 1509040 "bucket" between the parties above has resulted in the following
trial decision.

Conclusion
Design Registration No. 1509040 is invalidated.

The costs in connection with the trial shall be borne by the demandee.

Reason

No. 1 The demandant's object of the demand and the grounds therefor

The demandant demanded, in a written demand for trial submitted on December 10,
2014 (Heisei 26), the trial decision that "Design Registration No. 1509040 (hereinafter
referred to as 'the Registered Design') is invalidated. The costs in connection with the trial
shall be borne by the demandee," summarized grounds for the demand as follows, and

submitted Evidence A No. 1 to A No. 33 as means of evidence.
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1. Gist of reasons for invalidation of design registration

(Reason 1 for invalidation)

Since the Registered Design (Design Registration No. 1509040) is similar with the
design according to product name "Way-be 801" described in Evidence A No. 1 to A No. 4
(hereinafter referred to as "the Cited Design 1"), the Registered Design cannot be granted
design registration pursuant to the provisions of Article 3(1)(ii1) of the Design Act and

should be invalidated under the provisions of Article 48(1) of the Design Act.

(Reason 2 for invalidation)

Since the Registered Design is similar with the design according to product name
"Way-be 102" described in Evidence A No. 1 to A No. 4 (hereinafter referred to as "the
Cited Design 2"), the Registered Design cannot be granted design registration pursuant to
the provisions of Article 3(1)(ii1) of the Design Act and should be invalidated under the

provisions of Article 48(1) of the Design Act.
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2. History of the procedures

Filing November 28, 2013 (Heisei 25)

Registration  September 12, 2014 (Heisei 26)

3. Reasons for invalidation of the Registered Design

A Description of the Registered Design (summary and the like)

Constitutions of the Registered Design are as follows.

1) The Registered Design is a bucket with lid, composed of a body and a lid.

2) In the upper end part of the body, a flange protruding horizontally toward the outside is

provided along the whole circumference.

3) Regarding the body, the diameter of the lower end of the flange is slightly longer than
the diameter of the bottom part, the height of the body is slightly shorter than the diameter

of the bottom part, and the body has an extremely gentle reverse truncated cone in top view.
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4) On the side face of the body, a lot of vertical and chevron protruding parts are

continuously formed from the lower side of the flange to the bottom part.

5) Each of the chevron protruding parts has a peak-like central part and a symmetrical

shape.

6) Each of the protruding parts gradually becomes narrow from the upper end side to the

lower end side.

7) To the position opposite the outside of the opening of the upper end of the body, end

parts of the thin plate-like handle formed in semicircle in top view are attached.

8) The lid is composed of a disc-like top plate, and a protruded portion arranged in a

concentric pattern inside the vicinity of outer circumference of the lower surface thereof.

9) In the upper surface of the top plate of the lid, a lot of chevron protruding parts having

the same width are continuously formed over the whole surface.

10) Each of the chevron protruding parts has a peak-like central part and a symmetrical

shape.
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11) Inside the said protruded portion provided in the reverse face of the lid, a lot of chevron
protruding parts having the same width are continuously formed over the whole surface,
two protruded portions parallel to the protruding parts and two protruded portions

perpendicular to the protruding parts are formed in parallel cross shape.

12) In the center of the reverse face of the lid, there is formed a lid hanging part composed
of a thin cylinder perpendicular to the lid and a small thin disc provided in the tip of the

cylinder.

B Description of the Cited Design 1 (summary and the like)

1) The Cited Design 1 is a bucket with lid, composed of a body and a lid.

2) In the upper end part of the body, a flange protruding horizontally toward the outside is

provided along the whole circumference.

3) Regarding the body, the diameter of the lower end of the flange is slightly longer than
the diameter of the bottom part, the height of the body is slightly shorter than the diameter

of the bottom part, and the body has an extremely gentle reverse truncated cone in top view.
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4) On the side face of the body, a lot of vertical and chevron protruding parts are

continuously formed from the lower side of the flange to the bottom part.

5) Each of the chevron protruding parts has a peak-like central part and a symmetrical

shape.

6) Each of the protruding parts gradually becomes narrow from the upper end side to the

lower end side.

7) To the position opposite the outside of the opening of the upper end of the body, end

parts of the thin plate-like handle formed in a semicircle in top view are attached, both end

parts of the handle are slightly wide, and a small circular through hole is provided in one of

the end parts.

8) The lid is composed of a disc-like top plate, and a protruded portion arranged in a

concentric pattern inside the vicinity of outer circumference of the lower surface thereof.

9) In the upper surface of the top plate of the lid, a lot of chevron protruding parts having

the same width are continuously formed over the whole surface.
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10) Each of the chevron protruding parts has a peak-like central part and a symmetrical

shape.

C Description of the Cited Design 2 (summary and the like)

1) The Cited Design 2 is a bucket with lid, composed of a body and a lid.

2) In the upper end part of the body, a flange protruding horizontally toward the outside is

provided along the whole circumference.

3) Regarding the body, the diameter of the lower end of the flange is slightly longer than

the diameter of the bottom part, the height of the body is slightly longer than the diameter

of the bottom part, and the body has an extremely gentle reverse truncated cone in top view.

4) On the side face of the body, a lot of vertical and chevron protruding parts are

continuously formed from the lower side of the flange to the bottom part.

5) Each of the chevron protruding parts has a peak-like central part and a symmetrical

shape.

6) Each of the protruding parts gradually becomes narrow from the upper end side to the
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lower end side.

7) To the position opposite to the outside of the opening of the upper end of the body, end

parts of the thin plate-like handle formed in semicircle in top view are attached, both end

parts of the handle are slightly wide, and a small circular through hole is provided in one of

the end parts.

8) The lid is composed of a disc-like top plate, and a protruded portion arranged in a

concentric pattern inside the vicinity of outer circumference of the lower surface thereof.

9) In the upper surface of the top plate of the lid, a lot of chevron protruding parts having

the same width are continuously formed over the whole surface.

10) Each of the chevron protruding parts has a peak-like central part and a symmetrical

shape.

D Similarity of the Registered Design with the Cited Design

(a) "Design" in the Design Act shall mean the shape, patterns, or colors, or any combination

thereof, of an article (including a part of an article), and creates an aesthetic impression
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through the eye (Article 2(1) of the Design Act), in addition to design under Article
(3)(1)(@) or Article(3)(1)(i1) of the Design Act (publicly known design), design under
Article (3)(1)(iii) of the Design Act that is similar with design under Article (3)(1)(i) or
Article(3)(1)(ii) of the Design Act, cannot be granted design registration, since it is thought
that design is applied to the article which is identical to or similar with an article to a
publicly known design, and creates aesthetic impression similar with that of the publicly
known design, is not worthy of being granted design registration being an exclusive license,
this is a close relationship with the fact that effect of design right may lid a design which is
similar with the Registered Design; that is, design which creates an aesthetic impression
similar with the Registered Design with an article identical to or similar with the article to

the Registered Design (Article 23 of the Design Act).

Thus, determination of similarity of design under Article (3)(1)(iii) of the Design
Act is to determine similarity of aesthetic impression created by design to be determined
and publicly known design, and the determination should be made by evaluating whether
each of the common features and the different features acknowledged among constitutions
relating the whole article to the design and constitutions of each part affects determination

of similarity, and by taking the evaluations into account generally.
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(b) Articles to which the Registered Design, the Cited Designs 1 and 2 are respectively

applied are "bucket" and correspond to each other.

(c) Common features and different features between the Registered Design and the Cited

Design 1

The Registered Design and the Cited Design 1 are common in the Constitutions 1)
to 6), 8) to 10). Further, regarding the Constitution 7), the two designs are common in the
feature that "to the position opposite the outside of the opening of the upper end of the body,
end parts of the thin plate-like handle formed in a semicircle in top view are attached," and
are different in the feature that in the Cited Design 1, both end parts of handle are slightly
wide, and a small circular through hole is provided in one of the end parts. In addition, the

Constitutions 11) and 12) of the Registered Design are not present in the Cited Design 1.

However, when both designs are viewed from an overall viewpoint, these different
features are all insignificant differences compared with the common features, and their

effects on aesthetic impression are extremely limited.

(d) Common features and different features between the Registered Design and the Cited
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Design 2

The Registered Design and the Cited Design 2 are common in the Constitutions 1),
2),4) to 6), and 8) to 10). Further, regarding the Constitution 3), the two designs are
common in the feature that "regarding the body, diameter of the lower end of flange is
slightly longer that diameter of the bottom part," and the body has "an extremely gentle
reverse truncated cone in top view," and are different in the feature that in the body of the
Cited Design 2, "the height is slightly longer than diameter of the bottom part." In addition,
regarding the Constitution 7), the two designs are common in the feature that "To the
position opposite to the outside of the opening of the upper end of the body, end parts of the
thin plate-like handle formed in a semicircle in top view are attached," and are different in
the feature that in the Cited Design 2, both end parts of handle are slightly wide, and a

small circular through hole is provided in one of the end parts.

The Constitutions 11) and 12) of the Registered Design are not present in the Cited

Design 2, and this gives rise to a difference therebetween.

However, when the two designs are viewed from an overall viewpoint, these

different features are all insignificant differences compared with the common features, and
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their effects on aesthetic impression are extremely limited.

(e) Special circumstances

(1) Conspicuous futures of the Cited Designs 1 and 2

As described below, buckets related to the Cited Designs 1 and 2 were created and
converted into commercialization by the demandant in 1993 (Heisei 5), and the buckets

have been produced and sold for more than 20 years.

The bucket related to the Cited Design 1 is a bucket whose product name is "Way-
be 801 (lid)" described in Evidence A No. 1 and the product number is 050919 (VE),
050834 (G) or 050841 (B), or whose product name is "Way-be color bucket (with lid) 801"
described in Evidence A No. 2 and the product number is 216629 (BL), 216636 (RD) or
216643 (YE), or whose product name is "Fraichair Bucket S" described in Evidence A No.
3 and the product number is 230588 (GR), 230595 (PK) or 230601 (YE), or whose product
name "omnioutil S" described in Evidence A No. 4 and the product number is 223757 (PL),
223764 (PK), 223771 (OR), 223788 (TB), 223795 (GR), 228240 (BL), 228257 (1IV),

228264 (RPK), 228271 (CA), 228288 (BR), 228783 (WH), or 228790 (BK).
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The bucket related to the Cited Design 2 is the bucket whose product name is "Way-
be 102 (lid)" described in Evidence A No. 1 and the product number is 050926 (VE),
050933 (G), or 050940 (B), or whose product name is "Way-be color bucket (with lid) 102"
described in Evidence A No. 2 and the product number is 216650 (BL), 216667 (RD) or
216674 (YE), or whose product name is "Fraichair Bucket L" described in Evidence A No.
3 and the product number is 230618 (GR), 230625 (PK) or 230632 (YE), or whose product
name is "omnioutil L" described in Evidence A No. 4 and the product number is 223873
(PL), 223880 (PK), 223897 (OR), 223903 (TB), 223910 (GR), 228295 (BL), 228301 (IV),

228318 (RPK), 228325 (CA), 228332 (BR), 228806 (WH), or 228813 (BK).

There is no fact that a bucket whose design is similar with the Cited Design,
designed by other people, had been sold from 1993 (Heisei 5) to the application for the
Registered Design, except the bucket related to the Registered Design. For this reason,
each of the Cited Designs 1 and 2 had a conspicuous future in the field of buckets before

the application for the Registered Design.

Regarding the Constitution 3), even though the height of the body of the Cited

Designs 1 and 2 is insignificantly different from that of the Registered Design, other
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features are identical and these designs are substantially identical with each other.

(i1) Good Design Award

The buckets related to the Cited Design 1 and 2 (product names "Way-be 801" and

"Way-be 102") received "Good Design Selection" from the Minister of International Trade

and Industry in 1994 (Heisei 6), and won "Good Design Award from Commissioner of the

Small and Medium Enterprise Agency" from the Commissioner of the Small and Medium

Enterprise Agency (Evidence A No. 5 to A No. 7).

(ii1) Good Design Long Life Design Award

The bucket related to the Cited Design won "the Good Design Long Life Design

Award" in 2010 (Heisei 22) (Evidence A No. 8 and A No. 9). In this way, since the bucket

related to the Cited Design won the Good Design Long Life Design Award, it has been

publicly recognized that the bucket is a product whose excellent design has been popular

and accepted by consumers for a long time.

(iv) Well-known Cited Design
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Selling the buckets related to the Cited Design was started from 1993 (Heisei 5),
and the number of sales in past 5 years was about 70,000 in 2009 (Heisei 21), about
195,000 in 2010 (Heisei 22), about 157,000 in 2011 (Heisei 23), about 175,000 in 2012

(Heisei 24), and about 135,000 in 2013 (Heisei 25) (Evidence A No. 10).

(v) Press Release (PR) as Good Design Award

Japan Institute of Design Promotion (JDP), which hosts the Good Design Award,
tried to achieve diffusion and PR for goods winning Good Design Award with the
following PR jobs, and the bucket related to the Cited Design winning 2010 (Heisei 22)
Good Design Long Life Design Award was widely and currently diffused and known
through the following PR jobs conducted by Japan Institute of Design Promotion (Evidence

ANo. 11).

a) PR jobs for media

A total of 15 times of domestic press release were distributed in a year.

Of 15 times, 12 times of press release were related to Good Design Award.
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b) Main publication

<Good Design Award>

-Sunday Mainichi, October 27 issue, 2010

<Good Design Grand Award>

-November 10,2010 ' YAHOO! news, front page

-November 10, 2010 news every (Nippon Television Network Corporation)

-Nikkei Design, January issue, 2011

-Mono Magazine, 16th issue, issued on January 2, 2011

-Brain, January issue, 2011

c¢) PR by JDP e-mail newsletter

For delivering information for the public, a total of 12 issues of JDP e-mail

newsletter were monthly distributed (the number of distributions each time is about 10,
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000).

(vi) Introduction in magazines

As the number of sales regarding the bucket related to the Cited Design were

rapidly increased, times introduced by the magazine were increased, for example, 6 times in

2010 (Heisei 22), 3 times in 2011 (Heisei 23), 4 times in 2012 (Heisei 24), 4 times in 2013

(Heisei 25) of a total of 17 times, and the bucket was mainly introduced by the national

magazine relating to life information on women (Evidence A No. 12 to A No. 29).

In ESSE (monthly publication), the bucket related to the Cited Design was

introduced in the March issue and October issue, 2010 (Heisei 22), and the numbers of

issues were respectively 513,100 and 624,667 (3 months' sale).

In "MART" (monthly publication), the bucket related to the Cited Design was

introduced in the November issue, 2010 (Heisei 22), October issue, 2011 (Heisei 23), and

October issue, 2012 (Heisei 24), and the numbers of issues were respectively 211,467,

210,034 and 239,400 (3 months' sale). Further, in "Nice Madam" (monthly publication),

the bucket related to the Cited Design was introduced in the June issue, 2011 (Heisei 23)
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and January issue, 2013 (Heisei 25), and the numbers of issues were respectively 214,167

and 191,350 (3 months' sale).

(vii) The number of reviews relating to the bucket related to the Cited Design in online

shops ranks top in a bucket section (Evidence A No. 30).

The number of reviews relating to the bucket related to the Cited Design in

Rakuten's market Web page is numerous (Evidence A No. 31).

(viii) Taking the above circumstances into account, the form of bucket related to the Cited

Design has been well-known among consumers interested in interior design as indicating

goods manufactured and sold by the demandant since the beginning of 2011 (Heisei 23 ).

(ix) Background in which the demandee filed the application for the Registered Design

In February, 2013 (Heisei 25), the demandant and demandee came to an agreement

to test-market the demandant's products (buckets related to the Cited Design) at about 10

shops of the demandee, the demandant started to sell the demandant's products to traders

for the demandee, and the number of sales reached 1,248 in total (Evidence A No. 32).
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However, in September, 2013 (Heisei 25), the demandee suddenly stopped selling

the demandant's products, and returned 203 of the demandant's products through the traders

for the demandee on October 19, 2013 (Heisei 25) (Evidence A No. 33). Immediately after

stopping the test-marketing of the demandant's products, the demandee started to sell the

demandee's products, and then the demandee filed the application for the Registered Design

on November 28, 2013 (Heisei 25). Thus, it is obvious that the Registered Design is

created based on the Cited Design.

(f) The Constitutions 1) to 10) of the Cited Designs 1 and 2 are present in the bucket with

lid manufactured and sold by the demandant, and a lot of buckets with lid have been

distributed in the market for a long period of time, as goods manufactured and sold by the

demandant, and thus the Constitutions 1) to 10) had been widely known by consumers as

indicating goods of the demandant before the application for the Registered Design. It

should be said that the Constitutions 1) to 10) attract the attention of observers.

Taking into account the position of the Constitutions 1) to 10) in the Article related

to the design, ratio of the Constitutions to the whole design, and the function of the

Constitutions, the Constitutions 1) to 10) are the most distinctive features of both designs
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and attract the attention of observers, and these Constitutions are common between the
Registered Design and the Cited Design. Against this, both Constitutions 11) and 12) do

not attract the attention of observers.

Thus, including other differences, different features between the Registered Design
and the Cited Design do not predominate over common features of each of the
Constitutions 1) to 10) which are acknowledged as the most distinctive features between
both designs and attracting the attention of observers, the two designs do not create
different aesthetic impression as the whole design, and thus it should be said that the two

designs are similar to each other.

4. Closing

Therefore, since the Registered Design is similar to the Cited Design, the Registered
Design cannot be granted design registration pursuant to the provisions of Article 3(1)(iii)
of the Design Act and should be invalidated under the provisions of Article 48(1)(i) of the

Design Act.
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5. Means of proof

To prove that the Cited Design is a design that was publicly known before the
application for the Registered Design was filed, the demandant submits Evidence A No 1 to

A No. 29.

(1) Evidence A No. 1 Way-be promotional leaflet (issued in 1993)

(2) Evidence A No. 2 Way-be promotional leaflet (issued in June, 2004)

(3) Evidence A No. 3 Fraichair Bucket promotional leaflet (issued in October, 2013)

(4) Evidence A No. 4 Hachimankasei's product catalog (issued in January, 2014)

(5) Evidence A No. 5 1994 (Heisei 6) Good Design Selection, copy

(6) Evidence A No. 6 1994 (Heisei 6) Good Design Special Award from Commissioner of

the Small and Medium Enterprise Agency, certificate, copy

(7) Evidence A No. 7 Japan Institute of Design Promotion Web page, copy
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(8) Evidence A No. 8 2010 Good Design Long Life Design Award, certificate, copy

(9) Evidence A No. 9 Japan Institute of Design Promotion Web page, copy

(10) Evidence A No.

(11) Evidence A No.

of Design Promotion, copy

(12) Evidence A No.

(13) Evidence A No.

(14) Evidence A No.

(15) Evidence A No.

(16) Evidence A No.

(17) Evidence A No.

(18) Evidence A No.

10

11

12

13

14

15

16

17

18

Statement, copy

FAX relating to confirmation of PR job from Japan Institute

Magazine "Mart" October issue, 2010, copy

Magazine "Mart" November issue, 2012, copy

Magazine "Mart" October issue, 2013, copy

Magazine "ESSE" March issue, 2010, copy

Magazine "ESSE" October issue, 2010, copy

Magazine "Nice Madam" June issue, 2011, copy

Magazine "Nice Madam" January issue, 2013, copy

23/133



(19) Evidence A No.

(20) Evidence A No.

(21) Evidence A No.

issue, 2012, copy

(22) Evidence A No.

(23) Evidence A No.

2012, copy

(24) Evidence A No.

2010, copy

(25) Evidence A No.

issue, 2011, copy

(26) Evidence A No.

(27) Evidence A No.

19

20

21

22

23

24

25

26

27

Magazine "ELLE DECOR" April issue, 2011, copy

Magazine "EFiL" May issue, 2010, copy

Magazine "Hobby Gardening Vegetable Time" September

Magazine "Today's Health" September issue 2012, copy

Magazine "Garden & Garden Today's Health" Spring issue

Magazine "NEW MINI STYLE MAGAZINE" Spring issue,

Magazine "Bible for Men's interior" Autumn and Winter

Magazine "Croissant," May 25 issue, 2010, copy

Magazine "Proposal for House, Gifu" Autumn and Winter
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issue, 2013, copy

(28) Evidence A No. 28 Mail-order catalog "FAMILY MAIL" March and April issue,

2014, copy

(29) Evidence A No. 29 Magazine "FUKUFUKU" November issue, 2013, copy

(30) Evidence A No. 30 Rakuten's market Web page, copy

(31) Evidence A No. 31 Rakuten's market Web page, copy

(32) Evidence A No. 32 Sales check, copy

(33) Evidence A No. 33 Sales check, copy

No. 2 The demandee's reply and the gist of the reasons

1. Object of the reply

The demandee replied that "The demand for trial of the case was groundless. The
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costs in connection with the trial shall be borne by the demandant," against the demandant's

object of the demand and the grounds therefor.

2 Statement of the reply

In the written demand for trial submitted on December 10, 2014, the demandant
alleged that since Design Registration No. 1509040 (hereinafter referred to as "the
Registered Design") owned by the demandee is similar to the design according to the
product name "Way-be 801" described in Evidence A No. 1 to A No. 4 (hereinafter referred
to as "the Cited Design 1") and the design according to the product name "Way-be 102"
(hereinafter referred to as "the Cited Design 2," or the Cited Designs 1 and 2 may be
hereinafter collectively referred to as "the Cited Design".), the Registered Design cannot be
granted design registration pursuant to the provisions of Article 3(1)(iii) of the Design Act

and should be invalidated under the provisions of Article 48(1)(i) of the Design Act.

Against this, the demandee replies as follows that the Registered Design does not

correspond to the reasons for invalidation stated in the written demand for trial,
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corresponding the main statements of "Statement of the demand" in the written demand for

trial.

(1) Regarding "Reasons for invalidation of the Registered Design"

The demandant states reasons for invalidation of the Registered Design in the
section of "3. Reasons for invalidation of the Registered Design," the demandee first points

out incorrect points in these statements.

A Description of the Registered Design (summary and the like)

Although, regarding the Constitution 5), the demandant states that "Each of the
chevron protruding parts has a peak-like central part," as described in "A-A Line Enlarged
Edge View" and "B Part Enlarged View" of the Registered Design, it is suitable to think
that "each chevron protruding part has the central part having a sharp tip" (see blue broken
line of B Part Enlarged View of "the Registered Design" in comparison of the two designs,

Evidence B No. 1).

In addition, it is reasonable to think that "the chevron shapes form lines in the top of

the mountain side and the bottom part of the valley side, and thus a lot of lines are exhibited
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in the side face of the body."

Regarding the Constitution 10) of the protruding parts in the lid, as described above,
it is suitable to think that "each chevron protruding part has the central part having a sharp
tip." Further, the feature that "a lot of lines are exhibited in the side face of the body" is the

same as described above.

Regarding the Constitution 3), the demandant states "extremely gentle reverse
truncated cone in top view"; however, top view is circle as indicated in Top View, it is

thought that "reverse truncated cone" is in perspective view.

Regarding the Constitution 7), the demandant states " end parts of the thin plate-like
handle formed in semicircle in top view"; however it is thought that this statement is

mistaken for " end parts of the thin plate-like handle formed in semicircle in side view."

B Description of the Cited Design 1 (summary and the like)

Although it is stated by the demandant that, regarding the Constitution 4), "a lot of
vertical and chevron protruding parts are continuously formed from the lower side of the

flange to the bottom part," it is reasonable to think that the form of protruding parts is
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"corrugated shape" as if it is gently undulated more than the chevron shape.

Further, it is stated by the demandant that, regarding the Constitution 5), "each of
the chevron protruding parts has a peak-like central part"; however, it is suitable to think
that "each corrugated protruding part has shape as if it is gently undulated" (see blue wavy
line in "the Cited Design" Evidence A No. 30 (abstract) in comparison of the two designs,

Evidence B No. 1).

In addition, it is reasonable to think that "in the corrugated shape, a lot of lines are
not exhibited as chevron shape, each raised part of the corrugated shapes forms a slightly

long shade depending on the direction of light."

Regarding the Constitutions 9) and 10) relating to the protruding part of the lid, it is
reasonable to think the form of protruding parts as [corrugated shape]. The feature that "a

lot of lines are not exhibited as chevron shape" is the same as described above.

Regarding the Constitution 7) of the end part of the handle, the demandant states
that the "slightly wide" end part is formed in "semicircle in top view"; however as

described in (B Description of the Registered Design (summary and the like)), it is thought
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that this statement of "top view" is mistaken for side view, this statement is not a suitable
expression, and it is suitable to think as "rectangular shape having rounded corners wider

than the handle."

The demandant also states that "a small circular through hole provided in the one of
the end parts"; however it is suitable to think as "a circle largely formed in the vicinity of
the rectangular shape having rounded corners of the handle," not as only "a small circular

through hole."

Regarding the Constitution 3), the demandant states "extremely gentle reverse
truncated cone in top view"; however, top view is circle as indicated in Top View, and it is

thought that "reverse truncated cone" is in perspective view.

C Description of the Cited Design 2 (summary and the like)

Regarding the Constitution 4), the demandant states "a lot of vertical and chevron
protruding parts are continuously formed from the lower side of the flange to the bottom
part"; however it is reasonable to think that the form of protruding parts is "corrugated

shape" as if it is gently undulated more than the chevron shape.
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Further, regarding the Constitution 5), the demandant states "each of the chevron
protruding parts has a peak-like central part"; however, it is suitable to think that "each
corrugated protruding part has shape as if it is gently undulated" (see blue wavy line in "the
Cited Design" Evidence A No. 30 (abstract) in comparison of the two designs, Evidence B

No. 1).

In addition, it is reasonable to think that "in the corrugated shape, a lot of lines are
not exhibited as chevron shape, each raised part of the corrugated shapes forms slightly

long shade depending on the direction of light."

Regarding the Constitutions 9) and 10) of the protruding parts of the lid, it is
reasonable to think the form of protruding parts as [corrugated shape]. The feature that "a

lot of lines are not exhibited as chevron shape" is the same as described above.

Regarding the Constitution 7) of the end part of the handle, the demandant states
that the "slightly wide" end part is formed in "semicircle in top view"; however, as
described in (B Description of the Registered Design (summary and the like)), it is thought
that this statement of "top view" is mistaken for side view, this statement is not a suitable

expression, and thus it is suitable to think as "rectangular shape having rounded corners

31/133



wider than the handle."

The demandant also states "a small circular through hole provided in the one of the
end parts"; however, it is suitable to think as "a circle largely formed in the vicinity of the
rectangular shape having rounded corners of the handle," not as only "a small circular

through hole."

Regarding the Constitution 3), the demandant states "extremely gentle reverse
truncated cone in top view"; however, top view is circle as indicated in Top View, it is
thought that "reverse truncated cone" is in perspective view, and it is obvious that the Cited
Design 2 has a length in a vertical direction longer than the Cited Design 1, it is more

correct to think as "vertically long reverse truncated cone."

D Similarity of the Registered Design and the Cited design

Regarding (a) and (b) alleged by the demandant, there is no dispute.

(c) Common features and different features between the Registered Design and the Cited

Design 1
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Among Constitutions alleged by the damandant as "common features," regarding

the following Constitutions, there is not dispute.

1) "A bucket with lid, composed of a body and a lid"

2) "A flange of the upper end part of the body"

3) "Reverse truncated cone having a diameter of the lower end of the flange slightly longer
than the diameter of the bottom part and the height of the body is slightly longer than the

diameter of the bottom part."

6) "Each of the protruding parts in the side face of the body gradually becomes narrow

from the upper end side to the lower end side."

8) "The lid is composed of a disc-like top plate, and a protruded portion arranged in a
concentric pattern inside the vicinity of the outer circumference of the lower surface

thereof."

However, there is no common feature in the Constitutions 4), 5), 7), 9) and 10), and

it is thought that aesthetic impression created by these features is totally different between
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the two designs. Namely, the demandant alleges that the Constitution 4) that "in the side
face of the body, a lot of vertical and chevron protruding parts are continuously formed" is
a common feature between the two designs; however, as described above, it is reasonable to
think that in Cited Design 1, the form of protruding parts is "corrugated shape" as if it is
gently undulated more than the chevron shape, and since the corrugated shape in Cited
Design 1 is significantly different from the chevron shape in the Registered Design, the

Constitution 4) is the different feature between Cited Design 1 and the Registered Design.

In addition, regarding the Constitution 5), the demandant states that the feature that
"each of the chevron protruding parts has a peak-like central part and symmetrical shape" is
a common feature between the two designs; however as described above, in Cited Design 1,
it is suitable to think that "each corrugated protruding part has a shape as if it is gently
undulated," and thus it can be said that this feature is a significant difference between the
two designs. Deriving from this difference, a lot of lines are exhibited in the Registered
Design; however, in Cited Design 1, a lot of lines are not exhibited as chevron shape, each
raised part of the corrugated shapes forms slightly long shade depending on the direction of
light, and thus this is another difference between the Registered Design and the Cited

Design.

34 /133



Regarding the Constitution 7) of the end part of the handle, alleged as a common
feature by the demandant, in the Registered Design, the end part of the handle is
"semicircle"; on the other hand, in Cited Design 1, the end part of the handle is a
"rectangular shape having rounded corners wider than the handle" as described above, and

thus this feature is a significant difference.

Regarding the Constitutions 9) and 10) of the chevron shape of the lid, alleged as
common features by the demandant, the forms of the Registered Design and Cited Design 1
are significantly different from each other, similar with the form of the side face of the

body as described above, and thus this feature is a significant difference.

In addition, the constitutions that the demandant acknowledges as " different

features" between the two designs are as follows.

7) "Width of both end parts of handle and presence or absence of circular through hole"

11) "Parallel cross protruded portions formed in the reverse face of the lid" (only present in

the Registered Design)

12) "A lid hanging part in the center of the reverse face of the lid" (only present in the
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Registered Design)

The demandant alleges that these different features are "insignificant differences";

however, this allegation is a rough allegation without specific evidence.

First, the form of both end parts of handle affect operability or handleability of the
bucket; for example, how to connect the handle and the body or how to rotate, strongly
attracts the attention of traders or consumers, and a difference in this part is not an

"insignificant difference."

In addition, a circular through hole of Cited Design 1 is not "a small circular
through hole" alleged by the demandant, and as described above, since a wider rectangular
shape having rounded corners is formed, this shape has a sense of presence and affects the
function of being capable of fixing a hose, and thus this shape strongly attracts the attention

of traders or consumers.

The hanging part in the center of the reverse face of the lid only present in the
Registered Design significantly affects the function of hanging to the opening of the bucket

and the use of the bucket, and thus the hanging part strongly appeals to the eye of a trader
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or consumer.

Parallel cross protruded portions formed in the reverse face of the lid of the

Registered Design have a unique feature, not present in the Cited Design 1, and taking into

account the lid of the Registered Design functioning as a base of the bucket, there are a lot

of opportunities for the reverse face to attract the attention of traders or consumers, and it

can be said that the form of the reverse face attracts the attention of traders or consumers.

Thus, each of different features is not an "insignificant difference," and taking the

function of each part into account, these different features strongly attract the attention of

traders or consumers, should be fully evaluated in determination of similarity of the whole

design, and significantly affect aesthetic impression of the whole design.

As described above, the form of protruding parts alleged by the demandant as

common features are different features between the two designs, and the aesthetic

impressions created by the difference are totally different from each other as follows.

Regarding the Registered Design, the central part of each chevron protruding part

forms a sharp tip, and the Registered Design gives a sharp impression and a finely knurled
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impression with narrow intervals between peaks.

On the other hand, in Cited Design 1, each protruding part forms a corrugated shape

as if it is gently undulated, there is a comparatively wide interval between waves, this form

strongly gives a gentle and soft impression and does not give a sharp or knurled impression

like the Registered Design, and thus the Cited Design is significantly different from the

Registered Design (see blue broken line and blue wavy line in comparison of the two

designs, Evidence B No. 1).

Regarding the Cited Design, since the application and function as "a seat" or "a

simple stool" are introduced in a lot of evidences such as Evidence A No. 2 to A No. 4, the

form of the gentle corrugated shape of the lid providing a soft and comfortable impression

and the form of side face of the body connected thereto should be fully taken into account

in determination of similarity, as unique features of Cited Design in comparison with the

form of sharp chevron shape in the Registered Design.

In introduction of the 1994 Good Design Award (Evidence B No. 2), it is described

that "Introducing the shape of corrugated board as texture, this household bucket eliminates

cold impression created by conventional buckets made of plastic, and a gives natural and
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novel impression," and it can be said that the Cited Design is evaluated as a bucket giving a

soft and gentle impression, like a hand-made craft made of corrugated board.

(d) Common features and different features between the Registered Design and Cited

Design 2

The common features and different features between the Registered Design and
Cited Design 2 are approximately the same as the common features and different features
between the Registered Design and Cited Design 1 described in the above section (c), it is
obvious that Cited Design 2 has a length in a vertical direction longer than that of Cited
Design 1, and there is a difference in "vertically long reverse truncated cone" between the
Registered Design and Cited Design 2, and it can be perceived that Cited Design 2 gives a

smart impression to a vertical direction, that is not present in the Registered Design.

(e) Special circumstances

The demandant submits a lot of evidences to prove that the Cited Design has been

continuously used; however, these evidences do not affect determination of similarity.

For example, although the fact of winning the Good Design Award and the like and

39/133



becoming well-known design, or introduction in magazines indicates evaluation in market

or consumers' awareness, on the other hand, there is no article in the Design Act, such as

articles of the Trade Act for protecting unregistered a well-known trademark (Article

(4)(1)(x), Article (4)(1)(xv) and the like of the Trade Act), and thus these facts cannot be

grounds for denying the validity of the Registered Design.

Regarding the Trade Act, as trademark is continuously used, business reputation is

embodied by the trademark and value for protecting the trademark is increased; on the other

hand, it is different in the Design Act. In determination of similarity, value for creating

novel design as the whole design is evaluated, taking each constitution into account

objectively, and it is determined whether or not the aesthetic impression created by the

value is common.

If a point, such as evaluation in market and business reputation, which is not

directly related to design is unnecessarily emphasized and the design is overprotected for

the reason that the design has been continuously used, it means that design not to be

protected is protected ignoring the Design Act and violates the purpose of the Design Act,

and unpredicted disadvantage for a third party is caused as a result of the overprotection of
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design, leading to decrease of activity or motivation for creating design, or violation of the

purpose of the Design Act to protect novel designs.

As described above, although the demandant submits a lot of evidences to prove the
fact of winning Good Design Award and the like and becoming well-known design, or
introduction in magazines, these facts cannot be grounds for denying the validity of the

Registered Design.

Regarding "Background in which the demandee filed the application for the
Registered Design," alleged by the demandant in section (ix), the demandant only indicates
business transactions in time series, and these facts do not affect the validity of the

Registered Design.

(f) Comprehensive determination

As described above, the fact that the Cited Design has been well-known by

consumers cannot be grounds for denying the validity of the Registered Design.

The demandant alleges that "Taking into account the position of the Constitutions 1)

to 10) in the Article to the design, ratio of the Constitutions to the whole design, and the
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function of the Constitutions, the Constitutions 1) to 10) are the most distinctive feature of

both designs and attract the attention of observers," and "neither Constitution 11) nor

Constitution 12) attracts the attention of observers"; however these allegations are rough

and abstract allegations, there is no specific description why the Constitutions 1) to 10) are

the most distinctive part of both designs and why the Constitutions 11) and 12) are

insignificant differences that do not attract the attention of observers, and there is no

specific evidence in the demandant's allegation. The allegation is only to arbitrarily

describe common features and different features without evidence, and is the demandant's

wishful thinking.

As described above, comparing the Registered Design with the Cited Design as a

whole and taking each constitution into account objectively, parallel cross protruded

portions in the reverse face of the lid (Constitution 11) only present in the Registered

Design have a unique feature, not present in the Cited Design 1, taking into account the lid

of the Registered Design functioning as a base of the bucket, there are a lot of opportunities

that the reverse face attracts the attention of traders or consumers, and it can be said that the

form of reverse face attracts the attention of traders or consumers; in addition, the hanging

part in the center of the reverse face of the lid only present in the Registered Design
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(Constitution 12) affects the function of hanging to the opening of the bucket, and thus
these features are not "insignificant differences" and should be fully evaluated as unique

features, not present in the Cited Design.

As described above, the form of protruding parts in the side face of the body and the
upper surface of the lid, alleged by the demandant as common features between the
Registered Design and the Cited Design, is also a difference, and aesthetic impressions

created by the difference are totally different from each other.

Taking the above description into account, comparing aesthetic impressions of the
whole design between the Registered Design and the Cited Design, it can be said that the
difference in the form of protruding parts in the side face of the body and the upper surface

of the lid significantly affect aesthetic impression of the whole design.

Since the ratio of the form to the whole design is large in terms of area, as the whole
design, the Registered Design gives a sharp impression and a finely knurled impression; on

the other hand, the Cited Design mainly gives a gentle and soft impression.

While the Cited Design gives a gentle impression as described above, the form of
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the end part of the handle has a rectangular shape having rounded corners wider than the

handle, and in the vicinity of the rectangular shape having rounded corners of one end part

of the handle, a large circular through hole is present, and thus the Cited Design also gives

a variable active impression created by the vicinity of a connection part between the handle

and the body, and this impression is a distinctive feature in the whole design.

Against this, in the Registered Design, since the handle has the same width as the

end part, and there is no large circular through hole having sense of presence, different

from the Cited Design, the vicinity of a connection part between the handle and the body

gives a comparatively simple and gentle impression and highlights the sharp impression

and finely knurled impression perceived by the form of protruding parts of the side face of

the body and the upper surface of the lid, and thus this feature is significantly different from

the Cited Design.

Regarding Cited Design 2 of the Cited Designs, as described above, it is obvious

that Cited Design 2 has a length in a vertical direction longer than Cited Design 1, Cited

Design 2 gives a smart impression to the vertical direction; on the other hand, the

Registered Design does not give such impression, and thus the impression created by Cited
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Design 2 is significantly different from that created by the Registered Design, in

comparison with Cited Design 1.

Among matters described in the design bulletin (Design Registration No. 1509040)

relating to the Registered Design, Evidence B No. 3, "Publicly Known Information in

Design Division of Japan Patent Office No. HC13008776" is described in the column of

[References]. Publicly Known Information in Design Division of Japan Patent Office No.

HC13008776 is publicly known information as indicated in Evidence B No. 4, and this

information is substantially identical to Evidence A No. 1 submitted by the demandant.

Namely, the Cited Design was taken into account as a Reference in the examination of the

application for the Registered Design. Thus, the presence of the Cited Design was not

overlooked in the examination of the application for the Registered Design, and as

described in design bulletin as References, the application for the Registered Design was

examined while taking into account the presence of the Cited Design.

As described above, in the examination of the application for the Registered Design,

the examiner recognized the presence of the Cited Design and examined the similarity

between the Cited Design and the Registered Design in detail, and as a result, the examiner
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judged that the Cited Design is not similar to the Registered Design and approved the

registration, and thus this fact judged by the examiner should be fully respected.

Comprehensively determining the above description, the Registered Design and the
Cited Design create completely different aesthetic impressions, and are not similar to each

other.

(2) Closing

As described above in detail, it is obvious that the Registered Design is free from
defect and does not fall under the category of Article 3(1)(iii) of the Design Act. Therefore,

the demandee requests the trial decision that the demand for trial of the case is groundless.

3. Means of proof

(1) Evidence B No. 1 Comparison of the Registered Design with the Cited Design

(2) Evidence B No. 2 Introduction of bucket [Way-be] 102 winning 1994 Good Design

Award

(3) Evidence B No. 3 Design bulletin of Design Registration No. 1509040, copy

46 /133



(4) Evidence B No. 4 Publicly Known Information in Design Division of Japan Patent

Office No. HC13008776, copy

No. 3 Oral proceeding

In the trial of the case, the body conducted Oral proceeding on October 27, 2015

(Heisei 27). (Oral Proceeding Record submitted on October 27, 2015 (Heisei 27)) (In the

Oral proceeding, the Chief administrative judge notified the demandant and demandee that

the trial was concluded.)

1. Demandant

1-1 Oral proceedings statement brief

In an Oral proceedings statement brief submitted on September 28, 2015 (Heisei 27),

the demandant alleged as follow.
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(1) To the written reply for the trial case submitted by the demandee on July 21, 2015

(Heisei 27) (hereinafter referred to as "the written reply"), the demandant replies as follows.

To correct errors, the demandant corrects "top view" in the last line on page 2 of the

nn

written demand for trial to "side view," "semicircle in top view" in line 8 on page 3 of the
written demand for trial to "semicircle in side view," "top view" in line 27 on page 3 of the
written demand for trial to "side view," "front view" in line 5 on page 4 of the written
demand for trial to "side view," "top view" in line 20 on page 4 of the written demand for

nn

trial to "side view," "semicircle in front view" in line 28 on page 4 of the written demand

nn

for trial to "semicircle in side view," "semicircle in front view" in line 1 on page 6 of the
written demand for trial to "semicircle in side view," "top view" in line 13 on page 6 of the

written demand for trial to "side view," and "semicircle in top view" in line 16 on page 6 of

the written demand for trial to "semicircle in side view."

(2) The demandee alleges that "the demandant alleges that the Constitution 4) that 'in the
side face of the body, a lot of vertical and chevron protruding parts are continuously
formed' is a common feature between the two designs; however, as described above, it is

reasonable to think that in Cited Design 1, the form of protruding parts is "corrugated
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shape" as if it is gently undulated more than chevron shape, and since the corrugated shape

in Cited Design 1 is significantly different from the chevron shape in the Registered Design,

Constitution 4) is the different feature between Cited Design 1 and the Registered Design."

(lines 6 to 10 on page 6 of the written reply).

However, since "chevron shape" means "shape like a mountain" or "mountain-like
shape" and a lot of such "chevron shapes" are continuously provided in Cited Design 1, the

nn

expression ""corrugated shape" as if it is gently undulated" is exaggerated. Since a lot of
"chevron shapes" are continuously provided in the Registered Design, this feature is a

common feature between the Registered Design and the Cited Design 1.

Thus, the allegation of demandee is unreasonable.

(3) The demandee alleges that regarding the Constitution 5), the demandant states that the

feature that "each of the chevron protruding parts has a peak-like central part and

symmetrical shape" is a common feature between both designs; however, as described

above, in the Registered Design, "each chevron protruding part has the central part having a

sharp tip," and on the other hand, in Cited Design 1, "each corrugated protruding part has

shape as if it is gently undulated," and thus it can be said that this feature is a significant
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difference between the two designs (lines 11 to 16 on page 6 of the written reply).

However, each of the chevron protruding parts of the Cited Design 1 has a peak-like central

part and a symmetrical shape, and is not "formed as if it is gently undulated." Since each of

the chevron protruding parts of the Registered Design has a peak-like central part, it should

be said that the two designs are common in this feature.

Thus, the allegation of the demandee is unreasonable.

(4) The demandee alleges that "Deriving from this difference, a lot of lines are exhibited in

the Registered Design; however, in Cited Design 1, a lot of lines are not exhibited as

chevron shape, each raised part of the corrugated shapes forms slightly long shade

depending on the direction of light, and thus this is another difference between the

Registered Design and the Cited Design." (lines 16 to 19 on page 6 of the written reply).

However, in the " bucket with 1id" of Cited Design 1, a lot of chevron protruding

parts which are continuously provided over the whole of the side face of the body and

upper surface of the lid have a peak-like central part, a lot of lines are exhibited, the peak of

the central part forms shade depending on the direction of light, and thus it should be said

that this feature is a common feature between both designs.
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Thus, the allegation of the demandee is unreasonable.

(5) The demandee alleges that "As described above, the form of protruding parts alleged by
the demandant as a common feature is the different feature between the two designs, and

aesthetic impressions created by the difference are totally different from each other.

Regarding the Registered Design, the central part of the chevron protruding part
forms a sharp tip, and the Registered Design gives a sharp impression and a finely knurled

impression with narrow intervals between the peaks.

On the other hand, in Cited Design 1, the protruding part forms a corrugated shape
as if it is gently undulated, there is a comparatively wide interval between waves, this form
strongly gives a gentle and soft impression, does not give a sharp or knurled impression
like the Registered Design, and thus the Cited Design is significantly different from the
Registered Design (see blue broken line and blue wavy line in comparison of both designs,

Evidence B No. 1)." (line 26 on page 7 to line 7 on page 8 of the written reply).

However, according to [B Part Enlarged View] of the Registered Design, the inner

angle of the chevron peak-like central part of the Registered Design is not an acute angle
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but an obtuse angle (110 degrees), and thus the chevron shape in the Registered Design
forms a symmetrical gentle chevron shape with the peak-like central part as the center. In
addition, since peaks and valleys are continuously provided with 110 degrees, it is
reasonable to think that a lot of gentle chevron shapes are continuously provided in the

Registered Design.

Thus, comparing the Registered Design with the Cited Design, the chevron shapes
of both designs have insignificant difference that the tip of the peak-like central part is
round or sharp, the feature of symmetrical gentle chevron shape with the peak-like central
part as center is a common feature, and a lot of chevron shapes are continuously provided,
and thus it should be said that the feature gives observers a common impression (aesthetic

impression) between the two designs.

(6) The demandee alleges that "Taking the above description into account, comparing
aesthetic impression of the whole design between the Registered Design and the Cited
Design, it can be said that the difference in the form of protruding parts in the side face of
the body and the upper surface of the lid significantly affects aesthetic impression of the

whole design.
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Since the ratio of the form to the whole design is large in term of area, as the whole
design, the Registered Design gives a sharp impression and a finely knurled impression,
while on the other hand, the Cited Design mainly gives a gentle and soft impression." (line

25 on page 10 to line 1 on page 11 of the written reply).

However, a lot of chevron protruding parts constituting both designs are
continuously provided over the whole side fade of the body, and the whole upper face of
the lid of the bucket to both designs compared herein, and the ratio of the form to the whole
design is large in term of area, and thus it should be said that constitutions of the side face
of the body and the upper surface of the lid, on which a lot of chevron protruding parts are
continuously arranged, affect aesthetic impression of the whole design. Further, comparing
the Registered Design with the Cited Design, although there is a difference between the two
designs that the chevron central part has a sharp or round tip, the feature of the symmetrical
gentle chevron shape with the peak-like central part as the center is a common feature, a lot
of chevron shapes are continuously provided, and thus it should be said that the feature

gives observers a common impression (aesthetic impression) between the two designs.

Thus, the allegation of demandee is unreasonable.
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(7) The demandee alleges that "While the Cited Design gives a gentle impression as
described above, the form of end part of the handle has a rectangular shape having rounded
corners wider than the handle, and in the vicinity of the rectangular shape having rounded
corners of one end part of the handle, a large circular through hole having sense of presence
is present, and thus the Cited Design also gives a variable active impression created by the
vicinity of a connection part between the handle and the body, and this impression is a

distinctive feature in the whole design.

Against this, in the Registered Design, since the handle has the same width between
the end parts, and there is no large circular through hole having sense of presence, different
from the Cited Design, the vicinity of a connection part between the handle and the body
gives a comparatively simple and gentle impression and highlights a sharp impression and a
finely knurled impression perceived by the form of protruding parts of the side face of the
body and the upper surface of the lid, and thus this feature is significantly different from the

Cited Design." (lines 2 to 13 on page 11 of the written reply)

However, there are the common features that in each designs "handle" is a thin

plate-like handle formed in semicircle in side view, and the handle is attached to the

54 /133



position opposite the outside of the opening of the upper end of the body, the form of
protruding parts in the side face of the body and the upper surface of the lid significantly
affects aesthetic impression of the whole design, and thus it should be said that the features
that both end parts of the Cited Design are slightly wide and a small circular through hole is
provided in one of the end parts of the Cited Design do not affect impression (aesthetic

impression) created by the two designs to observers.

Thus, the allegation of demandee is unreasonable.

There is a similar allegation of the demandee at lines 10 to 13 on page 7 of the

written reply, and this allegation is also unreasonable as described above.

(8) The demandee alleges that the hanging part provided in the center of the reverse face of
the lid of the Registered Design appeals to the eye of traders or consumers, and parallel
cross protruded portions provided in the reverse face of the lid attract the attention of

traders or consumers (lines 14 to 21 on page 7 of the written reply).

A lot of chevron protruding parts constituting both designs are continuously

provided over the whole side face of the body and the whole upper face of the lid of the
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bucket to both designs, the ratio of the form to the whole design is large in terms of area,
and thus it should be said that constitutions of the side face of the body and the upper
surface of the lid affect aesthetic impression of the whole design give stronger impression
(aesthetic impression) to observers; on the other hand, the reverse face of the lid is
inconspicuous, and it should be said that this part does not appeal to the eye of traders or

consumers and does not attract the attention of traders or consumers.

(9) The demandee alleges that "Although the demandant submits a lot of evidences to prove
the fact of winning Good Design Award and the like and becoming a well-known design, or
introduction in magazines, these facts cannot be grounds for denying the validity of the
Registered Design." and "Regarding 'Background in which the demandee filed the
application for the Registered Design,' alleged by the demandant in section (ix), the
demandant only indicates business transactions in time series, and these facts cannot be
grounds for denying the validity of the Registered Design." (line 26 on page 8 to line 24 on

page 9 of the written reply).

However, the Cited Design won the 1994 (Heisei 6) Good Design Special Award

from Commissioner of the Small and Medium Enterprises Agency, and the 2010 Good
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Design Long Life Design Award, and the demandant has manufactured and sold " buckets
with lid" of the Cited Design for a long period of time with considerable efforts despite
being a small company. On the other hand, the demandee purchased in stock " buckets
with lid" of the Cited Design from the demandant and sold them from February to
September in 2013 (Heisei 25); this fact shows that the demandee knew that the Cited
Design has been an excellent and popular design. Further, the demandee took advantage of
the Cited Design not being registered, and the demandee filed the application for the
Registered Design on November 28, 2013 (Heisei 25), slightly changing the specific
constitutions of the Cited Design. As repeatedly alleged by the demandee, if these facts do
not affect the validity of the Registered Design, the purpose of the Design Act to contribute
to the development of industry through promoting the protection of designs is obviously

violated.

1-2 Written statement

In a Written statement submitted on October 27, 2015 (Heisei 27), the demandant

alleged as follows.
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It is alleged by the demandee in the Written statement submitted on October 19,
2015 (Heisei 27) that the demandant describes on the demandant's Web site that creating
design according to a bucket with lid similar with the Cited Design 1, "the shape of 'waves'
of corrugated cardboard is used as a reference," the demandant appeals that the form is
created by using "waves" as a reference, and there is no dispute that it is reasonable to think
that the form in the Cited Design 1 is " corrugated shape." However, the determination of
similarity of the designs is determination whether those designs are similar or not, and
determination whether there is a similarity between them in an aesthetic aspect from

consumers' view point.

Although determination of similarity between designs largely depends on human
senses, the determination will be made based on the objective impression that consumers
will have when the designs are observed, while eliminating the subject perspective of the
creator in creating the design. These matters are defined in Examination Guidelines for

Design.

The description of "waves" on the demandant's Web site is only a description in a

subjective view of the demandant, the creator of Cited Design 1. Thus, the description of
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"waves" on the demandant's Web site cannot affect determination of similarity between

designs.

2. Demandee

2-1 Oral proceedings statement brief

In an Oral proceedings statement brief submitted on October 13, 2015 (Heisei 27),

the demandee alleged as follows.

The demandant corrects errors and states allegations in the Oral proceedings
statement brief submitted on September 28, 2015 (hereinafter referred to as "brief");
however, the allegations other than correction of errors (allegations in sections of "5.
Statement brief (2) to (9)" of brief) are unreasonable, and sufficient grounds for denying the

validity of the Registered Design are not found.

The demandee replies as follows, corresponding to each statement of "5. Statement

brief" of brief submitted by the demandant.
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Regarding (1)

Because of correction of errors, there is no dispute in this section.

Regarding (2)

The demandant alleges that the form of protruding parts provided in the side face of
the body of the Cited Design 1 is "chevron shape" and the expression "corrugated shape" is

exaggerated.

However, the demandant's allegation that the expression "corrugated shape" is

"exaggerated" is only the demandant's subjective view.

As evidenced by seeing blue wavy lines in "the Cited Design" Evidence A No. 30
(abstract) in comparison of the two designs, Evidence B No. 1, stated by the demandee in
the written reply, in the form of protruding parts of the Cited Design 1, a gentle curve is
regularly and continuously provided and there is not a sharp tip in the central part of the
protruding part, but on the other hand, the sharp tips are present in the Registered Design, it
is more suitable to think that this form is a "corrugated shape" not a "chevron shape," and

thus this expression is appropriate and not "exaggerated" based on the object fact.
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The demandant strongly alleges that the form of protruding parts of the Cited

Design 1 is "chevron shape," assuming that the form is "mountain shape" or "chevron

shape," the top of "mountain" is generally termed as "peak," when "mountain shape" or

"chevron shape" is used to express the shape of articles, "peak" is generally associated with

"tip" and "tip" is a point located in the edge of angle, and thus there is no "tip" in each

protruding part of the Cited Design 1 in which a curve is continuously provided as

described above. Even assuming that the form is "mountain shape" or "chevron shape," it

is not reasonable to think that the form of protruding parts of the Cited Design 1 is "chevron

shape" with no "tip," and thus the demandant's allegation that "chevron shape" is a common

feature between the Registered Design and the Cited Design 1 is unreasonable.

Regarding (3)

The demandant alleges that the form of protruding parts formed in the side face of

the body of the Cited Design 1 has a chevron peak-like central part having a substantially

symmetrical shape, and is not formed as if it is gently undulated.

However, as described in above "Regarding (2)," it is not reasonable to think that

the form of protruding parts of the Cited Design 1 is "chevron shape" and it is more suitable
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to think that this form is "corrugated sharp," and thus the demandant's allegation that this

forms is "chevron shape" is obviously unreasonable.

Regarding (4)

The demandant alleges that regarding chevron protruding parts provided in the side
face of the body of the Cited Design 1, since the central part has a peak, a lot of lines are
exhibited, the peak of the central part forms shade depending on the direction of light, and

thus this feature is the common feature between the two designs.

However, as described above, the demandant's recognition that the form of
protruding parts of Cited Design 1 is "chevron shape" is mistaken. In addition, the
Registered Design in which the central part of each protruding part has a sharp tip and a lot
of distinct lines are exhibited, and Cited Design 1 in which the raised part of the corrugated
shape indistinctly forms slightly long shade depending on the direction of light are fully
different in this constitution, and since this feature is a significant difference between the
two designs, the demandant's allegation that this feature is a common feature between both

designs is unreasonable.
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Regarding (5)

The demandant alleges that according to [B Part Enlarged View] of the Registered
Design, the inner angle of the chevron peak-like central part of the Registered Design is not
an acute angle but an obtuse angle (110 degrees), and thus the chevron shape in the
Registered Design forms symmetrical a gentle chevron shape with the peak-like central part
as the center. In addition, since peaks and valleys are continuously provided with 110
degrees, it is reasonable to think that a lot of gentle chevron shapes are continuously

provided in the Registered Design.

The demandant also alleges that chevron shapes of the two designs have
insignificant difference that the tip of the peak-like central part is round or sharp, the
feature of symmetrical gentle chevron shape with the peak-like central part as the center is
a common feature, a lot of chevron shapes are continuously provided, and thus it should be
said that the feature gives observers a common impression (aesthetic impression) between

the two designs.

However, the demandee alleges in the written reply that impression (aesthetic

impression) of the Registered Design is "a sharp and finely knurled impression" (the last
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line on page 7 to line 1 on page 8 of the written reply), the demandant recognizes that the
chevron peak-like central part in the Registered Design is "sharp" (lines 11 to 12 on page 4
of brief), and thus this impression can be perceived, since the chevron peak-like central part
is sharp. Whether the inner angle of chevron peak-like central part is an acute angle or an
obtuse angle, as obviously recognized by the demandant, the chevron peak-like central part
in the Registered Design is sharp and this form gives sharp or knurled impression, and thus

there is no need to discuss acute angle or obtuse angle.

Regarding the chevron central part, the difference between sharp tips in the
Registered Design and chevron central parts in the Cited Design, expressed by the
demandant as "round," that there is no tip and the form is as if it is gently undulated,
significantly predominates over the common features that chevron shape and corrugated
shape is symmetrically and continuously provided, and thus the difference affects aesthetic

impression of the two designs.

Thus, the demandant's allegation is unreasonable.

Regarding (6)
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The demandant alleges that constitutions of the side face of the body and the upper

surface of the lid in which a lot of chevron protruding parts are continuously provided

affect aesthetic impression of the whole design, the feature of symmetrical gentle chevron

shape with the peak-like central part as the center is a common feature, and the feature

gives observers a common impression (aesthetic impression) between the two designs.

However, as repeatedly described above, it is reasonable to think that the form of

protruding parts of the Cited Design is "corrugated shape," not "chevron shape," and the

demandant's allegation that the symmetrical chevron form and impression (aesthetic

impression) created by the form are common features is obviously unreasonable.

Regarding (7)

The demandant alleges that there is the common feature that "the handle" of each of

designs is thin plate semicircle in side view and is provided to the position opposite the

outside of the opening of the upper end of the body, the form of protruding parts in the side

face of the body and the upper surface of the lid significantly affect aesthetic impression of

the whole design, and on the other hand, a feature that both end parts of the Cited Design

are slightly wider than that of the Registered Design or a feature that a small circular

65/133



through hole is provided in one of the end parts in Cited Design does not affect impression

(aesthetic impression) between the two designs to observers.

However, as alleged by the demandee in the written reply, the form of both end
parts of handle affect operability or handleability of the bucket, for example, how to
connect the handle and the body or how to rotate, and the form attracts the attention of
traders or consumers (lines 6 to 8 on page 7 of the written reply), difference in this part
should not be relatively discounted for reasons that the form of protruding parts of the side
face of the body and the upper surface of the lid significantly affects aesthetic impression of
the whole design, and the handle is provided to the position opposite the outside of the

opening of the upper end of the body.

Especially, regarding the circular through hole provided in the handle, as alleged by
the demandee in the written reply, this hole is not "a small circular through hole," and since
a wider rectangular shape having rounded corners is formed, this shape has a sense of
presence and affects the function of being capable of fixing a hose, and thus this shape
strongly attracts the attention of traders or consumers (lines 10 to 13 on page 7 of the

written reply), the difference between the presence and absence of the circular through hole
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significantly affects impression (aesthetic impression) between the two designs.

Thus, the demandant's allegation is unreasonable.

Regarding (8)

The demandant alleges that a lot of chevron protruding parts constituting both

designs are continuously provided over the whole side fade of the body and the whole

upper face of the lid of the bucket to both designs, the ratio of the form to the whole design

is large in term of area, and thus it should be said that constitutions of the side face of the

body and the upper surface of the lid affect aesthetic impression of the whole design give

stronger impression (aesthetic impression) to observers, and on the other hand, the reverse

face of the lid is inconspicuous, and these parts do not appeal to the eye of traders or

consumers and do not attract the attention of traders or consumers.

However, it has to be said that the allegation "the reverse face of the lid is

inconspicuous" is a rough allegation without specific evidence. Even though the hanging

part is provided in the reverse face of the lid, when the hanging part is provided in the

center of the bottom part of the lid as the Registered Design, the hanging part significantly
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affects the function of hanging to the opening of the bucket and the use of the bucket, and
thus the hanging part strongly appeals to the eye of traders or consumers. The demandant
does not take this feature into account, and does not present any evidence that the form of

reverse face of the lid is discounted.

Among matters described in the design bulletin (Design Registration No. 1509040)
relating to the Registered Design, Evidence B No. 3 in the written reply, three bulletins,
Japanese Unexamined Utility Model Application Publication No. S50-109749, Japanese
Unexamined Utility Model Application Publication No. HI1-11146, Japanese Unexamined
Utility Model Application Publication No. H7-33243 are listed in the column of
[References], in these bulletins, the form that a part corresponding to the hanging part of
the Registered Design is provided in the reverse face of the lid is described (Evidence B No.
5 to B No. 7), and this means that the form of reverse face of the lid was taken into account
in detail in the examination of the application for the Registered Design. As alleged by the
demandant, if determination of similarity was made with recognition that "the reverse face
of the lid is inconspicuous," the above three bulletins would not be listed as [References].

Thus, the demandant's allegation is unreasonable.
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Regarding (9)

The demandant alleges that, as alleged in the written demand for trial, the
demandant has manufactured and sold "buckets with lid" of the Cited Design for a long
period of time with considerable efforts, and repeatedly alleges background in which the
demandee filed the application for the Registered Design, and also alleges that if these facts
do not affect the validity of the Registered Design, the purpose of the Design Act to
contribute to the development of industry through promoting the protection of designs is

obviously violated.

However, as described in the written reply submitted by the demandee (lines 12 to
20 on page 9 of the written reply), if the design is overprotected with the presence of these
facts, it means that design not to be protected is protected ignoring the Design Act and
violates the purpose of the Design Act, unpredicted disadvantage for a third party would be
caused as a result of the overprotection of design, leading to decrease of activity or
motivation for creating design, or violation of the purpose of the Design Act to protect
novel designs. That is, it can be said that leading to invalidation of the Registered Design

on grounds of the above facts alleged by the demandant violates the purpose of the Design
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Act to contribute to the development of industry.

In the demand for trial of the case, the demandant states reasons for invalidation that

since the Registered Design is similar with the Cited Design, the Registered Design should

be invalidated under the provisions of Article 3(1)(iii) and Article 48(1)(i) of the Design

Act, and thus whether the Registered Design is invalidated or not should be determined

only by determining whether the Registered Design is similar with the Cited Design.

Regarding the relation between the above fact and determination of similarity, the

demandant's allegation is ambiguous in the written demand for trial and the brief, and the

demandant does not describe in detail that the above facts affect determination of similarity.

Alleging that the Registered Design should be invalidated taking special circumstances into

account, separately from determination of similarity between the two designs, the article of

the Design Act on grounds should be present; however, the demandant does not present the

article of the Design Act on grounds.

Thus, since the above fact alleged by the demandant does not affect the validity of

the Registered Design, the demandant's allegation is unreasonable.

(Summary)
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As described above, it is obvious that all the allegations of demandant are

unreasonable, and the Registered Design is free from defect and does not fall under the

category of Article 3(1)(ii1) of the Design Act. Therefore, the demandee requests the trial

decision that the demand for trial of the case is groundless.

(Evidence)

(1) Evidence B No. 5 Japanese Unexamined Utility Model Application Publication No.

S50-109749, copy

(2) Evidence B No. 6 Japanese Unexamined Utility Model Application Publication No.

H1(S64)-11146, copy

(3) Evidence B No. 7 Japanese Unexamined Utility Model Application Publication No.

H7-33243, copy

2-2 Written statement

In a Written statement submitted on October 19, 2015 (Heisei 27), the Demandee
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alleged as follows.

The demandee states in section "Statement brief" of Oral proceedings statement

brief submitted on October 13, 2015 that it is suitable to think that the form of protruding

parts formed in the side face of the body of the Cited Design 1 is "corrugated shape," this

expression is appropriate based on the objective fact, and thus the demandant's allegation

that the expression "corrugated shape" is exaggerated is unreasonable.

In this feature, there is a description on the demandant's Web site that in creating

design according to a bucket with lid similar with Cited Design 1, the shape of waves of

corrugated cardboard is used as a reference, and the bucket with lid is introduced (see

yellow highlight in Evidence B No. 8).

The demandant alleges in the Oral proceedings statement brief submitted on
September 28, 2015 (Heisei 27) that "since "chevron shapes" are continuously provided in

Cited Design 1, the expression ""corrugated shape as if it is gently undulated is
exaggerated; on the other hand, the demandant describes on the Web site that creating a

design according to a bucket with lid similar with the Cited Design 1, the shape of "waves"

of corrugated cardboard is used as a reference.
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This fact supports that the demandant obviously recognizes the form of protruding
parts formed in the side face of the body of the Cited Design 1 as "corrugated shape." As
repeatedly alleged by the demandee, the expression "corrugated shape" is appropriate based
on the objective facts, and as described above, the demandant appeals that the form is the
shape of "waves" of corrugated cardboard is used as a reference, and there is no dispute that

it is reasonable to think that the form in the Cited Design 1 is "corrugated shape."

Regarding a "trash bin," different from a "bucket," in which protruding parts having
"corrugated shape" are formed in the side face of the body, similar with Cited Design 1, the
demandant describes the trash bin as a "corrugated trash bin" on the demandant's Web site

"Hachimankasei online store" (see yellow highlight in Evidence B No. 9).

The demandant specifies Cited Design 1 as "Way-be 801" and Cited Design 2 as
"Way-be 102" with Evidence A No. 1 and the like indicated in the written demand for trial,
it is obvious from Evidence B No. 9 that the above "trash bin" is included in series of
"Way-be," it is predicted that "Way-be" is a word made by the demandant and is derived
from the word "wave," the constitutions of the side face of the body are the same in

"corrugated shape," and thus it is reasonable to think that the form of protruding parts

73 /133



formed in the side face of the body of Cited Design is "corrugated shape."

(Evidence)

(1) Evidence B No. 8 "Hachimankasei online store" omnioutil infinite applications bucket

with lid Web page (http://www.hachimankasei-store.jp/products/sceltevie/omnioutil.html)

copy

(2) Evidence B No. 9 "Hachimankasei online store" waybe bin collection Web page

(http://www.hachimankasei-store.jp/products/waybe/waybe-c.html) copy

3. Oral Proceeding Record

(1) Demandant

Object and statement of the demand are stated as described in the written demand

for trial, Oral proceedings statement brief submitted on September 28, 2015 (Heisei 27),

and Written statement submitted on October 27, 2015 (Heisei 27). Validity of Evidence B

No. 1 to B No. 9 submitted by the demandee is acknowledged.
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(2) Demandee

Object and statement of the reply is stated in the written reply for the trial case

submitted on July 21, 2015 (Heisei 27), Oral proceedings statement brief submitted on

October 13, 2015 (Heisei 27), and Written statement submitted on October 19, 2015 (Heisei

27). Validity of Evidence A No. 1 to A No. 33 submitted by the demandant is

acknowledged.

(3) Chief administrative judge

The body examined Evidence A No. 1 to A No. 33 and Evidence B No. 1 to B No. 9.

The trial is concluded.

No. 4 Judgment by the body

The demandant alleges that, as Reasons for invalidation 1, that since the Registered

Design (Design Registration No. 1509040) is similar with the design according to the

product name "Way-be 801" described in Evidence A No. 1 to A No. 4 (Cited Design 1),
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the Registered Design cannot be granted design registration pursuant to the provisions of
Article 3(1)(iii) of the Design Act and should be invalidated under the provisions of Article
48(1) of the Design Act, and as Reasons for invalidation 2, since the Registered Design is
similar to the design according to the product name "Way-be 102" described in Evidence A
No. 1 to A No. 4 (hereinafter referred to as "the Cited Design 2"), the Registered Design
cannot be granted design registration pursuant to the provisions of Article 3(1)(iii) of the
Design Act and should be invalidated under the provisions of Article 48(1) of the Design

Act.

The body judges that since the Registered Design is similar to Cited Design 1 that
was a publicly known design in Japan before the application for the Registered Design was
filed, falls under the category of Article 3(1)(iii) of the Design Act, and thus should not be

registered with Reasons for invalidation 1. The Reasons are as follows.

1. Registered Design (Evidence B No. 3) (see Appendix 1)

The application for the Registered Design (Design Registration No. 1509040) was
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filed on November 28, 2013 (Heisei 25) and an establishment of the design right was

registered on September 12, 2014 (Heisei 26), the Article to the Registered Design is a

"bucket," and the form is as described in the application and photographs in lieu of

drawings attached to the application.

That is, the Registered Design is a "bucket" with a lid and a handle, and the form is

as follows.

That is, the whole bucket is composed of a body of the bucket (hereinafter referred

to as "a body"), a lid, and a handle, and uniform asperity is formed in the whole side face of

the body and the whole lid.

The body has an approximately cylindrical shape with a litter taper in a downward

direction, the height of the body is shorter than the diameter of the upper surface of the

body, the body has a narrow edge having approximately the same thickness as the lid which

is provided in the periphery of the upper surface of the body and slightly protrudes outward

as forming a reverse L-shape, handle attaching parts having flat rectangular shape provided

from the narrow edge in a downward direction (hereinafter referred to as a "handle

attaching part") are located at a symmetrical position opposite in front view, a lot of vertical
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and thin linear asperity over the whole height of the side face (except the upper end edge)

are continuously provided in a circumferential direction, and the inner side face of the body

and the inner and outer surface of the bottom part are smooth surfaces.

In the handle, a narrow and thin plate body is an approximately semi-arc arch shape

in front view, and the tip of both ends is approximately U-shape in side view and is

provided outside the handle attaching part of the body.

The lid has a disc-like shape having approximately the same diameter as the upper

end edge of the body, thin linear asperity is formed in substantially the whole front and

reverse faces of the lid, a narrow flat part is provided in the outer edge of the reverse face,

and a narrow and thin convex frame part is provided inside the narrow flat part and along

the circumference (hereinafter referred to as "convex frame part"), parallel cross

reinforcement ribs in which each two of vertical and horizontal thin protruding parts

crossing each other are provided inside the convex frame part, and a projection part in

which a small circular plate in bottom view is provided in the tip of a short cylinder being a

hanging part to the body is provided in the center of the reverse face (hereinafter referred to

as "projection part").
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Asperity formed in the body and the lid is the form in which chevron protruding
parts in sectional view that have a sharp tip and are composed of narrow flat slant are

continuously repeated.

The lid is of a slightly light tone, and the body and the handle are dark tone than the

lid.

2. Reasons for invalidation 1

According to "1. Gist of reasons for invalidation of design registration" in the
written demand for trial, the demandant recognizes the design according to the product
name "way-be 801" described in Evidence A No. 1 to A No. 4 as Cited Design 1, and the
demandant alleges that the Registered Design cannot be granted design registration
pursuant to the provisions of Article 3(1)(iii) of the Design Act and should be invalidated

under the provisions of Article 48(1) of the Design Act.

Evidence A No. 1 to A No. 4 will be examined.
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Evidence A No. 1 is a promotional leaflet for "Way-be" issued by Hachimankasei
Co., Ltd., and three unicolor of buckets, natural beige, flat green, and flat black, whose
product numbers are 050919 (VE), 050834 (G) and 050841 (B), respectively, and whose
product name is "Way-be 801 (lid)," are described. In the written demand for trial, it is
stated that the leaflet was issued in 1993; however the issue date is not described in

Evidence A No. 1.

Evidence A No. 2 is a promotional leaflet for "Way-be" issued by Hachimankasei
Co., Ltd., and three unicolor of buckets, blue, red, and yellow, whose product numbers are
216629 (BL), 216636 (RD), and 216643 (YE), respectively, and whose product name is
"Way-be color bucket (lid) 801" are described. In the written demand for trial, it is stated
that the leaflet was issued in June, 2004; however the issue date is not described in

Evidence A No. 2.

Evidence A No. 3 is a promotional leaflet for "Fraichair Bucket" issued by
Hachimankasei Co., Ltd., and three kinds of buckets whose product numbers are 230588
(GR) (green lid and beige body), 230595 (PK) (baby-pink lid and pink-red body), and

230601 (YE) (yellow lid and gray body), respectively, and whose product name is
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"Fraichair Bucket S" are described. In the written demand for trial, it is stated that the

leaflet was issued in October, 2013; however the issue date is not described in Evidence A

No. 3.

Evidence A No. 4 is a catalog "sceltevie" issued by Hachimankasei Co., Ltd., and

on pages 12 to 15, 12 kinds of buckets whose product numbers are 223757 (PL) (pink-red

lid and purple body), 223764 (PK) (orange lid and pink-red body), 223771 (OR) (turquoise-

blue lid and orange body), 223788 (TB) (purple lid and turquoise-blue body), 223795 (GR)

(brown lid and green body), 228240 (BL) (deep-blue lid and baby-blue body), 228257 (IV)

(brown lid and beige body), 228264 (RPK) (gray lid and baby-pink body), 228271 (CA)

(red lid and beige body), 228288 (BR) (baby-green and brown lid and brown body),

228783 (WH) (only white), and 228790 (BK) (only black), respectively, whose product

name is "omnioutil S" (bucket with lid) are described. In the written demand for trial, it is

stated that the catalog was issued in January, 2014; however the issue date is not described

in Evidence A No. 4.

As described above, there is no bucket for which the product name is obviously

"Way-be 801" in Evidence A No. 2 to A No. 4.
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However, in "D Similarity of the Registered Design with the Cited Design, (e)
Special circumstances, (i) Characteristic forms of the Cited Designs 1 and 2" in "3. Reasons
for invalidation of the Registered Design" of the written demand for trial, the product
names described in Evidence A No. 1 to A No. 4 are listed, it is acknowledged that each
design described in Evidence A No. 2 to A No. 4 is a design similar in small size, form, and
volume with the design according to the product name "Way-be 801" described in
Evidence A No. 1, and thus it can be presumed that the demandant recognizes each design
described in Evidence A No. 1 to A No. 4 as the Cited Design 1 and as buckets similar in

form and different in color.

However, there is need to specify publicly known design (the Cited Design) relating
to reasons for invalidation, the design according to "bucket" whose product name is
"omnioutil S" (bucket with lid) 223764(PK) (see Appendix 2) described on pages 12 and 13
of catalog "sceltevie," issued by Hachimankasei Co., Ltd., of Evidence A No. 4 is
acknowledged by the body as Cited Design 1 among designs described in Evidence A No.

1 to A No. 4, because the form of the inside of the body and the front and reverse faces of
the lid of this bucket are distinctively expressed, the color of the body and the lid is

common with the Registered Design, and the similarity between the Registered Design and
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the Cited Design will be judged as follows.

According to the description of the written demand for trial, the publication of

Evidence A No. 4 was issued in January, 2014; that is, Evidence A No. 4 was issued after

the application for the Registered Design (November 28, 2013 (Heisei 25)), and according

to Evidence A No. 9 (see Appendix 3), the design according to the bucket whose product

name is "omnioutil S" (bucket with lid) 223764(PK) described in Evidence A No. 4 is

described in the list of goods winning the 2010 Good Design Long Life Design Award

hosted by the Japan Institute of Design Promotion, and these goods winning the Good

Design Long Life Design Award are published in winning year, and thus it can be

presumed that design according to the bucket of "omnioutil S" (bucket with lid)

223764(PK) described in Evidence A No. 4 had been publicly known since the end of

March, 2011 (Heisei 23).

Further, in Evidence A No. 26, a photograph of a bucket having the same small size

as that described in Evidence A No. 4 is introduced as a " bucket with lid" on page 137 of

magazine "Croissant," May 25 issue (volume 781), 2010 (Heisei 22).

In addition, according to information recorded and provided by Wayback Machine

83 /133



of Internet Archive Co., Ltd., a bucket with lid "omnioutil" having the same small size as
that described in Evidence A No. 4 was posted and published on a website of
Hachimankasei Co., Ltd., on January 2, 2011 (Heisei 23) (Reference Design 1: see

Appendix 4).

Thus, it is acknowledged that a "bucket" whose product name is "omnioutil S"
(bucket with lid) 223764(PK) described on pages 12 and 13 of a catalog "sceltevie" issued
by Hachimankasei Co., Ltd., Evidence A No. 4, has a high possibility of having been well-
known before November 28, 2013 (Heisei 25), the filing date of the application for the

Registered Design.

Further, regarding the fact that Evidence A No. 1 to A No. 4 had been publicly
known before the application according for the Registered Design was filed, the demandee

does not have a doubt.

For the reasons, Cited Design 1 is a bucket whose product name is "omnioutil S"
(bucket with lid) 223764(PK) (hereinafter the design to this bucket is referred to as "Cited
Design 1"), and the form is as described in the photographs appearing on pages 12 and 13

of catalog "sceltevie" of Evidence A No. 4, issued by Hachimankasei Co., Ltd.

84 /133



The Cited Design 1 is a "bucket" with a lid and a handle, and the form is as follows.

That is, the whole bucket is composed of a body, a lid, and a handle, and uniform

asperity is formed in the whole side face of the body and the whole lid.

The body has an approximately cylindrical shape with a slight taper in a downward
direction, the height of the body is shorter than the diameter of the upper surface of the
body, the body has a narrow edge having approximately the same thickness as the lid which
is provided in the periphery of the upper surface of the body and slightly protrudes outward
as forming a reverse L-shape, handle attaching parts having a flat rectangular shape
provided from the narrow edge in a downward direction are located at symmetrical
positions opposite in front view, a lot of vertical and thin linear asperity over the whole
height (except the upper end edge) of the side face are continuously provided in a
circumferential direction, and the inner side face of the body and the inner and outer surface

of the bottom part are smooth surfaces.

In the handle, a narrow and thin plate body is of approximately semi-arc arch shape
in front view, both ends of the thin plate body have a slightly wide rectangular shape

having rounded corners, the tips of both ends are of gentle arc shape, the rectangular shape
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having rounded corners is provided outside the handle attaching part of the body, and a
small circular through hole having an edge is provided in the upper side of one of the

rectangular shape having rounded corners.

The lid has a disc-like shape having approximately the same diameter as the upper
end edge of the body, thin linear asperity is formed in the substantially whole front and
reverse faces of the lid, a narrow flat part is provided in the outer edge of the reverse face,
and a narrow and thin convex flame part is provided inside the narrow flat part and along

the circumference.

Asperity of the body and the lid has the form in which corrugated protruding parts

in sectional view composed of narrow curve are continuously repeated.

Each color of the lid and the handle is light tone and light canary yellow, and the

body is pink-red, darker than the lid and the handle.

3. Comparison of the Registered Design with Cited Design 1 (hereinafter referred to as

"both designs" or "the two designs")
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(1) Article to the design

First, regarding the article to which both designs are respectively applied, since the

Registered Design is a "bucket" and Cited Design 1 is also a "bucket," and each of the

buckets is a bucket with a lid and a handle, articles to which both designs are respectively

applied correspond to each other.

(2) Common features in form

The two designs have the following common features.

(A) The whole bucket is composed of a body, a lid, and a handle, and uniform asperity is

formed in the whole side face of the body and the whole lid.

(B) The body has an approximately cylindrical shape with a slight taper in a downward

direction, the height of the body is shorter than the diameter of the upper surface of the

body, the body has a narrow edge having approximately the same thickness as the lid which

is provided in the periphery of the upper surface of the body and slightly protrudes outward

as forming a reverse L-shape, handle attaching parts having flat rectangular shape provided

from the narrow edge in a downward direction are located at symmetrical positions
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opposite in front view, and a lot of vertical and thin linear asperity over the whole height

(except the upper end part) is continuously provided in a circumferential direction.

(C) The lid has a disc-like shape having approximately the same diameter as the upper end

edge of the body, thin linear asperity is formed in substantially the whole front and reverse

faces of the lid, a narrow flat part is provided in the outer edge of the reverse face, and a

narrow and thin convex frame part is provided inside the narrow flat part and along the

circumference.

(D) In the handle, the narrow and thin plate body has an approximately semi-arc arch shape

in front view, and each tip of both ends has an arc shape and is provided outside the handle

attaching part of the body.

(E) The lid is slightly light tone, and the body is darker than the lid.

(3) Different features in form

The two designs have the following different features.

(a) Regarding the handle, in the Registered Design, both end parts have approximately U-
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shape in side view, and on the other hand, in Cited Design 1, the plate-like both end parts
have slightly wide rectangular shape having rounded corners, and a small circular through
hole having an edge is provided in the upper side of one of the rectangular shapes having

rounded corners.

(b) Regarding asperity of the body and the lid, the form in the Registered Design is that
chevron protruding parts having a slightly sharp tip in sectional view are continuously
provided; on the other hand, the form in Cited Design 1 is that corrugated protruding parts

having a slightly gentle tip are continuously provided.

(c) Regarding the reverse face of the lid, in the Registered Design, parallel cross
reinforcement ribs in which each two of vertical and horizontal thin protruding parts
crossing each other are provided, and a projection part in which a small circular plate in
bottom view is provided in the tip of a short cylinder that is a hanging part to the body and
is provided in the center of the reverse face, and on the other hand, there is no projection

part and parallel cross reinforcement rib in Cited Design 1.

(d) Regarding the light and dark tones of the handle, in the Registered Design, the tone is

dark similar with that of the body, and on the other hand, in Cited Design 1, the tone is light
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similar with that of the lid.

4. Determination of similarity between the two designs

Since Articles to which both designs are respectively applied correspond to each
other, common features and different features in form between the two designs will be

examined and similarity between the two designs will be judged as follows.

(1) Common features

Regarding the common feature (A) that the whole bucket is composed of a body, a
lid, and a handle and forms a structure of the form of both designs, although the
constitution itself composed of the body, the lid, and the handle is common form and does
not give strong common impression of the two designs, the form that uniform and fine
asperity is formed in the whole appearance of the body and the lid gives unity of the whole
design and significantly a strong common impression of the two designs to observers, and

thus this common feature affects determination of similarity between the two designs.
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Next, regarding the common feature (B) that the body has an approximately
cylindrical shape with diameter gradually narrowed to the bottom, the height of the body is
shorter than the diameter of the upper surface of the body, the body has a narrow edge
having approximately the same thickness as the lid which is provided in the periphery of
the upper surface of the body and slightly protrudes outward as forming a reverse L-shape,
and handle attaching parts having flat rectangular shape provided from the narrow edge in a
downward direction are located at symmetrical positions opposite in front view, and
although the form is common in the field of these buckets, this form is unique form in the
bucket that vertical and thin linear asperity over the whole height (except the upper end
part) of the side face is continuously provided in a circumferential direction, this form was
not present before the publication of the Cited Design 1, the form gives stronger common
impression in the form of body to consumers, and thus this common feature affects

determination of similarity between the two designs.

In addition, regarding the common feature (C) that the lid has a disc-like shape
having approximately the same diameter as the upper end edge of the body, thin linear
asperity is formed in the substantially whole front and reverse faces of the lid, a narrow flat

part is provided in the outer edge of the reverse face, the common feature forms unique
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appearance that thin linear asperity is continuously provided in the circular lid like the body,

even though the lid has asperity, the lid has approximately the same diameter as the upper

end edge of the body and is simple as in contact with the body without clearance, this

common feature is unique form and gives impression in common with both designs, and

thus this common feature affects determination of similarity between the two designs.

In addition, regarding the common feature (D) that in the handle, the narrow and

thin plate body has approximately a semi-arc arch shape in front view, and each tip of both

ends has an arc shape and is provided outside the handle attaching part of the body,

although the form is common in the field of these buckets and is not a unique form, the

common feature gives common impression with the simple narrow and thin plate body, this

common feature is more conspicuous in comparison with the body and the lid in which thin

linear asperity is continuously provided, and thus it can be said that this common feature

affects determination of similarity between the two designs in combination with the whole

constitution of the common feature (A).

In addition, regarding the common feature (E) that the lid is slightly light in tone,

and the body is darker than the lid, although this common feature is a partial common
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feature, and it increases common impression by means of the light and dark tones in

common, and it can be said that this common feature slightly affects determination of

similarity between the two designs in combination with other common features.

Thus, the forms regarding the common feature (A), common feature (B), and

common feature (C), taking visual effect caused by the combination of the forms into

account, are highly common in basic shape and feature, give stronger common aesthetic

impression to consumers, especially, the common feature (B) and common feature (C)

significantly affect determination of similarity between the two designs; in addition,

although the form itself regarding the common feature (D) or common feature (E) does not

significantly affect determination of similarity between the two designs, the form gives

common aesthetic impression to consumers in combination with the common features (A)

to (C), and thus the common features (A) to (E) determine determination of similarity

between the two designs.

(2) Different features

Against this, different features do not significantly affect determination of similarity

between the two designs, and do not predominate over the common aesthetic impression
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with the two designs.

That is, regarding the different feature (a) of the form of end parts of the handle,

comparing the two designs as a whole, the difference is difference in a limited part, only the

end part of the handle, and is not conspicuous, and it can be said that this difference is an

insignificant difference buried by impression in common with the whole of both designs

created by the form of common features (A) to (C); in addition, it can be said that the form

that the tip in a downward direction in the Registered Design side view is formed in an

approximately U-shape is a general form in the field of these buckets (e.g. Reference

Design 2, Design Registration No. 805878: see Appendix 5) and is not a unique form of the

Registered Design, and thus it cannot be said that the different feature (a) significantly

affects determination of similarity between the two designs.

Next, regarding the different feature (b) of asperity of the body and the lid, even

though the difference is that the tip is sharp or slightly gentle, it can be said that this

difference is an insignificant difference buried by impression created by the unique form of

common feature (A) and common feature (C) that thin linear asperity is exhibited in the

whole side face over the whole height in a vertical direction and also exhibited in the
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circular lid; that is, the asperity is exhibited outside of the body, the different feature (b)

between both designs is not total difference and thus it cannot be said that the different

feature (b) significantly affects determination of similarity between the two designs.

In addition, regarding the different feature (c) of the presence or absence of a

projection part and a reinforcement rib in the lid, this difference is a difference in the

reverse face of the lid of the Registered Design and both the presence of the projection part

being a hanging part and the presence of the reinforcement rib is insignificant difference,

and it cannot be said that these differences affect aesthetic impression of the whole design,

and taking the whole design into account, it can be said that these differences are present in

the reverse face of the lid; that is an inconspicuous part, the different feature (c) between

the two designs is not a total difference and thus it cannot be said that the different feature

(c) significantly affects determination of similarity between the two designs.

Further, regarding the different feature (d) of the light and dark tones, since in the

field of these buckets, variations in color are common, there are various combinations of

the light and dark tones and the area ratio of handle to the whole is small, the difference

that the handle is light in tone in the same manner as the lid or dark in tone like the body is
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not conspicuous, it can be said that this difference is an insignificant difference buried by
impression in common with the whole both designs created by the form of common
features (A) to (C), and thus it cannot be said that the different feature (d) significantly

affects determination of similarity between the two designs.

(3) The demandee's allegation

The demandee alleges that regarding difference in asperity, there is a description on
the demandant's Web site that creating a design according to a bucket with lid similar with
the Cited Design 1, the shape of waves of corrugated cardboard is used as a reference, the
bucket with lid is introduced, and asperity of the body and the lid of the Cited Design 1 is a
gentle corrugated shape and is different from the chevron shape in the Registered Design;
however, as described above regarding the different feature (b), the difference in asperity of
the body and the lid of the two designs is that the tip is sharp or slightly gentle, the common
feature that asperity is uniformly provided in the whole appearance of the body and lid
gives stronger impression than the insignificant difference of the asperity, it can be said that
this difference is an insignificant difference buried by the strong impression created by the

common feature forming the keynote of the whole design and is not a significant difference
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between the two designs.

In addition, the demandee alleges that when the projection part is provided in the
center of the bottom part of the lid as the Registered Design, the projection part
significantly affects the function of hanging to the opening of the bucket and the use of the
bucket, and thus the project part strongly appeals to the eye of traders or consumers;
however, even though the projection part is provided in the center of the reverse face of the
lid, taking the whole design into account, it can be said that the projection part is a partial
and limited difference, and this difference is an insignificant difference which does not
predominate over the common features (A) to (C) that thin linear asperity is provided in the
side face of the body; namely, in the whole outside of the body, in a vertical direction, in
the same manner as the lid, and thus it cannot be said that the projection part affects the

determination of similarity between the two designs.

(4) Summary

As described above, articles to which both designs are respectively applied
correspond to each other, and regarding the form, taking the different features into account

generally, as effect of design appealing to the eye, the common features (A) to (C)
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significantly affect determination of similarity between the two designs, effect caused by
the common features predominates over effect of different features, the common features
cause common aesthetic impression of consumers as the whole design, and thus the

Registered Design is similar with Cited Design 1.

Thus, since the Registered Design is similar with Cited Design 1 which is a design
described in a distributed publication in Japan or a foreign country, prior to the filing of the
application for the Registered Design, the Registered Design falls under Article 3(1)(iii) of

the Design Act.

5. Reasons for invalidation 2

According to "1. Gist of reasons for invalidation of design registration" in the
written demand for trial, the demandant recognizes the design according to the product
name "Way-be 102" described in Evidence A No. 1 to A No. 4 as Cited Design 2, and the
demandant alleges that the Registered Design cannot be granted design registration

pursuant to the provisions of Article 3(1)(iii) of the Design Act and should be invalidated
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under the provisions of Article 48(1) of the Design Act.

Evidence A No. 1 is a promotional leaflet for "Way-be" issued by Hachimankasei
Co., Ltd., and three unicolors of buckets, natural beige, flat green, and flat black, whose
product numbers are 050926 (VE), 050933 (G), and 050940 (B), respectively, and whose
product name is "Way-be 102 (lid)" are described. In the written demand for trial, it is
stated that the leaflet was issued in 1993; however, the issue date is not described in

Evidence A No. 1.

Evidence A No. 2 is a promotional leaflet for "Way-be" issued by Hachimankasei
Co., Ltd., and three unicolors of buckets, blue, red, and yellow, whose product numbers are
216650 (BL), 216667 (RD), and 216674 (YE), respectively, and whose product name is
"Way-be color bucket (lid) 102" are described. In the written demand for trial, it is stated
that the leaflet was issued in June, 2004; however, the issue date is not described in

Evidence A No. 2.

Evidence A No. 3 is a promotional leaflet for "Fraichair Bucket" issued by
Hachimankasei Co., Ltd., and three kinds of buckets whose product numbers are 230618

(GR) (green lid and beige body), 230625 (PK) (baby-pink lid and pink-red body), and
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230632 (YE) (yellow lid and gray body), respectively, and whose product name is
"Fraichair Bucket L" are described. In the written demand for trial, it is stated that the
leaflet was issued in October, 2013; however, the issue date is not described in Evidence A

No. 3.

Evidence A No. 4 is a catalog "sceltevie" issued by Hachimankasei Co., Ltd., and
on pages 12 to 15, 12 kinds of bucket whose product numbers are 223873 (PL) (pink-red
lid and purple body), 223880 (PK) (orange lid and pink-red body), 223897 (OR) (turquoise-
blue lid and orange body), 223903 (TB) (purple lid and turquoise-blue body), 223910 (GR)
(brown lid and green body), 228295 (BL) (deep-blue lid and baby-blue body), 228301 (IV)
(brown lid and beige body), 228318 (RPK) (gray lid and baby-pink body), 228325 (CA)
(red lid and beige body), 228332 (BR) (baby-green and brown lid and brown body),

228806 (WH) (only white), and 228813 (BK) (only black), respectively, and whose product
name is "omnioutil L" (bucket with lid) are described. In the written demand for trial, it is
stated that the catalog was issued in January, 2014; however, the issue date is not described

in Evidence A No. 4.

According to "1. Gist of reasons for invalidation of design registration" in the
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written demand for trial, even though the demandant recognizes the design according to the
product name "Way-be 102" described in Evidence A No. 1 to A No. 4 as Cited Design 2,
there is no bucket whose product name is obviously "Way-be 102" in Evidence A No. 2 to
A No. 4, as described above. However, in "D Similarity of the Registered Design with the
Cited Design, (e) Special circumstances, (i) Characteristic forms of the Cited Designs 1 and
2" in "3. Reasons for invalidation of the Registered Design" of the written demand for trial,
the product names described in Evidence A No. 1 to A No. 4 are listed, it is acknowledged
that each design described in Evidence A No. 2 to A No. 4 is a design different in color and
similar in form from/with the design according to the product name "Way-be 102"
described in Evidence A No. 1, and thus it can be presumed that the demandant recognizes
each design described in Evidence A No. 1 to A No. 4 as the Cited Design 2 and as buckets

similar in form and different in color.

It is acknowledged that each design described in Evidence A No. 1 to A No. 4 has

large size and these buckets are similar to each other in shape and volume.

There is need to specify publicly known design (the Cited Design) relating to

reasons for invalidation; the design according to "bucket" whose product name is
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"omnioutil L" (bucket with lid) 230595(PK) (see Appendix 2) described on pages 12 and
13 of catalog "sceltevie," issued by Hachimankasei Co., Ltd., of Evidence A No. 4 is
acknowledged by the body as Cited Design 2, among designs described in Evidence A No.
1 to A No. 4, because the form of the inside of the body and the front and reverse faces of
the lid of this bucket are distinctively expressed, and the color of the body and the lid is

common with the Registered Design.

6. Comparison and determination of similarity between the Registered Design and Cited

Design 2

However, Cited Design 2 is described in the same leaflet as that in which Cited
Design 1 is described, the form is substantially similar with that of Cited Design 1, and it
can be said that Cited Design 2 is design that was publicly known before the application for
the Registered Design was filed, and although Cited Design 2 is different from Cited
Design 1 in shape and volume because the height of the body of Cited Design 2 is slightly
higher than that of Cited Design 1, Cited Design 2 is similar to Cited Design 1 in the other

features and it is acknowledged that Cited Design 2 differs from Cited Design 1 only in size.
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Thus, comparing with the Registered Design, since Cited Design 2 differs from the Cited

Design 1 only in size, in addition to the determination of similarity with Cited Design 1,

there is no need to compare and determine similarity of the Cited Design 2 and the

Registered Design.

7. Summary

Therefore, the Registered Design is similar with Cited Design 1, which is a design

described in a distributed publication in Japan or a foreign country, prior to the filing of the

application for the Registered Design, and the Registered Design cannot be granted design

registration since it falls under Article 3(1)(iii) of the Design Act, and it is judged that the

Registered Design has reasons for invalidation.

No. 5 Closing

As described above, since the Registered Design falls under Article 3(1)(iii) of the
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Design Act and the Registered Design cannot be granted design registration (Reasons for

invalidation 1), the Registered Design should be invalidated under the provisions of Article

48(1)(1) of the Design Act.

Therefore, the trial decision shall be made as described in the conclusion.

June 2, 2016 (Heisei 28)

Chief administrative judge: HONDA, Seiichi

Administrative judge: SAITO, Takae

Administrative judge: KUBOTA, Daisuke
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Appendix 1 Registered Design (Evidence B No. 3)

Evidence B No. 3

(19) [Publisher] Japan Patent Office (JP)

(45) [Issue date] October 14, 2014 (Heisei 26)

(12) [Class] Design bulletin (S)

(11) [Registration number] Design Registration No. 1509040 (D1509040)

(24) [Registration date] September 12, 2014 (Heisei 26)

(54) [Description of the article to the design] bucket

(52) [Classification for Industrial Designs] C3-351

(51) [Classification for Industrial Designs (reference)] 07-05, 07-07, 09-09, 23-02

(21) [Application Number] Japanese Design Application No. 2013-27943 (D2013-27943)
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(22) [Filing date] November 28, 2013 (Heisei 25)

(72) [Creator]

[Name] ICHIKAWA Koji

[Address] CAINZ Co., Ltd., 1-2-1, Wasedanomori, Honjo, Saitama

(72) [Creator]

[Name] OGIWARA Keisuke

[Address] CAINZ Co., Ltd., 1-2-1, Wasedanomori, Honjo, Saitama

(73) [Design right holder]

[Identification Number] 500367067

[Name] CAINZ Co., Ltd.

[Address] 1-2-1, Wasedanomori, Honjo, Saitama

(74) [Agent]
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[Identification number] 100064908

[Patent attorney]

[Name] SHIGA Masatake

(74) [Agent]

[Identification number] 100108578

[Patent attorney]

[Name] TAKAHASHI Norio

(74) [Agent]

[Identification number] 100086379

[Patent attorney]

[Name] TAKASHIBA Tadao

(74) [Agent]
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[Identification number] 100137017

[Patent attorney]

[Name] MASHIMA Ryuichiro

[Seeking the application of exceptions to lack of novelty] This application seeks the

application of exceptions to lack of novelty under Article 4(2) of the Design Act.

[Examiner] NAITO Hiroki

(56) [References] Japanese Unexamined Utility Model Application Publication No. S50-
109749, Japanese Unexamined Utility Model Application Publication No. H1-11146,
Japanese Unexamined Utility Model Application Publication No. H7-33243, e-con eco-
container, page 12 (Publicly Known Information in Design Division of Japan Patent Office

No. HC13008776)

(55) [Description of the article to the design] As indicated by Reference Perspective View 1
Showing the State of Use, the article is a bucket in which a lid can be hanged to the opening

of the lid. In addition, as indicated by Reference Perspective View 2 Showing the State of

108 /133



Use, the lid can be used as a base of the lid.

(55) [Description of the Design] Rear View is omitted since Rear View is the same as
Front View. Right Side View is omitted since Right Side View is the same as Left Side

View.

[Drawings]

[Perspective View]
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Design Registration No. 1509040

(2)

[Front View]
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[Top View]
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Design Registration No. 1509040

(3)

[Bottom View]
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[Left Side View]
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Design Registration No. 1509040

(4)

[Perspective View of only body]
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[Perspective View of only lid]
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Design Registration No. 1509040

[Enlarged Front View of lid]

[Reference Perspective View 1 Showing the State of Use]
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Design Registration No. 1509040

(6)

[Reference Perspective View 2 Showing the State of Use]
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[A-A Line Enlarged Edge View]
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Appendix 2 Evidence A No. 4
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Appendix 3 Evidence A No. 9
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Appendix 4  Reference Design 1

URL:http://www.hachimankasei.co.jp/product/sceltevie/omnioutil/omnioutil.html
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Appendix 5  Reference Design 2
JAPAN PATENT OFFICE

Design Bulletin (S) issued on January 29, 1991 (Heisei 3)

C3-351
805878 Japanese Design Application No. S61-41307
Filing October 17, 1986 (Showa 61)
Registration  October 15, 1990 (Heisei 2)
Creator YOSHIKAWA Toshimichi  646-2, Kamori, Taimacho, Kitakatsuragi-gun,

Nara

Design right holder  Yoshikawakuni Plastics Co., Ltd. =~ 646-2, Kamori, Taimacho,
Kitakatsuragi-gun, Nara

Agent Patent Attorney FUKUSHIMA Mitsuo
Examiner NABETA Kazunobu
Article to the design  bucket

Description ~ This article is made of plastic and is formed by integrally molding a body, a
lid, and a handle, and combining them. Rear View is the same as Front View, and Left
Side view is the same as Right Side View.

Front View Right Side view X-X Sectional
View
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