Trial decision

Invalidation No. 2018-880005

Demandant Leimac Ltd.

Patent Attorney KUSUMOTO, Takayoshi
Patent Attorney FUJIKAWA, Tsuneo
Patent Attorney MIKUMO, Satoshi
Demandee CCS Inc.

Patent Attorney NISHIMURA, Ryuhei
Patent Attorney SAITO, Tadahiro

Patent Attorney KAMIMURA, Yoshihisa

The case of trial regarding the invalidation of design registration of Japanese
Design Registration No. 1224615, entitled "LIGHTING DEVICE FOR INSPECTION,"

between the parties above has resulted in the following trial decision.

Conclusion
The trial of the case was groundless.

The costs in connection with the trial shall be borne by the Demandant.

Reason
No. 1 History of the procedures

An application for the design of Design Registration No. 1224615 (hereinafter
referred to as "the Registered design") was filed on April 12, 2004 (Japanese Design
Application No. 2004-11226), an establishment of the design right was registered on
October 22, 2004 after examination, a design bulletin was issued on December 6, 2004,

and then, in summary, the following procedures were conducted by the body.

1/75



- Demand for trial of the case May 10, 2018

- Submission of Written reply of the trial case July 10, 2018

- Submission of Written refutation of the trial case August 21, 2018

- Submission of Oral proceedings statement brief (Demandee) October 5, 2018

- Submission of Oral proceedings statement brief 2 (Demandee) October 12, 2018

- Submission of Oral proceedings statement brief (Demandant) October 22, 2018

- Oral proceeding November 5, 2018

- Submission of Written statement (Demandee) November 13, 2018

(The contents of the written statement, which was submitted after the conclusion

of proceedings, are irrelevant to the reasons for invalidation. Thus, this written

statement is not subjected to the trial.)

No. 2 Demandant's petition and reasons

The Demandant petitioned, as the object of demand for the trial, that "we request
a trial decision that registration of design registration No. 1224615 is invalid, and that
the costs in connection with the trial shall be borne by the Demandee," argued the
grounds as summarized below (including the contents of the "written refutation of the
trial case" and the "oral proceedings statement brief") and submitted Evidences A No. 1

to No. 10 listed in 5 below to prove the stated facts.

1 Gist of reasons for invalidation of design registration

The Design registration (the design of Design Registration No. 1224615,
Appendix 1 of the written demand for trial, see Appendix 1 of the trial decision) should
be invalidated under the provisions of Article 48(1)(i) of the Design Act, for the
following reasons A and B.

A The Registered design should not be registered under the provisions of
Article 3(1)(@i1) or Article (3)(i1) of the Design Act due to the design (heat radiation
part) described in Evidence A No. 1, which is a publication distributed before the filing
of the application for the Registered design, the design (heat radiation part) described in
Evidence A No. 2, or the design (heat radiation part) described in Evidence A No. 3.

B The Registered design should not be registered under the provisions of
Article 3(2) of the Design Act due to the design described in Evidence A No. 1 and the
design described in Evidence A No. 2, or due to the design described in Evidence A No.
1 and the design described in Evidence A No. 3.

2 Reasons for invalidation of the Registered design
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(1) Gist of the Registered design and the designs described in Evidences A No. 1 to No.
3

A Gist of the Registered design (see Appendix 1)

The basic constitution of the Registered design is as follows.

(A) A lighting device for inspection includes a heat radiation part (partial
design).

(B) The heat radiation part includes an extending axial body.

(C) The axial body includes a plurality of disk-like fins having the same diameter
arranged at equal intervals.

(D) An end fin of the fins is thicker than the other fins.

The form (specific constitution) of the parts of the Registered design is as
follows.

(E) The interval between the fins is about 12.5% of the diameter of the fin.

(F) The total number of the fins is three, one end fin and two other fins.

(G) The thickness of the other fins is about 4.2% of the diameter of the fin, and
the end fin is about twice as thick as the other fins.

(H) The axial body extends with the same diameter, which is about 20.8% that of
the fin.

(I) The entire edge on the rear face of the end fin is chamfered (about 10.0% of
the thickness).

B Gist of Evidence A No. 1 (see Appendix 2)

Evidence A No. 1 is a copy of the book "Perfect Introduction to Thermal Design

for Electronics".

Date of issue July 18, 1997
Author Naoki KUNIMINE
Publisher NIKKAN KOGYO SHIMBUN, LTD

The design described in Evidence A No. 1 (heat radiation part (tower-type
heatsink)) is a prior design which was publicly known before the filing of the
application for the Registered design. The article is an electronic device in general, as
is obvious from the description, "used for electronic components having large surface
heat flux density", in Evidence A No. 1 p. 169 the 6th line from the bottom.

The basic constitution of the design described in Evidence A No. 1 is as follows.

(al) An electronic device includes a heat radiation part.

(b1) The heat radiation part includes an extending axial body.

(c1) The axial body includes a plurality of disk-like fins having the same

diameter arranged at equal intervals.
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(d1) An end fin of the fins is as thick as the other fins.

The form (specific constitution) of the parts of the design described in Evidence
A No. 1 is as follows.

(e1) The interval between the fins is about 21% of the diameter of the fin.

(f1) The total number of the fins is four, one end fin and three other fins.

(gl) The thickness of the fins is about 4% of the diameter of the fin.

(h1) The axial body extends with the same diameter, which is about 38% that of
the fin.

(11) The edge on the rear face of the end fin is not chamfered.

C Gist of Evidence A No. 2 (see Appendix 3)

The design described in Evidence A No. 2 is a prior design which was publicly
worked (in 2002 at the latest) before the filing of the application for the Registered
design. The article is a lighting device for inspection.

The basic constitution of the heat radiation part of the design described in
Evidence A No. 2 is as follows.

(a2) A lighting device for inspection includes a heat radiation part.

(b2) The heat radiation part includes an extending axial body.

(c2) The axial body includes a plurality of disk-like fins having the same
diameter arranged at equal intervals.

(d2) An end fin of the fins is thicker than the other fins.

The form (specific constitution) of the parts of the Registered design is as
follows.

(e2) The interval between the fins is about 5% of the diameter of the fin.

(f2) The total number of the fins is three, one end fin and two other fins.

(g2) The thickness of the other fins is about 5% of the diameter of the fin, and
the end fin is about twice as thick as the other fins.

(h2) The axial body extends with the same diameter, which is about 76% that of
the fin.

(12) The entire edge on the rear face of the end fin is chamfered (about 25% of
the thickness).

D Gist of Evidence A No. 3 (see Appendix 4)

The article of the design described in Evidence A No. 3 (Date of issue: June 16,
2003) is a lighting device for inspection,

The basic constitution of the heat radiation part of the design described in
Evidence A No. 3 is as follows.

(a3) A lighting device for inspection includes a heat radiation part.
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(b3) The heat radiation part includes an extending axial body.

(c3) The axial body includes a plurality of disk-like fins having the same
diameter arranged at equal intervals.

(d3) An end fin of the fins is thicker than the other fins.

The form (specific constitution) of the parts of the Registered design is as
follows.

(e3) The interval between the fins is about 10% of the diameter of the fin.

(f3) The total number of the fins is two, one end fin and one other fin.

(g3) The thickness of the other fins is about 4.2% of the diameter of the fin, and
the end fin is about 2.5 times as thick as the other fins.

(h3) The axial body extends with the same diameter, which is about 42% that of
the fin.

(i3) The entire edge on the rear face of the end fin is chamfered (about 33% of
the thickness).

(2) Comparison between the Registered design and the designs described in Evidences
A No. 1 to No. 3

A Comparison between the Registered design and Evidence A No. 1

(Comparison of article)

The article described in Evidence A No. 1 (Note by the body: It is recognized as
an error for "the Registered design") is a "lighting device for inspection”, while the
article described in Evidence A No. 1 is an electronic device which is not limited to the
"lighting device for inspection".

(Comparison of form)

(A) The basic constitution (A) of the Registered design is a "lighting device for
inspection", while the basic constitution (al) of Evidence A No. 1 is an "electronic
device".

(B) The basis constitutions (b1) and (c1) of Evidence A No. 1 are the same as the
basic constitutions (B) and (C) of the Registered design.

(C) The basis constitution (D) of the Registered design indicates that "an end fin
of the fins is thicker than the other fins". The basic constitution (d1) of Evidence A No.
1 indicates that "an end fin of the fins is as thick as the other fins".

(D) The forms (specific constitutions) (E) to (H) of the parts of the Registered
design are different in exact value from the forms (specific constitutions) (el) to (h1) of
the parts of Evidence A No. 1.

(E) The form (specific constitution) (I) of the parts of the Registered design

indicates that "the entire edge on the rear face of the end fin is chamfered (about 10.0%
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of the thickness)". The form (specific constitution) (il) of the parts of Evidence A No.
1 indicates that "the edge on the rear face of the end fin is not chamfered".

B Comparison between the Registered design and Evidence A No. 2

(Comparison of article)

The article regarding the Registered design and the article regarding Evidence A
No. 3 (Note by the body: It is recognized as an error for "Evidence A No. 2") are the
same "lighting device for inspection".

(Comparison of form)

(A) The basic constitutions (a2), (b2), (c2), and (d2) of Evidence A No. 2 are the
same as the basic constitutions (A), (B), (C), and (D) of the Registered design.

(B) The forms (specific constitutions) (E) to (I) of the parts of the Registered
design are different in exact value from the forms (specific constitutions) (e2) to (i2) of
the parts of Evidence A No. 2.

C Comparison between the Registered design and Evidence A No. 3

(Comparison of article)

The article regarding the Registered design and the article regarding Evidence A
No. 3 are the same "lighting device for inspection".

(Comparison of form)

(A) The basic constitutions (a3), (b3), (c3), and (d3) of Evidence A No. 3 are
respectively the same as the basic constitutions (A), (B), (C), and (D) of the Registered
design.

(B) The forms (specific constitutions) (E) to (I) of the parts of the Registered
design are different in exact value from the forms (specific constitutions) (e3) to (i3) of
the parts of Evidence A No. 2.

(3) Evaluation of corresponding feature and different features in form between the
Registered design and the designs described in Evidences A No. 1 to No. 3

On the basis of the provisions of Article 3(1) of the Design act (and provisions of
Article 24(2) of the Design Act), evaluations should be conducted as follows.

A Evaluation of corresponding feature and different features in form between
the Registered design and the design described in Evidence A No. 1

The article described in Evidence A No. 1 (Note by the body: It is recognized as
an error for "the Registered design") is a "lighting device for inspection”, while the
article described in Evidence A No. 1 is an electronic device which is not limited to the
"lighting device for inspection". Accordingly, since the article "lighting device for
inspection"” regarding the Registered design is included in the article "electronic device"

described in Evidence A No. 1, the article regarding the Registered design and the
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article described in Evidence A No. 1 have common features.

The part attracting consumers in the Registered design is the basic constitutions
(B) and (C) as follows.

(B) The heat radiation part includes an extending axial body.

(C) The axial body includes a plurality of disk-like fins having the same diameter

arranged at equal intervals.

The basic constitutions (b1) and (c1) of Evidence A No. 1 are identical with the
basic constitutions (B) and (C) of the Registered design.

The slight difference in value between the forms (specific constitutions) (E) to
(H) of the parts of the Registered design and the forms (specific constitutions) (el) to
(h1) of the parts of Evidence A No. 1 does not obviously affect an aesthetic impression
to be created on the consumers.

Regarding the difference between the basic constitution (D) and the form
(specific constitution) (I) of the parts of the Registered design and the basic constitution
(d1) and the form (specific constitution) (il) of the parts of Evidence A No. 1, an end
fin in a "lighting device for inspection" is made thicker than other fins and is chamfered
naturally. Thus, the difference does not obviously affect an aesthetic impression to be
created on the consumers. Chamfering is performed normally for safety in industrial
equipment including a lighting device for inspection. Thickness is increased due to
chamfering, inevitably.

B Evaluation of corresponding feature and different features in form between
the Registered design and the design described in Evidence A No. 2

The article regarding the Registered design and the article described in Evidence
A No. 2, which indicate a "lighting device for inspection", have common features.

The part attracting consumers in the Registered design is the basic constitutions
(B) and (C). The basic constitutions (b2) and (c2) of Evidence A No. 2 are identical
with the basic constitutions (B) and (C) of the Registered design. The basic
constitution (d2) of Evidence A No. 2 is identical with the basic constitution (D) of the
Registered design.

The slight difference in value between the forms (specific constitutions) (E) to (I)
of the parts of the Registered design and the forms (specific constitutions) (e2) to (i2) of
the parts of Evidence A No. 2 does not affect an aesthetic impression to be created on
the consumers.

C Evaluation of corresponding feature and different features in form between
the Registered design and the design described in Evidence A No. 3

The article regarding the Registered design and the article described in Evidence
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A No. 3, which indicate a "lighting device for inspection", have common features.

The part attracting consumers in the Registered design is the basic constitutions
(B) and (C). The basic constitutions (b3) and (c3) of Evidence A No. 3 are identical
with the basic constitutions (B) and (C) of the Registered design. The basic
constitution (d3) of Evidence A No. 3 is identical with the basic constitution (D) of the
Registered design.

The slight difference in value between the forms (specific constitutions) (E) to (I)
of the parts of the Registered design and the forms (specific constitutions) (e3) to (i3) of
the parts of Evidence A No. 3 does not affect an aesthetic impression to be created on
the consumers.

(4) Conclusions based on the evaluation of corresponding feature and different features
in form between the Registered design and the designs described in Evidences A No. 1
to No. 3

A Conclusion based on the evaluation of corresponding feature and different
features in form between the Registered design and the design described in Evidence A
No. 1
(Conclusion based on the evaluation under the provisions of Article 3(1) of the Design
Act (and the provisions of Article 24(2) of the Design Act))

It should be considered that the Registered design, which has common design
and aesthetic impression with the design described in Evidence A No. 1, cannot be
registered under the provisions of Article 3(1)(iii) of the Design Act.

(Conclusion based on the evaluation under the provisions of Article 3(2) of the Design
Act)

Evidence A No. 1 is the second impression of the first edition issued on July 18,
1997, and the first edition (the 26th impression) is still sold at bookstores or on the
Internet. The Demandant also has owned it before this demand for invalidation trial
(or previous disputes with the Demandee) (the 17th impression). As such, the book
presented by Evidence A No. 1, which has been widely read by technical experts of
thermal design, is very well known.

Evidence A No. 1 indicates that a tower-type heatsink is a representative
heatsink shape (p. 171 FIG. 16-7), and that heatsinks including the tower-type heatsink
is used for electronic components having large surface heat flux density (p. 169 the 6th
line from the bottom). Another book (for example, Evidence A No. 4 (FIG. 1. 1. 28))
also describes that a tower-type heatsink is a representative heatsink shape, and many
other documents (for example, Evidence A No. 2, Evidence A No. 3, Evidence A No. 5,

Evidence A No. 6, Evidence A No. 7, or the like) on optical technology also describe
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the above matter.

Accordingly, this book assumes using the heat radiation part (tower-type
heatsink) described in Evidence A No. 1 for radiating heat generated from an LED
(electronic component) which emits light even for a lighting device for inspection.

The design described in Evidence A No. 1 (heat radiation part (tower-type
heatsink)) is very well known, and it is a model for thermal design technicians in the
characteristics of the book. Thus, approving that one party (having no relation with
the author) exclusively uses a shape which is about the same as the above shape in a
lighting device for inspection is hard for thermal design technicians, and prevents
development of Japanese industries which aim to keep a product competitive advantage
in the global market.

Thus, it should be considered that the Registered design, which could be easily
created by a person skilled in the art based on the design described in Evidence A No. 1,
cannot be registered under the provisions of Article 3(2) of the Design Act.

B Conclusion based on the evaluation of corresponding feature and different
features in form between the Registered design and the design described in Evidence A
No. 2
(Conclusion based on the evaluation under the provisions of Article 3(1) of the Design
Act (and the provisions of Article 24(2) of the Design Act))

It should be considered that the Registered design, which has common design
and aesthetic impression with the design described in Evidence A No. 2, cannot be
registered under the provisions of Article 3(1)(iii) of the Design Act.

(Conclusion based on the evaluation under the provisions of Article 3(2) of the Design
Act)

It should be considered that the Registered design, which could be easily created
by a person skilled in the art based on the design described in Evidence A No. 2, cannot
be registered under the provisions of Article 3(2) of the Design Act.

C Conclusion based on the evaluation of corresponding feature and different
features in form between the Registered design and the design described in Evidence A
No. 3
(Conclusion based on the evaluation under the provisions of Article 3(1) of the Design
Act (and the provisions of Article 24(2) of the Design Act))

It should be considered that the Registered design, which has common design
and aesthetic impression with the design described in Evidence A No. 3, cannot be
registered under the provisions of Article 3(1)(iii) of the Design Act.

(Conclusion based on the evaluation under the provisions of Article 3(2) of the Design
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Act)

It should be considered that the Registered design, which could be easily created
by a person skilled in the art based on the design described in Evidence A No. 3, cannot
be registered under the provisions of Article 3(2) of the Design Act.

D Conclusion based on the evaluation of corresponding feature and different
features in form between the Registered design and the designs described in Evidences
A No. 1 and No. 2
(Conclusion based on the evaluation under the provisions of Article 3(2) of the Design
Act)

Examination Guidelines for Design (for Design Act revised in 1998 and 1999)
include the following description, in a case where a "fence" and a "decorative plate for
fence" are publicly known designs, "In the field of the design, it is ordinary for a person
skilled in the art to simply replace a decorative plate part of a publicly known design by
another decorative plate".

The "fence" corresponds to the design described in Evidence A No. 1 (heat
radiation part), and the "decorative plate for fence" corresponds to the end fin of which
the entire edge on the rear face is chamfered with a thickness different from that of other
fins in the design described in Evidence A No. 1 (Note by the body: It is recognized as
an error for "Evidence A No. 2") (heat radiation part). Thus, "in the field of the design,
it is ordinary for a person skilled in the art to simply replace an end fin of a radiation
part of a publicly known design by another end fin".

Thus, it should be considered that the Registered design, which could be easily
created by a person skilled in the art based on the designs described in Evidence A No.
1 and Evidence A No. 2, cannot be registered under the provisions of Article 3(2) of the
Design Act.

E Conclusion based on the evaluation of corresponding feature and different
features in form between the Registered design and the designs described in Evidences
A No. 1 and No. 3
(Conclusion based on the evaluation under the provisions of Article 3(2) of the Design
Act)

For the same reason as the above "D Conclusion based on the evaluation of
corresponding feature and different features in form between the Registered design and
the designs described in Evidences A No. 1 and No. 2", it should be considered that the
Registered design, which could be easily created by a person skilled in the art based on
the designs described in Evidence A No. 1 and Evidence A No. 3, cannot be registered

under the provisions of Article 3(2) of the Design Act.
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(5) Accordingly, the Registered design, which falls under the provisions of Article
48(1)(i) of the Design Act, should be invalidated for the reasons A and B in 1 above.

3 Allegation in "Written refutation of the trial case"
(1) Refutation in regard to the essential part of the Registered design (No. 3 1(1)
mentioned later)

The refutation in regard to the requirements A to E of the essential part of the
Registered design alleged by the Demandee is described in the next section.

(2) Refutation against the refutation in regard to the reasons for invalidation (No. 3 1(2)
mentioned later)

A Refutation against "Refutation 1" (No. 3 1(2)B mentioned later)

(A) The Demandee mentioned about the "Gist of the Registered design" in No. 2

2 (1) A, as follows:
"The Demandant indicates, in this column, the Registered design ..... the contents
thereof lack objectivity, and it is obviously unreasonable as a reference for determining
similarity and creative difficulty. The essential part of the Registered design is above
A to E, objectively."

Among the requirements A to E, the requirement in A, "casing with a power
cable drawn out of a peripheral surface at the rear end part", and the requirement in E,
"the power cable does not penetrate through, and there is no slot through which the
power cable is drawn out in the rear end surface", are not described in the "Gist of the
Registered design" in No. 2 2 (1) A. Accordingly, it seems that the Demandee alleges
"lack of objectivity" due to the absence of the description.

The allegation that the "Gist of the Registered design" in No. 2 2 (1) A "lacks
objectivity" and the allegation that "the essential part of the Registered design is above
A to E, objectively", are extremely arbitrary and nonobjective as indicated in B.

(B) The revocation of trial decision (2018 (Gyo-ke) 10020) rendered a decision
that the requirement E, "the power cable does not penetrate through, and there is no slot
through which the power cable is drawn out in the rear end surface", cannot be an
essential part.

The revocation of trial decision (2018 (Gyo-ke) 10020) concluded as follows
(Note: Design A-2 is the Registered design, Design A-1 is a related design of the
Registered design, and the Plaintiff is the Demandee of the invalidation trial).

"1 (1) C ... Meanwhile, the "form in which there is no slot through which the
power cable is drawn out in the rear end surface of the rear fin part, or the power cable

is not drawn out" related to the Plaintiff's argument common feature is not a form which

11 /75



can be concretely recognized visually from the solid line part and the A-1 corresponding
part. In the part indicated by the dashed lines in the figures in Appendix 1 and
Appendix 3, the wiring cable or the power able is drawn out from a side peripheral
surface of a front member in each axial body and each fin part. Thus, only the fact that
'there 1s no slot through which the power cable is drawn out in the rear end surface of
the rear fin part, or the power cable is not drawn out' can be indirectly grasped. The
Plaintiff's argument common feature is not a form which can be concretely recognized
visually from the area (the solid line part and the A-1 corresponding part) specified as
"the part for which the design registration is requested as a partial design" in the
application for design registration. Therefore, the common feature cannot be
recognized as a common feature between the Registered design (the solid line part) and
the Design A-1 (the A-1 corresponding part)."

"For the same reason as indicated in 1 (1) C, the Plaintiff's argument common
feature cannot be recognized as a common feature between the Registered design (the
solid line part) and the Design A-2 (the A-2 corresponding part). Thus, the above
Plaintiff's argument cannot be accepted.

Therefore, the above Plaintiff's argument cannot be accepted."”

B Refutation against "Refutation 3" (No. 3 1(2) D mentioned later)

(A) Regarding "Reason for invalidation [1] (lack of novelty based on the Design
A-1)"

The Demandee argues, "We do not understand why the article of the Design A-1
is an electronic device, and what it means", but the intention thereof is unclear. As is
obvious from the description in No. 2 2 (1), "The article is an electronic device in
general, as is obvious from the description, 'used for electronic components having large
surface heat flux density', in Evidence A No. 1 p. 169 the 6th line from the bottom, the
article of Evidence A No. 1 is an 'electronic device"'.

The Demandee argues, "In the Design A-1, ...., all fins having the same thickness,
and it is obviously different from the form including a plurality of intermediate fins and
an end fin thicker than them like the partial design". However, it is natural to form an
end fin thicker than an intermediate fin in this field of article (already mentioned in 2),
and the thick end fin in the Registered design does not affect an aesthetic impression.

(B) Regarding "Reason for invalidation [2] (lack of creative difficulty based on
the Design A-1)"

The Demandee argues, "The form having an end fin thicker than a plurality of
intermediate fins is obviously different from the form of the Design A-1, and it is a non-

conventional and novel form for consumers or a person skilled in the art of this field of
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article." However, as indicated about the Reason for invalidation [1], it is natural to
form an end fin thicker than intermediate fins in this field of article.

(C) Regarding "Reason for invalidation [3] (lack of novelty based on the Design
A-2)"

The Demandee argues, "Even if the projection is a fin, it is arranged around the
side of the casing, and it is not arranged behind the casing like the Registered design".
However, the design of Evidence A No. 2 includes a rear member (part behind the step)
having only a heat radiation effect without component housing function.

(D) Regarding "Reason for invalidation [4] (lack of creative difficulty based on
the Design A-2")

The Demandee argues, "In the Design A-2, the power cable is drawn out from
the casing rear end, however, it is hard to believe that a person skilled in the art of the
field of article could easily create it as long as it does not depart from the design idea."
However, as indicated in A (B), the matter that "the power cable does not penetrate
through, and there is no slot through which the power cable is drawn out in the rear end
surface" cannot be an essential part. Thus, the Demandee's allegation is obviously
unreasonable.

(E) Regarding "Reason for invalidation [5] (lack of novelty based on the Design
A-3)"

The Demandee argues, "In the right side view and the reference A-A enlarged
cross-sectional view, a through-hole is formed in a fin-like member. Consumers or a
person skilled in the art can clearly understand that the through-hole is a cable through-
hole for holding a power cable or allowing the cable to pass through." However, as
indicated in A (B), the matter that "the power cable does not penetrate through, and
there is no slot through which the power cable is drawn out in the rear end surface"
cannot be an essential part.

The Demandee also argues, "In the Design A-3, the fin-like member is
considered as a part of the casing. The form having a fin structure (rear member)
arranged behind the casing like the Registered design is not disclosed in the Design A-3
at all." However, if the "casing" is one having component housing function,
consumers or a person skilled in the art will naturally understand that the front part
housing the LED, or the like in Evidence A No. 3 is a casing and the rear part is a fin
structure (rear member). In a dictionary (Digital Daijisen), a casing is "packaging
material, outer case, bag, or tube". In the reference A-A enlarged cross-sectional view
of the Registered design (Note by the body: It is recognized as an error for "Design A-

3"), there is an upper through-hole and an lower through-hole, which are inconsistent
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with the right side view.

(F) Regarding "Reason for invalidation [6] (lack of creative difficulty based on
the Design A-3)"

The Demandee argued, "In the Design A-3, the power cable is drawn out from
the casing rear end surface; however, it is hard to believe that a person skilled in the art
of the field of article could easily create it as long as it does not depart from the design
idea."

However, as indicated in A (B), the matter that "the power cable does not
penetrate through, and there is no slot through which the power cable is drawn out in the
rear end surface" cannot be an essential part. Thus, the Demandee's allegation is
obviously unreasonable.

(G) Regarding "Reason for invalidation [7] (lack of creative difficulty based on
the Design A-1 and the Design A-2)

The Demandee argued, "Since the Design A-2 (and Design A-1 as well) does not
depart from the design idea of drawing out a power cable in an axial direction from a
casing rear end, it is hard to believe that a person skilled in the art of the field of article
could easily conceive of attaching a fin related to the Design A-1 or various other forms
to the casing rear end surface due to the obstructive power cable of the Design A-2".
However, as indicated in A (B), the matter that "the power cable does not penetrate
through, and there is no slot through which the power cable is drawn out in the rear end
surface" cannot be an essential part.

As indicated in 2 mentioned above, it is natural for a person skilled in the art to
replace the rear end fin of the design of Evidence A No. 1, which has been very popular
for a person skilled in the art and well known, by a known thick rear end fin as
described in Evidence A No. 2.

(H) Regarding "Reason for invalidation [8] (lack of creative difficulty based on
the Design A-1 and the Design A-3)"

The Demandee argued, "Since the Design A-3 (and Design A-1 as well) does not
depart from the design idea of drawing out a power cable in an axial direction from a
casing rear end, it is hard to believe that a person skilled in the art of the field of article
could easily conceive of attaching a fin related to the Design A-1 or various other forms
to the casing rear end surface due to the obstructive power cable of the Design A-3".
However, as indicated in A (B), the matter that "the power cable does not penetrate
through, and there is no slot through which the power cable is drawn out in the rear end
surface" cannot be an essential part.

As indicated in 2 mentioned above, it is natural for a person skilled in the art to
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replace the rear end fin of the design of Evidence A No. 1, which has long been very
popular for a person skilled in the art and extremely well known, by a known thick rear

end fin as described in Evidence A No. 3.

4 Allegation in "Oral proceedings statement brief"
(1) Regarding No. 3 2 (1) mentioned later

A The Demandee argued, "The reason why the Constitution E was not
recognized as an essential part in the decision of the revocation of trial decision (Note
by the body: 2018 (Gyo-ke) 10020) is that the expression is indirect", and "Actually, ...
Consumers or traders of the article focus the essential part E for determination of
similarity, for certain."

Since the Constitution E is not an essential part, consumers or traders never
focus the essential part E for determination of similarity.

B The Demandee alleges that the reason for the lost lawsuit in the revocation
of trial decision is expression of the allegation. However, it may be true that the
Demandee lost the lawsuit because a judgment was made on the shape which is
subjected to the trial. The decision may not be influenced by the expression of the
allegation of the reasons for petition in the revocation of trial decision.

According to the revocation of trial decision, the matter, "there is no slot through
which the power cable is drawn out in the rear end surface", cannot be an essential part.
In the constitution E, the following descriptions remain: "the power cable does not
penetrate through", and "In plan view, the surface of the rear end fin is flat, and the
surface of each intermediate fin is flat." The expression "flat" is not necessarily
unambiguous, however; if the above remaining expression means no-hole, it is a typical
tower-type heatsink, which is the most well-known shape. The constitution cannot be
an essential part or has no creative difficulty.

(2) Closing
Therefore, the Demandee's allegation in the oral proceedings statement brief (and

the written reply) submitted by the Demandee is incorrect.

5 Evidences submitted by the Demandant

The Demandant submitted the following Evidences A No. 1 to No. 10 (all are
recognized to be copies) as attached documents of the written demand for trial and the
written refutation of the trial case.

Evidence A No. 1 Abstract of the book "Perfect Introduction to

Thermal Design for Electronics" (copy)
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Evidence A No. 2 Instructions (I)

Evidence A No. 3 Design Registration No. 1175712

Evidence A No. 4 Abstract of the book "Thermal Design Handbook"
(copy)

Evidence A No. 5 Catalogue of Violet Laser Diode, which is a product
manufactured by NEOARK CORPORATION
(copy)

Evidence A No. 6 Japanese Unexamined Patent Application
Publication No. 2000-75496

Evidence A No. 7 Japanese =~ Unexamined  Patent  Application
Publication No. 2000-131764

Evidence A No. 8 Abstract of Examination Guidelines for Design
(copy)

Evidence A No. 9 Japanese =~ Unexamined  Patent  Application
Publication No. 2003-240721

Evidence A No. 10 Copy of Written reply (dated November 25, 2016)

No. 3 Demandee's reply and the gist of the reasons

The Demandee submitted the written reply of the trial case to the effect that,
"The demand for trial of the case was groundless.

The costs in connection with the trial shall be borne by the Demandant”, and
alleges the reasons thereof summarized as follows (including the contents of the "Oral

proceedings statement brief" and "Oral proceedings statement brief (2)").

1 Reasons of the reply
(1) Essential part of the Registered design

The essential part of the Registered design is as follows.

A In a rear member of a casing including a light-emitting surface (light output
port) formed on a front end surface and configured to draw out a power cable from a
side peripheral surface of a rear end part,

B a support axial body is arranged which extends rearward from the center of
the rear end surface of the casing,

C in a middle part of the support axial body, a plurality of disk-like
intermediate fins having the same diameter are arranged at equal intervals and aligned
with a central axis,

D in arear end part of the support axial body, one disk-like rear end fin having
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the same diameter as the intermediate fin and thicker than the intermediate fin is
arranged and aligned with the central axis,

E the power cable does not penetrate through, and there is no slot through
which the power cable is drawn out in the rear end surface.

(2) Refutation in regard to Reasons for invalidation

A Gist of Reasons for invalidation

The reasons for invalidation (No. 2 1) alleged by the Demandant are summarized
as follows.

[1] Lack of novelty based on the design described in Evidence A No. 1
(hereinafter referred to as Design A-1)

[2] Lack of creative difficulty based on the Design A-1

[3] Lack of novelty based on the design described in Evidence A No. 2
(hereinafter referred to as Design A-2)

[4] Lack of creative difficulty based on the Design A-2

[5] Lack of novelty based on the design described in Evidence A No. 3
(hereinafter referred to as Design A-3)

[6] Lack of creative difficulty based on the Design A-3

[7] Lack of creative difficulty based on the Design A-1 and the Design A-2

[8] Lack of creative difficulty based on the Design A-1 and the Design A-3

B Refutation 1

"Gist of the Registered design and the designs described in Evidences A No. 1 to
No. 3"

Regarding (No. 2 2 (1))

The Demandant seems to have described the constitution of the Registered
design on the basis of the drawings, in this column.

However, the actual circumstance in the field of article at the time of the filing of
the application for the Registered design, such as what consumers or a person skilled in
the art are interested in the Registered design, is not taken into consideration at all, and
the contents thereof lacks objectivity. It is obviously unreasonable as a reference for
determining similarity and creative difficulty. The essential part of the Registered
design is the above A to E, objectively.

The same applies to the gist regarding each of the designs described in A-1 to A-
3. The constitution is described on the basis only of an arbitrary feature of the
Demandant without considering the actual circumstance in the field of article, and it is
not described as an objective constitution in determining similarity and creative
difficulty.
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C Refutation 2

Regarding "Comparison between the Registered design and the designs
described in Evidences A No. 1 to No. 3" and "Evaluation of corresponding feature and
different features in form between the Registered design and the designs described in
Evidences A No. 1 to No. 3" (No. 2 2 (2) and (3))

As described above, the Demandant incorrectly recognizes objective constitution
in determining similarity and creative difficulty of the Registered design. The result of
comparison based on the wrong constitution makes no sense, and the evaluation is
obviously unreasonable.

D Refutation 3

Regarding "Conclusions based on the evaluation of corresponding feature and
different features in form between the Registered design and the designs described in
Evidences A No. 1 to No. 3" (No. 2 2 (4))

In this column, grounds for the Reasons for invalidation [1] to [8] are argued.

However, as described above, the grounds are not based on the results of
comparing and evaluating objective constitution in determining similarity and creative
difficulty of the Registered design. Thus, the conclusions, or the argument regarding
the grounds for the Reasons for invalidation [1] to [8], are obviously unreasonable.

The detail reasons thereof are as follows.

(A) Regarding Reason for invalidation [1]

The Demandant continuously alleges that the Registered design and the Design
A-1 are similar because of a common aesthetic impression (No. 2 2 (4) A). However,
the allegation is groundless.

An article of the Design A-1 is completely different from an article of the
Registered design. Thus, the Registered design and the Design A-1 are not similar
without comparing the form thereof.

The Demandant said that an article of the Design A-1 has common features with
an article of the Registered design, because the article of the Design A-1 is an electronic
device (No. 2 2 (3) A). However, an electronic device is an article obviously different
from the lighting device for inspection of the Registered design, and the allegation that
the article of the Design A-1 is an electronic device makes no sense at all.

In addition, regarding the form, the Design A-1, which does not indicate a
relationship with the casing for housing an LED, or the like as described above and
includes fins having the same thickness, is obviously different from the form including
a plurality of intermediate fins and a rear end fin thicker than them like the partial

design.
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Therefore, the Reason for invalidation [1] alleged by the Demandant that the
Registered design lacks novelty based on the Design A-1 which is not similar to the
Registered design in both article and form, is obviously wrong.

(B) Regarding Reason for invalidation [2]

The Demandant continuously alleges that the Registered design can be easily
created based on the Design A-1 (No. 2 2 (4) A). However, the allegation is
groundless.

However, as described above, the Registered design is configured to draw out a
power cable from a rear end by defying the common general technical knowledge or
common general design at that time. The constitution where the power cable does not
penetrate through and there is no slot through which the power cable is drawn out in the
rear end surface (the power cable is drawn out from a side peripheral surface of the
casing), and the constitution where the rear end fin is thicker than a plurality of
intermediate fins is obviously different from the form of the Design A-1. It is a very
novel form for consumers or a person skilled in the field of article.

The Design A-1 has no common feature with the Registered design also in article.

Therefore, even a person skilled in the art cannot easily create the Registered
design from the Design A-1 which has no design idea of the Registered design and is
extremely different from the Registered design also in article. The Reason for
invalidation [2] alleged by the demandant that the Registered design lacks creative
difficulty based on the Design A-1, is obviously unreasonable.

(C) Regarding Reason for invalidation [3]

The Demandant continuously alleges that the Registered design and the Design
A-2 are similar because of a common aesthetic impression (No. 2 2 (4) B). However,
the allegation is groundless.

Regarding the Design A-2, consumers or a person skilled in the field of article
recognize a slot of the power cable, which is drawn out from a rear end surface, as the
end of the casing.

Accordingly, consumers or a person skilled in the art understand that the Design
A-2 does not include the fin of the Registered design (intermediate fins and rear end fin)
and that grooves are formed around the casing to increase heat radiation area of the side
peripheral surface of the casing.

Even if the projection is a fin, it is arranged around the side of the casing, and it
is not arranged behind the casing, like the Registered design.

Thus, the Design A-2 is completely different from the Registered design in form.

Therefore, the Reason for invalidation [3] alleged by the Demandant that the
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Registered design lack novelty based on the Design A-2, is obviously wrong.

(D) Regarding Reason for invalidation [4]

The Demandant continuously alleges that the Registered design can be easily
created from the Design A-2 (No. 2 2 (4) B). However, the grounds for the allegation
are unclear.

In the Design A-2, the power cable is drawn out from the casing rear end.
However, it is hard to believe that a person skilled in the art of the field of article could
easily create it as long as it does not depart from the design idea.

Therefore, the Reason for invalidation [4] alleged by the Demandant that the
Registered design lacks creative difficulty based on the Design A-2, is obviously
unreasonable.

(E) Regarding Reason for invalidation [5]

The Demandant continuously alleges that the Registered design and the Design
A-3 are similar because of a common aesthetic impression (No. 2 2 (4) C). However,
the allegation is groundless.

In the Design A-3, at the rear end of the casing, a disk-shaped fin-like member is
arranged. The fin-like member includes one thick fin arranged at the rear and one
front fin thinner than the rear fin.

Meanwhile, in the front view showing the state of use in A-3, the power cable
penetrates through the fin-like member in an axial direction and is drawn out from the
rear.

In the right side view and the reference A-A enlarged cross-sectional view, a
through-hole is formed in a fin-like member. Consumers or a person skilled in the art
can clearly understand that the through-hole is a cable through-hole for holding a power
cable or allowing the cable to pass through.

Therefore, for consumers or a person skilled in the art, the fin-like member in the
Design A-3, which houses or holds a base end of the power cable, should be understood
to be a part of the casing.

As long as the appearance of the power cable passing through and held by the
fin-like member can be seen, consumers or a person skilled in the art cannot have great
expectations of heat radiation performance and high luminance based thereon. In fact,
expected improvement in heat radiation performance has not been achieved.

Such incomplete function and design are due to the fact of not departing from the
idea of drawing out a power cable in an axial direction from the rear of a casing.

Accordingly, it should be said that the fin-like member in the Design A-3 forms

a part of a casing, and a constitution of arranging a twin structure (rear member) at the
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rear of the casing, like the Registered design, is not disclosed in the Design A-3 at all.

The above point can be understood only by consumers or a person skilled in the
art of the field of article. The Registered design is obviously non-similar to the Design
A-3.

Therefore, the Reason for invalidation [S5] alleged by the Demandant that the
Registered design lacks creative difficulty based on the Design A-3, is obviously wrong.

(F) Regarding Reason for invalidation [6]

The Demandant continuously alleges that the Registered design can be easily
created from the Design A-3 (No. 2 2 (4) C). However, the grounds for the allegation
are unclear.

In the Design A-3, the power cable is drawn out from the casing rear end.
However, it is hard to believe that a person skilled in the art of the field of article could
easily create it as long as it does not depart from the design idea.

Therefore, the Reason for invalidation [6] alleged by the Demandant that the
Registered design lacks creative difficulty based on the Design A-3, is obviously
unreasonable.

(G) Regarding Reason for invalidation [7]

The Demandant continuously alleges that the Registered design can be easily
created based on the Design A-1 and the Design A-2 (No. 2 2 (4) D). However, the
allegation is groundless.

The Design A-1 is, as indicated in the refutation in regard to the Reasons for
invalidation [1], not similar to the Registered design in form. Even if it is attached to
the rear end of the Design A-2, the form thereof is not similar to the Registered design.

Since the Design A-2 (and Design A-1, too) does not depart from the design idea
of drawing out a power cable in an axial direction from a casing rear end, it is hard to
believe that a person skilled in the art of the field of article could easily conceive of
attaching a fin related to the Design A-1 or various other forms to the casing rear end
surface due to the obstructive power cable of the Design A-2.

Therefore, the Reason for invalidation [7] alleged by the Demandant that the
Registered design lacks creative difficulty based on the Design A-1 and the Design A-2,
is obviously unreasonable.

(H) Regarding Reason for invalidation [8]

The Demandant continuously alleges that the Registered design can be easily
created based on the Design A-1 and the Design A-3 (No. 2 2 (4) E). However, the
allegation is groundless.

The reason is substantially the same as the refutation in regard to the Reason for
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invalidation [7].

The Design A-1 is, as indicated in the refutation in regard to the Reason for
invalidation [1], not similar to the Registered design in form. Even if it is attached to
the rear end of the Design A-3, the form thereof is not similar to the Registered design.

Since the Design A-3 (and Design A-1 as well) does not depart from the design
idea of drawing out a power cable in an axial direction from a casing rear end, it is hard
to believe that a person skilled in the art of the field of article could easily conceive of
attaching a fin related to the Design A-1 or various other forms to the casing rear end
surface due to the obstructive power cable of the Design A-3. Therefore, the Reason
for invalidation [8] alleged by the Demandant that the Registered design lacks creative
difficulty based on the Design A-1 and the Design A-3, is obviously unreasonable.

(3) Closing
As described above, the reasons for invalidation alleged by the demandant are

groundless. The Registered design is valid. The trial of the case cannot be successful.

2 Allegations in "Oral proceedings statement brief" and "Oral proceedings statement
brief (2)"
(1) In regard to No. 2 3 (2)

The Demandant's allegation in No. 2 3 (2) is based on the essential part
(constitution) E, or as follows: the expression, "the power cable does not penetrate
through, and there is no slot through which the power cable is drawn out in the rear end
surface", which is not a form which can be concretely recognized visually, and cannot
be recognized as an essential part, and the Demandee's allegations relating to the
essential part E, which are different features between the Registered design and the
Cited design, are all incorrect.

The Demandant presented, as a reason why the Constitution E is not recognized
as an essential part, the decision of revocation of trial decision in a different case
(invalidation trial (dismissal of request) requested by the Demandee demanding
invalidation for the reason that the Demandant registered design is similar to the
Registered design) (No. 2 3 (2) A (B)).

However, in determination of similarity in the above case, the design to be
compared is different from that in the invalidation trial of the case, and a judgment on
the essential part, which is a characteristic point, is different, of course. The decision
in the different case cannot be employed as a ground even though only one design (the
Registered design, in this case) is identical.

In the decision of the above revocation of trial decision, the Constitution E was
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not recognized as an essential part, only due to the indirect expression (in this point, it is
undeniable that the expression in the allegation of the Demandee was poor). In fact,
consumers or traders of the article focus the essential part E for determination of
similarity, for certain. Considering the essential part E, the reasons for invalidation
alleged by the Demandant are unreasonable, as indicated in 1 mentioned above.

For eliminating doubtful expression, the Demandee corrected the essential part
constitution of the Registered design.

A In a rear member of a casing including a light-emitting surface (light output
port) formed on a front end surface,

B a support axial body is arranged which extends rearward from the center of
the rear end surface of the casing,

C in a middle part of the support axial body, a plurality of disk-like
intermediate fins having the same diameter are arranged at equal intervals and aligned
with a central axis,

D in arear end part of the support axial body, one disk-like rear end fin having
the same diameter as the intermediate fin and thicker than the intermediate fin is
arranged and aligned with the central axis,

E the power cable does not penetrate through, there is no slot through which
the power cable is drawn out in the rear end surface, and in plan view, the surface of the
rear end fin is flat and the surface of each intermediate fin is flat.

The term "flat" means that there is no hole through which a power cable, or the
like, passes, which directly expresses the essential part in the partial design with direct
form.

The above correction allows the Constitution E to be considered as a form which
can be concretely recognized visually, and ensures that the different features from the
Cited inventions indicated by the Demandant were clarified.

As a result, the grounds alleged by the Demandant that the essential part
(especially, the Constituent E) is not a form which can be concretely recognized visually,
are all irrelevant. The Demandant continuously alleges other trivial matters, which are
groundless or not related to the reasons for invalidation.

(2) Closing
Therefore, the Demandant's allegation in No. 2 3 is incorrect, and there is no

grounds for the reasons for invalidation.

3 Evidences submitted by the Demandee

The Demandee submitted the following Evidences B (all are copies) as attached
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Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

Evidence B No.

1

10

11

12

13

documents of the written reply of the trial case, the oral proceedings statement brief, and
the oral proceedings statement brief (2).
Evidence B No.

Demandee catalogue (copy) created in June, 2005

The Article is called "spot lighting".

Explanation of the form/internal structure of

new HLV series

Demandant catalogue (copy) created in 2004

The Article is called "spot lighting".

Demandee catalogue (copy) created in December 2012
Before development of the spot lighting, an optical fiber-
type halogen lamp was used.

Demandee price table (copy) created on November 1,
1995

The LV series was displayed/sold in November 1995 at
the latest.

Demandee catalogue (copy) created in 2010

Explanation of the form/structure of LV series

Demandee catalogue (copy) created in January 2014
Explanation of the form/structure of old LV series
Demandee price table (copy) created on January 15,
2012

The old LV series was displayed/sold in January 2002 at
the latest.

Design bulletin of Design registration No. 1180103
(copy)

Design registration of old HLV series

Timely disclosure (copy) created on July 28, 2004

Sale of new HLV series was started in August 2004.
Materials for press use (copy) created on May 26, 2010
Sale of HLV?2 series was started in June 2010.

Demandee catalogue (copy) created in July 2011
Explanation of the form/structure of HLV?2 series
Demandee catalogue (copy) created in 2016

The demandant sold IHVB series and IHVC series, and
then stopped selling.

Warning (copy) created in August 23, 2016
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Warning on the Demandant's product IHVB and THVC
based on the design right of the Demandee (Design
Registration No. 1224780 and Design Registration No.
1224615)

Evidence B No. 14~ Written reply (copy) created on October 31, 2016
The Demandant replied to the above warning that the
Demandant will immediately stop selling.

Evidence B No. 15  Plaintiff's fifth brief (copy) submitted by the Demandee
(Plaintiff) in the infringement lawsuit

Evidence B No. 16  Progress brief (copy) showing the contents of
constitution corrected orally by the Plaintiff in the
infringement lawsuit

Evidence B No. 17  Record of argument (copy) in the infringement lawsuit

Evidence B No. 18  List of articles and explanation of the articles (copy)

attached to the bill in the infringement lawsuit

No. 4 Oral proceeding
The body conducted an oral proceeding on November 5, 2018 for the trial of the
case, and the chief administrative judge concluded the trial on the same day. ("First

oral proceedings statement brief" dated November 5, 2018)

No. 5 Judgment by the body
1 The Registered design (see Appendix 1)
(1) Article to the design of the Registered design
The article to the design of the Registered design is a "lighting device for
inspection" according to the written demand for trial Appendix 1 (see Appendix 1).
[Description of the article to the design] in the written demand for trial Appendix 1
includes the following description: "This article is used for detecting flaw or a mark of a
product in a factory, or the like (generally referred to as inspection), includes an LED or
an optical element (not shown) to emit light from a light output port located at a tip."
The Registered design is a part for which the design registration is requested as a
partial design. [Description of the Design] in the written demand for trial Appendix 1
includes the following description: "The part indicated by the solid line (Note by the
body: It is hereinafter referred to as "the Solid-line part") is a part for which the design
registration is requested as a partial design."

(2) Usage and the function as well as the position, the size, and the scope of the Solid-
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line part

The Solid-line part is a part of the lighting device for inspection, formed by
integrating three fin parts located at the upper right in front view and an axial body
connecting them. The Solid-line part is presumed to have a usage and a function
relating to heat radiation of the lighting device for inspection, occupies a size and the
scope of a lateral width of about 1/5 of the total width in front view, and is located at the
upper right in front view.
(3) Form of the Solid-line part

The shape, patterns, or colors, or any combination thereof of the Solid-line part
(The "shape, pattern, or colors, or any combination thereof" are hereinafter referred to
as "Form") are as follows.

A Overall structure

When viewed from the front, a lateral cylindrical axial body is integrated with
three substantially disk-like fin parts having a diameter larger than the axial body and
arranged at equal intervals. Intermediate fin parts are the same in shape and size. A
fin part located at the end part (hereinafter referred to as "rear fin part") has almost the
same shape as the intermediate fin parts, and is larger in width (thickness) than the
intermediate fin parts, and a circumferential corner part in a rear end surface is
chamfered.

B Right-side surface shape of fin parts

Circumferences of the fin parts viewed from the right side (or in a right-side
surface oblique direction) are circular.

C Front shape of fin parts

The fin parts viewed from the front are substantially vertically-long rectangular.
The ratio between the width and the length of the intermediate fin part is 1:24, and that
of the rear fin part is 1:12. Thus, the rear fin part is about twice as thick as the
intermediate fin parts.

D Constituent ratio between axial body and fin parts

The ratio between the length of the axial body and the maximum length of the fin
parts viewed from the front is about 1:5. The ratio between the width of the axial body

(=interval of the fin parts) and the width of the intermediate fin part is about 3:1.

2 Gist of the reasons for invalidation
A Reason for invalidation 1
The Reason for invalidation 1 for the registration of the Registered design

alleged by the Demandant is as follows: The Registered design is similar to the design
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described in Evidence A No. 1 (see Appendix 2) which is a publication distributed in
Japan or a foreign country before the filing of the application for design registration, or
the design of "Tower-type heatsink" (hereinafter referred to as "Design A-1) described
on p.171 of the book "Perfect Introduction to Thermal Design for Electronics" issued on
July 18, 1997, falls under the category of Article 3(1)(ii1) of the Design Act, and should
not be registered under the provisions of the main paragraph of Article 3(1) of the
Design Act. Thus, the registration of the Registered design falls under Article 48(1)(1)
of the Design Act and should be invalidated under the provisions of the main paragraph
thereof.

B Reason for invalidation 2

The Reason for invalidation 2 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is a design which could
be easily created by a person ordinarily skilled in the field of the Registered design
(hereinafter referred to as "a person skilled in the art") on the basis of the Design A-1,
and should not be registered under the provisions of Article 3(2) of the Design Act.
Thus, the Registered design falls under Article 48(1)(i) of the Design Act and should be
invalidated under the provisions of the main paragraph thereof.

C Reason for invalidation 3

The Reason for invalidation 3 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is similar to the design
described in Evidence A No. 2 (see Appendix 2) which was publicly known in Japan or
a foreign country before the filing of the application for design registration, or the
design of "IHV-27R" (coaxial spot lighting) (hereinafter referred to as "Design A-2)
manufactured based on the specifications (Material 1 of Evidence A No. 2, see
Appendix 3) by 2002 at the latest, falls under the category of Article 3(1)(iii) of the
Design Act, and should not be registered under the provisions of the main paragraph of
Article 3(1) of the Design Act. Thus, the registration of the Registered design falls
under Article 48(1)(1) of the Design Act and should be invalidated under the provisions
of the main paragraph thereof.

D Reason for invalidation 4

The Reason for invalidation 4 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is a design which could
be easily created by a person skilled in the art on the basis of the Design A-2, and
should not be registered under the provisions of Article 3(2) of the Design Act. Thus,
the Registered design falls under Article 48(1)(i) of the Design Act and should be

invalidated under the provisions of the main paragraph thereof.
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E Reason for invalidation 5

The Reason for invalidation 5 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is similar to the design
described in Evidence A No. 3 (see Appendix 4) which is a publication distributed in
Japan or a foreign country before the filing of the application for design registration, or
the design of Design Registration No. 1175712 (lighting device for inspection)
described in the design bulletin issued on April 18, 2003, falls under the category of
Article 3(1)(ii1) of the Design Act, and should not be registered under the provisions of
the main paragraph of Article 3(1) of the Design Act. Thus, the registration of the
Registered design falls under Article 48(1)(i) of the Design Act and should be
invalidated under the provisions of the main paragraph thereof.

F Reason for invalidation 6

The Reason for invalidation 6 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is a design which could
be easily created by a person skilled in the art on the basis of the Design A-3, and
should not be registered under the provisions of Article 3(2) of the Design Act. Thus,
the Registered design falls under Article 48(1)(i) of the Design Act and should be
invalidated under the provisions of the main paragraph thereof.

G Reason for invalidation 7

The Reason for invalidation 7 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is a design which could
be easily created by a person skilled in the art on the basis of the Design A-1 and the
Design A-2, and should not be registered under the provisions of Article 3(2) of the
Design Act. Thus, the Registered design falls under Article 48(1)(i) of the Design Act
and should be invalidated under the provisions of the main paragraph thereof.

H Reason for invalidation 8

The Reason for invalidation 8 for the registration of the Registered design
alleged by the Demandant is as follows: The Registered design is a design which could
be easily created by a person skilled in the art on the basis of the Design A-1 and the
Design A-3, and should not be registered under the provisions of Article 3(2) of the
Design Act. Thus, the Registered design falls under Article 48(1)(1) of the Design Act

and should be invalidated under the provisions of the main paragraph thereof.

3 Judgment on Reason for invalidation 1
We will examine whether or not the Registered design is a design similar to the
Design A-1.
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(1) Design A-1 (see Appendix 2)

The Design A-1 is a design of "Tower-type heatsink" described in p.171 of the
book "Perfect Introduction to Thermal Design for Electronics" (Evidence A No. 1, see
Appendix 2). The book was issued on July 18, 1997, which is before the filing of the
application for the Registered design.

A Article to the design of the Design A-1

The book includes the following description on p. 169, "It is required to increase
wind speed or heat radiation area for an electronic component having large surface heat
flux density. A heatsink, which can easily increase effective heat radiation area for
taking temperature countermeasures (by reducing feat flux density), is an essential
cooling component for an electronic device", and includes the following description on
p. 171, "The tower type heatsink, which also has low directivity and low air resistance,
is used for forced cooling. ... In forced cooling which forcibly generates airflow
externally, reduction in thermal conductivity is smaller than that in natural cooling.
Thus, in the forced cooling, it is more efficient to reduce fin interval and increase the
number of fins."

According to the above descriptions, the article to the design of the Design A-1
is assumed to be "a component for an electronic device" having a usage for cooling an
electronic device and having a function suitable for forced cooling.

B Form of Design A-1

The form of the Design A-1 is as follows.

The form of the Design A-1 is recognized in the direction of the drawings of the
Registered design shown in the written demand for trial Appendix 1. The uppermost
surface of the Design A-1 shown on p. 171 of the book is recognized as a right end
surface, and the figure of the Design A-1 rotated to the right at 90 degrees is recognized
as indicating the same direction as the "reference perspective view" of the Registered
design.

(A) Overall structure

A lateral cylindrical axial body is integrated with four substantially disk-like fin
parts having a diameter larger than the axial body and arranged at equal intervals.
Intermediate fin parts are assumed to be the same in shape and size.

(B) Right-side surface shape of each fin part

Circumferences of the fin parts viewed from the right side (or in a right-side
surface oblique direction) are assumed to be circular.

(C) Front shape of each fin part

It is assumed that each of the fin parts is formed so that the width is the largest in
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the central part at the front and gradually decreases as it goes upward or downward, or
so that the thickness in the central part is the largest and gradually decreases as it goes
upward or downward. The shape of each fin part viewed from the front is assumed to
be a substantially convex lens shape.

Alternatively, the Design A-1 is a figure represented in an oblique direction and
may be represented in perspective drawing method. The width may be actually the
same in the vertical direction in front view, or may be substantially the same.
Accordingly, even if the figure is based on perspective drawing method, the front shape
of each fin is unclear.

(D) Constituent ratio between axial body and each fin part

The ratio between the length of the axial body and the length of the fin parts
viewed from the front is about 1:2. 6. The ratio between the width of the axial body
(=interval of the fin parts) and the width of each fin is unclear.

(2) Comparison of Registered design and Design A-1

A Article to the design

The article to the design of the Registered design is a "lighting device for
inspection", has a usage for inspecting a product, includes an LED, and has a function
of emitting light from a light output port located at a tip. The article to the design of
the Design A-1 is assumed to be a "component for an electronic device", has a usage for
cooling an electronic device, and has a function suitable for forced cooling. Thus, the
article to the design of the Registered design and the article to the design of the Design
A-1, which are different in usage and function, are different from each other.

B Usage and the function as well as the position, the size, and the scope of the
Solid-line part and Design A-1

The Solid-line part and the Design A-1 both have a usage and a function relating
to heat radiation. However, the Solid-line part has the usage and a function relating to
heat radiation by constituting a part of the lighting device for inspection, while the
Design A-1 has the usage and function relating to heat radiation as an independent
component to be used in electronic devices in general. The solid-line part is located at
the upper right in front view of the lighting device for inspection and occupies a size
and the scope of a lateral width of about 1/5 of the total width in front view, or occupies
a part of the lighting device for inspection. The Design A-1 is a cooling component
and is used by being attached to an electronic device. Thus, the position, size and the
scope corresponding to the Solid-line part (a part of the lighting device for inspection)
cannot be found in the Design A-1.

C Form of Solid-line part and Design A-1
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The following corresponding features and different features are recognized about
forms of the Solid-line part and the Design A-1.

(A) Corresponding features

(A) Corresponding feature about the overall structure

A lateral cylindrical axial body is integrated with a plurality of substantially
disk-like fin parts having a diameter larger than the axial body and arranged at equal
intervals.

(B) Right-side surface shape of each fin part

Circumferences of the fin parts viewed from the right side (or in a right-side
surface oblique direction) are circular.

(B) Different features

(a) Different feature in the number of fin parts, and presence or absence of a
thick rear fin part

The solid-line part has three fin parts including a rear fin part which is thicker
than intermediate fin parts (about double) and configured to chamfer a circumferential
corner part in a rear end surface. The Design A-1 has four fin parts which are the same
in shape and size.

(b) Different feature in front shape of fin parts

When viewed from the front, the fin parts of the Solid-line part are substantially
vertically-long rectangular. The ratio between width and length of the intermediate fin
part is about 1:24 and that of the rear fin part is about 1:12. The shape of the fin parts
of the Design A-1 is substantially convex lens shape or unclear.

(c) Different feature in constituent ratio between axial body and fin parts

The ratio between the length of the axial body and the maximum length of the fin
parts viewed from the front is about 1:5 in the Solid-line part, and about 1:2.6 in the
Design A-1. The ratio between the width of the axial body (=interval of the fin parts)
and the width of the intermediate fin part is about 3:1 in the Solid-line part, and it is
unclear in the Design A-1.
(3) Determination of similarity between Registered design and Design A-1

When using a "lighting device for inspection”, which is an article to the design of
the Registered design, the whole of the article is exposed, and a user observes the article
in all directions. Especially, since the fin parts and the axial body of the Solid-line part
occupy about 1/5 in an axial direction of the upper part of the article, consumers
including a user or a trader of the article can observe in detail the fin parts and the axial
body from all directions. Thus, regarding determination of similarity of the design of

the "lighting device for inspection”, the shapes of the fin parts and the axial body are
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evaluated from a viewpoint of the consumers based on the assumption of using or
trading the article.

A Article to the design

As recognized in (2) A, the article to design of the Registered design and the
article to the design of the Design A-1 are different from each other.

B Usage and the function as well as the position, the size, and the scope of the
Solid-line part and Design A-1

As recognized in (2) B, the position, size and the scope corresponding to the
Solid-line part (a part of the lighting device for inspection) cannot be found in the
Design A-1.

C Evaluation of corresponding feature in form between the Solid-line part and
the Design A-1

The shape that a lateral cylindrical axial body is integrated with a plurality of fin
parts having a diameter larger than the axial body and arranged at equal intervals, and
circumferences of the fin parts viewed from the right side (or in a right-side surface
oblique direction) are circular, indicated in the corresponding feature (A) and the
corresponding feature (B), had been widely known before the filing of the application in
the design of the field of lighting device for inspection (for example, the design of
"Light Irradiation Device (1)") in Japanese Unexamined Patent Application Publication
No. 2004-111377 in the Publication of Unexamined Patent Application disclosed by
Japan Patent Office on April 8, 2004, see Appendix 5). Thus, it is hard to believe that
consumers focus on the shape. Therefore, it has to be said that the corresponding
feature (A) and the corresponding feature (B) have small effect on determination of
similarity between the Solid-line part and the Design A-1.

Accordingly, the corresponding features in form between the Solid-line part and
the Design A-1 have small effect on determination of similarity, and it should be said
that the corresponding features have small effect on determination of similarity even if
taking into consideration visual impression combined with the corresponding features.

D Evaluation of different feature in form between the Solid-line part and the
Design A-1

The different features in form between the Solid-line part and the Design A-1 are
evaluated as follows.

The different feature in front shape of each of the fin parts indicated in the
different feature (b), or the different feature between the substantially vertically-long
shape (Solid-line part) and the substantially convex lens shape or unclear (Design A-1),

is a difference in shape of the fin parts observed in detail by consumers, and the
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difference gives different aesthetic impression to the consumers. Thus, the different
feature (b) has a large effect on determination of similarity between the Solid-line part
and the Design A-1.

The different feature, indicated in the different feature (c), that the ratio between
the width of the axial body (=interval of the fin parts) and the width of the intermediate
fin part is about 3:1 in the Solid-line part, and it is unclear in the Design A-1, is a
different feature in shape of the Solid-line part and the Design A-1 observed from all
directions, and it is unclear whether consumers have the same aesthetic impression as
that the consumers have when viewing the Solid-line part having the ratio of about 3:1,
with respect to the Design A-1. The different feature that the ratio of the length of the
axial body occupied with respect to the maximum length of the fin parts is about twice
(=1/2.6+1/5) in the Design A-1 with respect to the Solid-line part, also gives different
visual impression to consumers. Thus, it has to be said that the different feature (c)
has a large effect on determination of similarity between the Solid-line part and the
Design A-1.

Regarding the different feature (a) that the thickness of the rear fin part is about
twice that of the intermediate fin parts (Solid-line part) and all fin parts have the same
thickness (Design A-1), consumers can find at a glance whether or not there is a thick
rear fin part. It should be said that this different feature gives different visual
impression to consumers. Thus, it has to be said that the different feature (a) has a
large effect on determination of similarity between the Solid-line part and the Design A-
1.

Accordingly, since the different feature (a) to the different feature (c) have a
large effect on determination of similarity between the Solid-line part and the Design A-
1, it can be said that the different features give the impression that the Solid-line part
and the Design A-1 are different from each other.

E Demandant's allegation

The Demandant alleges as follows: "The article described in Evidence A No. 1 is
a 'lighting device for inspection’, while the article described in Evidence A No. 1 is an
electronic device which is not limited to the 'lighting device for inspection.'
Accordingly, since the article 'lighting device for inspection' regarding the Registered
design is included in the article 'electronic device' described in Evidence A No. 1, the
article regarding the Registered design and the article described in Evidence A No. 1 are
common." (No.22(3)A)

However, since the Registered design is a "lighting device for inspection," which

is a finished product, while the Design A-1 is an "electronic device component", the
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article to the design is different. Even if a matter that an electronic device includes a
lighting device for inspection is approved, it cannot be said that a finished product is
identical with a component. Thus, the Demandant's allegation cannot be accepted.

F  Summary

As described above, regarding the Registered design and the Design A-1, they
are different in article to the design, and the Solid-line part and the Design A-1
(component) are also different in usage and function. The position, size, and the scope
corresponding to the Solid-line part cannot be found in the Design A-1. The
corresponding features in form have a small effect on determination of similarity, while
the different features have a large effect on determination of similarity. The
corresponding features give the impression that the Registered design and the Design A-
1 are different from each other despite the aesthetic impression given to consumers.
Thus, it cannot be said that the Registered design is similar to the Design A-1.

The Registered design, which is not similar to the Design A-1 (the design of
"Tower-type heatsink" described on p. 171 of the book "Perfect Introduction to Thermal
Design for Electronics") described in a publication which was distributed in Japan or a
foreign country before the filing of the application for the registration, does not fall
under the category stipulated in Article 3(1)(iii) of the Design Act. Thus, it cannot be
said that the Registered design should not be registered under the provisions of the main
paragraph of Article 3(1) of the Design Act.

Therefore, the Reason for invalidation 1 of the design registration alleged by the

Demandant is groundless.

4 Judgment on Reason for invalidation 2

We will examine whether the Registered design is a design which could be easily
created by a person skilled in the art on the basis of the Design A-1.
(1) Design A-1

The finding of the Design A-1 is as indicated in 3 (1).
(2) Judgment on creative difficulty

As described in 3 (2) C (B), the Solid-line part and the Design A-1 are different
in form. Especially, the form that the fin parts viewed from the front are substantially
vertically-long rectangular, the ratio between the width of the axial body and the width
of the intermediate fin part is about 3:1, and the thickness of the rear fin part is about
twice that of the intermediate fin parts, cannot be easily derived by a person skilled in
the art only from the form of the Design A-1 in which the ratio is unclear and the shape

of the fin parts is a substantially convex lens shape or unclear. It cannot be said that a
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person skilled in the field of the "lighting device for inspection" could easily create the
Registered design on the basis of the form of the Design A-1.
(3) Demandant's allegation

The Demandant alleges as follows: "The design described in Evidence A No. 1
(heat radiation part (tower-type heatsink)) is very well known, and it is a model for
thermal design technicians in the characteristics of the book. Thus, approving that one
party (having no relation with the author) exclusively uses a shape which is about the
same as the above shape in a lighting device for inspection is hard for thermal design
technicians, and prevents development of Japanese industries which aim to keep a
product competitive advantage in the global market." (No.22 (4) A)

However, the Solid-line part and the Design A-1 are obviously different in form
as indicated in 3 (2) C (B). The point alleged by the Demandant, "about the same",
cannot be approved, and the above Demandant's allegation based on the assumption of
the point cannot be accepted.

(4) Summary

As described above, it cannot be said that the Registered design could be easily
created by a person ordinarily skilled in the field of the Registered design on the basis
of the form of the Design A-1 which was publicly known in Japan or a foreign country
before the filing of the application for the registration.

Therefore, the Reason for invalidation 2 of the design registration alleged by the

demandant is groundless.

5 Judgment on Reason for invalidation 3

We will examine whether the Registered design is a design similar to the Design
A-2.

(1) Design A-2 (see Appendix 3)

The Design A-2 is a design of "[HV-27R" (coaxial spot lighting) described in
Material 1 of Evidence A No. 2 (see Appendix 3). According to the order form dated
July 26, 2002 for "[HV-27R" and the shipping information dated August 29, 2002
(Material 2 of Evidence A No. 2, see Appendix 3), it is recognized that the Design A-2
had been publicly known in Japan or a foreign country by 2002, which is before the
filing of the application for the Registered design.

A Article to the design of Design A-2

In "Image Labo" vol. 14 No. 10 (Material 4 of Evidence A No. 2, see Appendix
3) issued on October 1, 2003, which is before the filing of the application for the

Registered design, the following descriptions are included, "the best for work inspection
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on a mirror" as a usage of IHV series including "IHV-27R", and "a super brightness
type configured to condense power LED with higher output than a super brightness
LED by a unique technology" as characteristics.

According to the above descriptions, the article to the design of the Design A-2
(coaxial spot lighting) has a usage for work inspection and a function of condensing
LED.

The part, in the Design A-2, for which the design registration is requested as a
partial design of the Registered design; i.e., the part to be compared with the Solid-line
part, is a part corresponding to the Solid-line part (hereinafter referred to as "A-2
corresponding part").

B Usage and the function as well as the position, the size, and the scope of the
A-2 corresponding part

The A-2 corresponding part is a part of a coaxial spot lighting, which is formed
by integrating four fin parts located at the front right side with an axial body connecting
them, in the body part excluding a connector indicated as "SMR-03V-B". The A-2
corresponding part is assumed to have a usage and a function relating to heat radiation
of the coaxial spot lighting, occupies a size and the scope of a lateral width of about
1/4.5 of the total width in front view, and is located at the upper right in front view.

C Form of A-2 corresponding part

The form of the A-2 corresponding part is as follows.

The form of the Design A-2 is recognized in the direction of the drawings of the
Registered design shown in the written demand for trial Appendix 1. The figure of the
Design A-2 shown on the left of the Material 1 of Evidence A No. 2 is recognized as a
"front view".

(A) Overall structure

When viewed from the front, a lateral cylindrical axial body is integrated with
four substantially disk-like fin parts having a diameter slightly larger than the axial body
and arranged at equal intervals. Intermediate fin parts are the same in shape and size.
A fin part located at the end part (rear fin part) has almost the same shape as the
intermediate fin parts, and is larger in width (thickness) than the intermediate fin parts,
and a circumferential corner part in a rear end surface is chamfered.

On the right end surface, a cable of the connector (indicated as "SMR-03V-B" by
an indicating line) is connected. It is assumed that a connection part to the cable is
arranged, accordingly. (The shape of the connection part and the location in a lateral
direction on the right-side surface of the rear fin part are unclear.)

(B) Right-side surface shape of each fin part
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Circumferences of the fin parts viewed from the right-side surface (or right-side
surface oblique direction) are assumed to be circular ("@27" is indicated as a maximum
length of the fins. "@" is a symbol representing a diameter of a circle.)

(C) Front shape of each fin part

The ratio between the width and the length of the intermediate fin parts viewed
from the front is about 1:18, and that of the rear fin part is about 1:11. Thus, the rear
fin part is about 8/5 times as thick as the intermediate fin parts.

(D) Constituent ratio between axial body and fin parts

The ratio between the length of the axial body and the maximum length of the fin
parts viewed from the front is about 5:6.5. The ratio between the width of the axial
body (=interval of the fin parts) and the width of the intermediate fin part is about 5:8.5.
(2) Comparison between the Registered design and Design A-2

A Article to the design

The article to the design of the Registered design is a "lighting device for
inspection", and the article to the design of the Design A-2 is a "coaxial spot lighting".
They both have a usage for inspection, and have a function of emitting or condensing an
LED. Thus, the Registered design and the Design A-2 are identical in article to the
design.

B Usage and the function as well as the position, the size, and the scope of the
Solid-line part and the A-2 corresponding part

The Solid-line part and the A-2 corresponding part have a usage and a function
relating to heat radiation, and are located at the upper right in front view or on the right
side. It can be said that the Solid-line part having a width which occupies about 1/5 of
the total width in front view and the A-2 corresponding part having a width which
occupies about 1/4.5 of the total width of the body part in front view, are substantially
the same in size and scope in the whole of the design. Therefore, the Solid-line part
and the A-2 corresponding part are identical in usage and the function as well as the
position, the size, and the scope.

C Form of Solid-line part and A-2 corresponding feature

The following corresponding features and different features are recognized
between the Solid-line part and the A-2 corresponding part.

(A) Corresponding features

(A) Corresponding features about the overall structure

When viewed from the front, a lateral cylindrical axial body is integrated with a
plurality of disk-like fin parts having a diameter larger than the axial body and arranged

at equal intervals. Intermediate fin parts are the same in shape and size. A rear fin
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part has almost the same shape as the intermediate fin parts, and is larger in width
(thickness) than the intermediate fin parts, and a circumferential corner part in a rear
end surface is chamfered.

(B) Right-side surface shape of each fin part

Circumferences of the fin parts viewed from the right side (or in a right-side
surface oblique direction) are circular.

(C) Front shape of fin parts

The ratio between the width and the length of the rear fin part viewed from the
front is about 1:11 to 12.

(B) Different features

(a) Different feature in presence or absence of cable connection part

On the right end surface of the A-2 corresponding part, a connection part to the
cable is arranged. In the Solid-line part, there is no connection part to the cable.

(b) Different feature in the number of fin parts

The Solid-line part has three fin parts, while the A-2 corresponding part has four
fin parts.

(c) Different feature in the ratio between the length of the axial body and the
maximum length of the fin parts

The ratio between the length of the axial body and the maximum length of the fin
parts viewed from the front is about 1:5 in the Solid-line part and about 5:6.5 in the A-2
corresponding part.

(d) Different feature in the ratio between the width of the axial body and the
width of the intermediate fin parts

The ratio between the width of the axial body (=interval of the fin parts) and the
width of the intermediate fin parts is about 3:1 in the Solid-line part and about 5:8.5 in
the A-2 corresponding part.

(e) The ratio between the width and the length of the intermediate fins viewed
from the front is about 1:24 in the Solid-line part and about 1:18 in the A-2
corresponding part.
(3) Determination of similarity between Registered design and Design A-2

When using a "lighting device for inspection” or a "coaxial spot lighting", the
whole of the article is exposed, and a user observes the article in all directions.
Especially, since the fin parts and the axial body of the Solid-line part occupy about 1/5
in an axial direction of the upper part of the article, consumers including a user or a
trader of the article can observe in detail the fin parts and the axial body from all

directions. Thus, regarding determination of similarity of the design of the "lighting
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device for inspection" or the "coaxial spot lighting", the shapes of the fin parts and the
axial body are evaluated from a viewpoint of the consumers based on the assumption of
using or trading the article.

A Article to the design

As recognized in (2) A above, the Registered design and the Design A-2 are
identical in article to the design.

B Usage and the function as well as the position, the size, and the scope of the
Solid-line part and the A-2 corresponding part

As recognized in (2) B above, the Solid-line part and the Design A-2 are
identical in usage and the function as well as the position, the size, and the scope.

C Evaluation of corresponding feature in form between the Solid-line part and
the A-2 corresponding part

The shape that a lateral cylindrical axial body is integrated with a plurality of fin
parts having a diameter larger than the axial body and arranged at equal intervals,
intermediate fin parts are the same in shape and size, a rear fin part has almost the same
shape as the intermediate fin parts, and is larger in width (thickness) than the
intermediate fin parts, and circumferences of the fin parts viewed from the right side (or
in a right-side surface oblique direction) are circular, indicated in the corresponding
feature (A) and the corresponding feature (B), had been widely known before the filing
of the application in the design of the field of lighting device for inspection (for
example, the design of "Light Irradiation Device (1)") in Japanese Unexamined Patent
Application Publication No. 2004-111377 in the Publication of Unexamined Patent
Application disclosed by Japan Patent Office on April 8, 2004, (see Appendix 5).
Thus, it is hard to believe that consumers focus on the shape. Therefore, it has to be
said that the corresponding feature (A) and the corresponding feature (B) have small
effect on determination of similarity between the Solid-line part and the A-2
corresponding part.

Regarding the corresponding feature indicated in the corresponding feature (C)
that the ratio between the width and the length of the rear fin part viewed from the front
is about 1:11 to 12, it is hard to say that a unique visual impression is presented. Thus,
it can be said that the corresponding feature (C) has a small effect on determination of
similarity between the Solid-line part and the A-2 corresponding part.

Accordingly, the corresponding features in form between the Solid-line part and
the A-2 corresponding part have small effect on determination of similarity, and it
should be said that the corresponding features have small effect on determination of

similarity even if taking into consideration of visual impression combined with the
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corresponding features.

D Evaluation of different feature in form between the Solid-line part and the A-
2 corresponding part

The different features in form between the Solid-line part and the A-2
corresponding part are evaluated as follows.

The difference indicated in the different feature (a) about the presence or absence
of a connection part to the cable on the right end surface, is a difference that consumers
can find at a glance, and it can be said that this difference creates different aesthetic
impression to the consumers who observe the Solid-line part and the A-2 corresponding
part. Thus, the different feature (a) has a large effect on determination of similarity
between the Solid-line part and the A-2 corresponding part.

The difference indicated in the different feature (c) that the ratio between the
length of the axial body and the maximum length of the fin parts viewed from the front
is about 1.5 (Solid-line part) and about 5:6.5 (A-2 corresponding part), is a difference
that a diameter of the axial body with respect to the maximum diameter of the fin parts
in the Solid-line part is about 1/4 times (=1/5+5/6.5) as thick as that in the A-2
corresponding part. The axial body in the Solid-line part gives an extremely thin and
light impression to consumers as compared with the A-2 corresponding part. Thus, it
can be said that this difference has a large effect on determination of similarity between
the Solid-line part and the A-2 corresponding part.

The difference indicated in the different feature (d) that the ratio between the
width of the axial body (=intervals of the fin parts) and the width of the intermediate fin
parts is about 3:1 (Solid-line part) and about 5:8.5 (A-2 corresponding part), is a
difference that the axial body is thick in the Solid-line part and the intermediate fin parts
are thick in the A-2 corresponding part. The difference having the reversal of
thickness gives different visual impression to consumers. Thus, the different feature
(d) has a large effect on determination of similarity between the Solid-line part and the
A-2 corresponding part.

Regarding the difference indicated in the different feature (e) that the ratio
between the width and the length of the intermediate fin parts viewed from the front is
about 1:24 (Solid-line part) and about 1:18 (A-2 corresponding part), the ratio of the
width with respect to the length in the A-2 corresponding part is about 4/3 (= 1.3) times
the ratio in the Solid-line part. The magnification 1.3 is a slight difference and it is
hard to say that the difference gives a different visual impression to consumers. Thus,
the different feature (e) has a small effect on determination of similarity between the

Solid-line part and the A-2 corresponding part.
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Regarding the different feature (b) that the number of the fin parts is 3 or 4, since
there are various examples about the number of fin parts in the design of the field of
lighting device for inspection (e.g., two in the Design A-3), it is hard to say that
consumers observing the Solid-line part especially focus on the fact that the number of
fin parts is three. Thus, the different feature (b) has a small effect on determination of
similarity between the Solid-line part and the A-2 corresponding part.

The different feature (a), the different feature (b), and the different feature (c)
have large effect on determination of similarity between the Solid-line part and the A-2
corresponding part. Therefore, even if the effect of the different feature (b) and the
different feature (e) is small, considering all the different features in form between the
Solid-line part and the A-2 corresponding part, it can be said that the different features
have a large effect on determination of similarity between the Solid-line part and the A-
2 corresponding part, and give the impression that the Solid-line part and the A-2
corresponding part are different from each other.

E Demandant's allegation

The Demandant's allegation is as follows: The Demandee argued that "Even if
the projection is a fin, it is arranged around the side of the casing, and it is not arranged
behind the casing like the Registered design".

However, the design of Evidence A No. 2 includes a rear member (part behind
the step) having only a heat radiation effect without component housing function. (No.
23(2)B ()

However, regardless of whether the A-2 corresponding part (axial body with four
fin parts) recognized in (1) C (A) has the component housing function, as indicated in G,
the corresponding feature (a), the corresponding feature (c), and the corresponding
feature (d) still have a large effect on determination of similarity between the Solid-line
part and the A-2 corresponding part. Thus, the Demandant's allegation cannot be
accepted.

F  Summary

As described above, the Registered design and the Design A-2 are identical in
article to the design and in usage and the function as well as the position, the size, and
the scope. In the form of the Solid-line part and the A-2 corresponding part, the
corresponding features have a small effect on determination of similarity. Considering
all the different features, the different features have a large effect on determination of
similarity between the Solid-line part and the A-2 corresponding part, and give the
impression that the Solid-line part and the A-2 corresponding part are different from

each other. Thus, it cannot be said that the Registered design is similar to the Design
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A-2.

Accordingly, the Registered design, which is not similar to the Design A-2 (the
design of "IHV-27R" (coaxial spot lighting) described in the Material 1 of Evidence A
No. 2) which was publicly known in Japan or a foreign country before the filing of the
application for design registration, does not fall under the category stipulated in Article
3(1)(ii1) of the Design Act. Thus, it cannot be said that the Registered design should
not be registered under the provisions of the main paragraph of Article 3(1) of the
Design Act.

Therefore, the Reason for invalidation 3 of the design registration alleged by the

demandant is groundless.

6 Judgment on Reason for invalidation 4

We will examine whether the Registered design is a design which could be easily
created by a person skilled in the art on the basis of the Design A-2.
(1) Regarding Design A-2

The finding of the Design A-2 is as indicated in 5 (1).
(2) Judgment of creative difficulty

As indicated in 5 (2) C (B), the Solid-line part and the Design A-2 are different
in form from each other. The form of the Solid-line part where no connection part to
the cable is arranged on the right end surface, the ratio between the length of the axial
body and the maximum length of the fin parts viewed from the front is about 1:5, and
the ratio between the width of the axial body (=intervals of the fin parts) and the width
of the intermediate fin parts is about 3:1, cannot be easily derived only from the form of
the A-2 corresponding part where a connection part to the cable is arranged on the right
end surface, the ratio between the length of the axial body and the maximum length of
the fin parts viewed from the front is about 5:6.5, and the ratio between the width of the
axial body (=intervals of each of the fin parts) and the width of the intermediate fin
parts is about 5:8.5. It cannot be said that the Registered design could be easily
created by a person skilled in the field of "lighting device for inspection" on the basis of
the form of the Design A-2.
(3) Demandant's allegation

The Demandant's allegation is as follows: The Demandee argues that "In the
Design A-2, the power cable is drawn out from the casing rear end, however, it is hard
to believe that a person skilled in the art of the field of article could easily create it as
long as it does not depart from the design idea." However, as indicated in A (B), the

matter that "the power cable does not penetrate through, and there is no slot through
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which the power cable is drawn out in the rear end surface" cannot be an essential part.
(No.23(2)B (D))

However, the court ruled, in the decision (June 27, 2018) of the revocation of
trial decision (2018 (Gyo-ke) 10020) cited by the Demandant, only that the Plaintiff's
argument common feature, "the form in which there is no slot through which the power
cable is drawn out in the rear end surface of the rear fin part, or the power cable is not
drawn out", cannot be recognized as a common feature that can be concretely
recognized visually because only the fact "there is no slot through which the power
cable is drawn out in the rear end surface of the rear fin part, or the power cable is not
drawn out" can be indirectly grasped. The court did not rule that the form cannot be an
essential part (The word "essential part" is not used in "No. 4 Judgment by the court" in
the above decision).

Therefore, the Demandant's allegation cannot be accepted.
(4) Summary

As described above, it cannot be said that the Registered design could be easily
created by a person ordinarily skilled in the field of the Registered design on the basis
of the form of the Design A-2 which was publicly known in Japan or a foreign country
before the filing of the application for design registration.

Therefore, the Reason for invalidation 4 of the design registration alleged by the

demandant is groundless.

7 Judgment on Reasons for invalidation 5

We will examine whether the Registered design is a design similar to the Design
A-3.
(1) Design A-3 (see Appendix 4)

The Design A-1 is a design of Design Registration No. 1175712 (lighting device
for inspection) described in the design bulletin (Evidence A No. 3, see Appendix 4).
The design bulletin was issued on June 16, 2003, which is before the filing of the
application for the Registered design.

A Article to the design of Design A-3

According to the description of Evidence A No. 3, the article to the design of the
Design A-3 is a "lighting device for inspection". Evidence A No. 3 [Description of the
article to the design] includes the following description, "This article is a lighting device
used in a factory, or the like, to inspect appearance or flaw of a product by irradiating
the product with light".

In the Design A-3, the part for which the design registration is requested as a
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partial design of the Registered design, or a part to be compared with the Solid-line part,
is a part corresponding to the Solid-line part (hereinafter referred to as the "A-3
corresponding part").

B Usage and the function as well as the position, the size, and the scope of the
A-3 corresponding part

The A-3 corresponding part is a part of a lighting device for inspection which is
formed by integrating two fin parts located at the upper right in front view and an axial
body connecting them. The A-3 corresponding part is assumed to have a usage and a
function relating to heat radiation of the lighting device for inspection, occupies a size
and the scope of a lateral width of about 1/7 of the total width in front view, and is
located at the upper right in front view.

C Form of A-3 corresponding part

The form of the A-3 corresponding part is as follows.

(A) Overall structure

When viewed from the front, a lateral cylindrical axial body is integrated with
two disk-like fin parts having a diameter larger than the axial body. A fin part located
at the end part (rear fin part) on the right side has almost the same shape as the
intermediate fin parts on the left side, and is larger in width (thickness) than the
intermediate fin parts, and a circumferential corner part in a rear end surface is
chamfered.

(B) Right-side surface shape of each fin part

Circumference of the fin part viewed from the right-side surface (or right-side
surface oblique direction) is circular.

(C) Front shape of each fin part

The ratio between the width and the length of the intermediate fin parts viewed
from the front is about 1:23, and that of the rear fin part is about 1:10. The rear fin
part is about 9/4 times as thick as the intermediate fin parts.

(D) Constituent ratio between axial body and fin parts

The ratio between the length of the axial body and the maximum length of the fin
parts viewed from the front is about 5:12. The ratio between the width of the axial
body (=interval of each of the fin parts) and the width of the intermediate fin part is
about 9:4.

(E) Regarding through-hole

Each of the fin parts includes a circular through-hole located close to an upper
end viewed from the right side. According to the "Front view illustrating state of use",

a cable is inserted through the through-hole.
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(2) Comparison between the Registered design and the Design A-3

A Article to the design

The article to the design of the Registered design is a "lighting device for
inspection”, and the article to the design of the Design A-3 is a "lighting device for
inspection". Thus, the Registered design and the Design A-3 are identical in article to
the design.

B Usage and the function as well as the position, the size, and the scope of the
Solid-line part and the A-3 corresponding part

The Solid-line part and the A-3 corresponding part both have a usage and a
function relating to heat radiation of a lighting device for inspection, and are located at
the upper right in front view or on the right side. The Solid-line part whose width
occupies about 1/5 of the total width in front view and the A-3 corresponding part
whose width occupies about 1/7 are not identical in size and the scope in the whole of
the design. However, this difference is due to the number of fin parts, and there are
various examples about the number of fin parts in the design of the field of lighting
device for inspection (e.g., four in the Design A-2). Thus, the size and the scope of the
Solid-line part and the size and the scope of the A-3 corresponding part are identical in
that both are common in the field of lighting device for inspection.

Therefore, the Solid-line part and the A-3 corresponding part are identical in
usage and the function as well as the position, the size, and the scope.

C Form of the Solid-line part and the A-3 corresponding part

The following corresponding features and different features are recognized in the
Solid-line part and the A-3 corresponding part.

(A) Corresponding features

(A) Corresponding feature about the overall structure

When viewed from the front, a lateral cylindrical axial body is integrated with a
plurality of disk-like fin parts having a diameter larger than the axial body and arranged
at equal intervals. A rear fin part has almost the same shape as intermediate fin parts,
and is larger in width (thickness) than the intermediate fin parts, and a circumferential
corner part in a rear end surface is chamfered.

(B) Right-side surface shape of each fin part

Circumferences of the fin parts viewed from the right-side surface (or right-side
surface oblique direction) are circular.

(C) Front shape of each fin part

The ratio between the width and the length of the intermediate fin parts viewed
from the front is about 1:23 to 24, and that of the rear fin part is about 1:10 to 12. The
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rear fin part is about twice as thick as the intermediate fin parts.
(B) Different features
(a) Different feature in presence or absence of through-hole
Each of the fin parts of the A-3 corresponding part includes a circular through-
hole located close to an upper end viewed from the right side. There is no through-
hole in the Solid-line part.
(b) Different feature in the number of fin parts
The Solid-line part includes three fin parts, while the A-3 corresponding part
includes two fin parts.
(c) Different feature in the ratio between the length of the axial body and the
maximum length of the fin parts
The ratio between the length of the axial body and the maximum length of the fin
parts viewed from the front is about 1:5 in the Solid-line part, and about 5:12 in the A-3
corresponding part.
(d) Different feature in the ratio between the length of the axial body and the
length of the intermediate fin parts
The ratio between the length of the axial body (=intervals of the fin parts) and
the length of the intermediate fin parts is about 3:1 in the Solid-line part and about 9:4
in the A-3 corresponding part.
(3) Determination of similarity between the Registered design and the Design A-3
When using a "lighting device for inspection", the whole of the article is exposed,
and a user observes the article in all directions. Especially, since the fin parts and the
axial body of the Solid-line part occupy about 1/5 in an axial direction of the upper part
of the article, consumers including a user or a trader of the article can observe in detail
the fin parts and the axial body from all directions. Thus, regarding determination of
similarity of the design of the "lighting device for inspection", the shapes of the fin parts
and the axial body are evaluated from a viewpoint of the consumers based on the
assumption of using or trading the article.
A Article to the design
As recognized in (2) A, the Registered design and the Design A-3 are identical in
article to the design.
B Usage and the function as well as the position, the size, and the scope of the
Solid-line part and the A-3 corresponding part
As recognized in (2) B, the Solid-line part and the A-3 corresponding part are
identical in usage and the function as well as the position, the size, and the scope.

C Evaluation of corresponding feature in form between the Solid-line part and
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the A-3 corresponding part

The shape that a lateral cylindrical axial body is integrated with a plurality of fin
parts having a diameter larger than the axial body and arranged at equal intervals, a rear
fin part has almost the same shape as intermediate fin parts, and is larger in width
(thickness) than the intermediate fin parts, and circumferences of the fin parts viewed
from the right side (or in a right-side surface oblique direction) are circular, indicated in
the corresponding feature (A) and the corresponding feature (B), had been widely
known before the filing of the application in the design of the field of lighting device for
inspection (for example, the design of "Light Irradiation Device (1)") in Japanese
Unexamined Patent Application Publication No. 2004-111377 in the Publication of
Unexamined Patent Application disclosed by Japan Patent Office on April 8, 2004, see
Appendix 5). Thus, it is hard to believe that consumers focus on the shape.
Therefore, it has to be said that the corresponding feature (A) and the corresponding
feature (B) have a small effect on determination of similarity between the Solid-line part
and the A-3 corresponding part.

Regarding the corresponding feature indicated in the corresponding feature (C)
that the thickness of the rear fin part is about twice the intermediate fin parts, it is hard
to say that a certain aesthetic impression is created through the eyes of consumers.
Regarding the corresponding feature that the ratio between the width and the length of
the intermediate fins viewed from the front is about 1:23 to 24, it is hard to say that a
unique visual impression is presented. Thus, it can be said that the corresponding
feature (C) has a small effect on determination of similarity between the Solid-line part
and the A-3 corresponding part.

Accordingly, the corresponding features in form between the Solid-line part and
the A-3 corresponding part have small effect on determination of similarity, and it
should be said that the corresponding features have small effect on determination of
similarity even if taking into consideration of visual impression combined with the
corresponding features.

D Evaluation of different feature in form between the Solid-line part and the A-
3 corresponding part

The different features in form between the Solid-line part and the A-3
corresponding part are evaluated as follows.

The difference indicated in the different feature (a) about the presence or absence
of a circular through-hole through which a cable is inserted and located close to an
upper end viewed from the right side in each fin part, is a difference that consumers can

find at a glance, and it can be said that this difference creates different aesthetic
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impression to the consumers who observe the Solid-line part and the A-3 corresponding
part. Thus, the different feature (a) has a large effect on determination of similarity
between the Solid-line part and the A-3 corresponding part.

The difference indicated in the different feature (c) that the ratio between the
length of the axial body and the maximum length of the fin parts viewed from the front
is about 1:5 (Solid-line part) and about 5:12 (A-3 corresponding part), is a difference
that a diameter of the axial body with respect to the maximum diameter of the fin parts
in the Solid-line part is 1/2 or less as compared with that in the A-3 corresponding part.
The axial body in the Solid-line part gives an extremely thin and light impression to
consumers. Thus, it can be said that this difference has a certain effect on
determination of similarity between the Solid-line part and the A-3 corresponding part.

The difference indicated in the different feature (d) that the ratio between the
width of the axial body (=intervals of the fin parts) and the width of the intermediate fin
parts is about 3:1 (Solid-line part) and about 9:4 (A-3 corresponding part) that indicates
about 3:1.3, is a slight difference. It is hard to say that the difference gives different
visual impression to consumers. Thus, the different feature (d) has a small effect on
determination of similarity between the Solid-line part and the A-3 corresponding part.

Regarding the different feature (b) that the number of the fin parts is 3 or 4, since
there are various examples about the number of fin parts in the design of the field of
lighting device for inspection (e.g., four in the Design A-2), it is hard to say that
consumers observing the Solid-line part especially focus on the number of fin parts
being three. Thus, the different feature (b) has a small effect on determination of
similarity between the Solid-line part and the A-3 corresponding part.

The different feature (a) and the different feature (c) have large effect on
determination of similarity between the Solid-line part and the A-3 corresponding part.
Therefore, even if the effect of the different feature (b) and the different feature (d) is
small, considering all the different features in form between the Solid-line part and the
A-3 corresponding part, it can be said that the different features have a large effect on
determination of similarity between the Solid-line part and the A-3 corresponding part,
and give the impression that the Solid-line part and the A-3 corresponding part are
different from each other.

E Demandant's allegation

The Demandant's allegation is as follows: The Demandee alleges that "In the
right side view and the reference A-A enlarged cross-sectional view, a through-hole is
formed in a fin-like member. Consumers or a person skilled in the art can clearly

understand that the through-hole is a cable through-hole for holding a power cable or
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allowing the cable to pass through". However, as indicated in A (B), the matter that
"the power cable does not penetrate through, and there is no slot through which the
power cable is drawn out in the rear end surface" cannot be an essential part. (No.2 3
(2) B (E))

However, the court ruled, in the decision (June 27, 2018) of the revocation of
trial decision (2018 (Gyo-ke) 10020) cited by the Demandant, only that the Plaintiff's
argument common feature, "the form in which there is no slot through which the power
cable is drawn out in the rear end surface of the rear fin part, or the power cable is not
drawn out", cannot be recognized as a common feature that can be concretely
recognized visually because only the fact "there is no slot through which the power
cable is drawn out in the rear end surface of the rear fin part, or the power cable is not
drawn out" can be indirectly grasped. The court did not rule that the form cannot be an
essential part (The word "essential part" is not used in "No. 4 Judgment by the court" in
the above decision).

Therefore, the Demandant's allegation cannot be accepted.

G Summary

As described above, regarding the Registered design and the Design A-3, they
are identical in article to the design, and the Solid-line part and the A-3 corresponding
part are identical in usage and the function as well as the position, the size, and the
scope. The corresponding features in form between the Solid-line part and the A-3
corresponding part have a small effect on determination of similarity. Considering all
the different features, the different features have a large effect on determination of
similarity between the Solid-line part and the A-3 corresponding part, and give the
impression that the Solid-line part and the A-3 corresponding part are different from
each other. Thus, it cannot be said that the Registered design is similar to the Design
A-3.

Accordingly, the Registered design, which is not similar to the Design A-3 (the
design of Design Registration No. 1175712 (lighting device for inspection) described in
the design bulletin) described in a publication (Evidence A No. 3) distributed in Japan
or a foreign country before the filing of the application for design registration, does not
fall under the category stipulated in Article 3(1)(ii1) of the Design Act. Thus, it cannot
be said that the Registered design should not be registered under the provisions of the
main paragraph of Article 3(1) of the Design Act.

Therefore, the Reason for invalidation 5 of the design registration alleged by the

demandant is groundless.
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8 Judgment on Reason for invalidation 6

We will examine whether the Registered design is a design which could be easily
created by a person skilled in the art on the basis of the Design A-3.

(1) Regarding Design A-3

The finding of the Design A-3 is as indicated in 7 (1).

(2) Judgment of creative difficulty

As indicated in 7 (2) C (B), the Solid-line part and the Design A-3 are different
in form from each other. The form of the Solid-line part where no circular through-
hole is arranged close to an upper end viewed from the right side, and the ratio between
the length of the axial body and the maximum length of the fin parts viewed from the
front is about 1:5, cannot be easily derived only from the form of the A-3 corresponding
part where a circular through-hole is arranged close to the upper end viewed from the
right side and the ratio between the length of the axial body and the maximum length of
the fin parts viewed from the front is about 5:12. It cannot be said that the Registered
design could be easily created by a person skilled in the field of "lighting device for
inspection" on the basis of the form of the Design A-3.

(3) Demandant's allegation

The Demandant's allegation is as follows: The Demandee argues that "In the
Design A-3, the power cable is drawn out from the casing rear end, however, it is hard
to believe that a person skilled in the art of the field of article could easily create it as
long as it does not depart from the design idea." However, as indicated in A (B), the
matter that "the power cable does not penetrate through, and there is no slot through
which the power cable is drawn out in the rear end surface" cannot be an essential part.
(No.23(2)B (F))

However, the court ruled, in the decision (June 27, 2018) of the revocation of
trial decision (2018 (Gyo-ke) 10020) cited by the Demandant, only that the Plaintiff's
argument common feature, "the form in which there is no slot through which the power
cable is drawn out in the rear end surface of the rear fin part, or the power cable is not
drawn out", cannot be recognized as a common feature that can be concretely
recognized visually, because only the fact "there is no slot through which the power
cable is drawn out in the rear end surface of the rear fin part, or the power cable is not
drawn out" can be indirectly grasped. The court did not rule that the form cannot be an
essential part (The word "essential part" is not used in "No. 4 Judgment by the court" in
the above decision).

Therefore, the Demandant's allegation cannot be accepted.

(4) Summary
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As described above, it cannot be said that the Registered design could be easily
created by a person ordinarily skilled in the field of the Registered design on the basis
of the form of the Design A-3 which was publicly known in Japan or a foreign country
before the filing of the application for design registration.

Therefore, the Reason for invalidation 6 of the design registration alleged by the

Demandant is groundless.

9 Judgment on Reason for invalidation 7

We will examine whether the Registered design is a design which could be easily
created by a person skilled in the art on the basis of the Design A-1 and the Design A-2.
(1) Regarding Design A-1 and Design A-2

The finding of the Design A-1 is as indicated in 3 (1) above and the finding of
the Design A-2 is as indicated in 5 (1) above.

(2) Judgment of creative difficulty

As indicated in 3 (2) C (B), the Solid-line part and the Design A-1 are different
in form from each other. As indicated in 5(2) C (B), the Solid-line part and the Design
A-2 are also different in form from each other. The form of the Solid-line part where
the ratio between the length of the axial body and the maximum length of the fin parts
viewed from the front is about 1:5, and the ratio between the width of the axial body
(=intervals of the fin parts) and the width of the intermediate fin parts is about 3:1,
cannot be easily derived only from the Design A-1 and the Design A-2. It cannot be
said that the Registered design could be easily created by a person skilled in the field of
"lighting device for inspection" on the basis of the form of the Design A-1 and the form
of the Design A-2.

(3) Demandant's allegation

The Demandant's allegation is as follows, "it is natural for a person skilled in the
art to replace the rear end fin of the design of Evidence A No. 1, which has been very
popular for the person skilled in the art and well known, by a known thick rear end fin
as described in Evidence A No. 2" (No. 2 3 (2) B (G)).

However, even if it is natural to increase the thickness of the rear fin on the basis
of the form of the Design A-2, as described above, the form of the Solid-line part where
the ratio between the length of the axial body and the maximum length of the fin parts
viewed from the front is about 1:5 and the ratio between the width of the axial body and
the width of the intermediate fin parts is about 3:1, cannot be easily derived. Thus, the
Demandant's allegation cannot be accepted.

(4) Summary
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As described above, it cannot be said that the Registered design could be easily
created by a person ordinarily skilled in the field of the Registered design on the basis
of the form of the Design A-1 and the form of the Design A-2 which were publicly
known in Japan or a foreign country before the filing of the application for design
registration.

Therefore, the Reason for invalidation 7 of the design registration alleged by the

demandant is groundless.

10 Judgment on Reason for invalidation 8

We will examine whether the Registered design is a design which could be easily
created by a person skilled in the art on the basis of the Design A-1 and the Design A-3.
(1) Regarding Design A-1 and Design A-3

The finding of the Design A-1 is as indicated in 3 (1) above and the finding of
the Design A-3 is as indicated in 7 (1) above.
(2) Judgment of creative difficulty

As indicated in 3 (2) C (B) above, the Solid-line part and the Design A-1 are
different in form from each other. As indicated in 7(2) C (B) above, the Solid-line part
and the Design A-3 are also different in form from each other. The form of the Solid-
line part where the fin parts viewed from the front are substantially vertically-long
rectangular, there is no circular through-hole close to an upper end viewed from the
right side, and the ratio between the length of the axial body and the maximum length of
the fin parts viewed from the front is about 1:5, cannot be easily derived only from the
Design A-1 where the shape of the fin parts viewed from the front is substantially
convex lens shape or unclear and the Design A-3 where there is a circular through-hole
close to an end viewed from the right side. It cannot be said that the Registered design
could be easily created by a person skilled in the field of "lighting device for inspection"
on the basis of the form of the Design A-1 and the form of the Design A-3.
(3) Demandant's allegation

The Demandant's allegation is as follows, "it is natural for a person skilled in the
art to replace the rear end fin of the design of Evidence A No. 1, which has been very
popular for the person skilled in the art and well known, by a known thick rear end fin
as described in Evidence A No. 3" (No. 2 3 (2) B (H)).

However, even if it is natural to increase the thickness of the rear fin as shown in
the form of the Design A-3, as described above, the form of the Solid-line part cannot
be easily derived only from the design of the Design A-1 and the design of the Design

A-3. Thus, the Demandant's allegation cannot be accepted.
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(4) Summary

As described above, it cannot be said that the Registered design could be easily
created by a person ordinarily skilled in the field of the Registered design on the basis
of the form of the Design A-1 and the form of the Design A-3 which were publicly
known in Japan or a foreign country before the filing of the application for design
registration.

Therefore, the Reason for invalidation 8 of the design registration alleged by the

Demandant is groundless.

No. 6 Closing

As described above, all of the Reasons for invalidation 1 to Reasons for
invalidation 8 alleged by the Demandant are groundless. Thus, the registration of the
Registered design cannot be invalidated under the provisions of Article 48(1) of the

Design Act.

The costs in connection with the trial shall be borne by the Demandant under the
provisions of Article 61 of the Code of Civil Procedure which is applied mutatis
mutandis in the provisions of Article 169(2) of the Patent Act which is applied mutatis
mutandis in the provisions of Article 52 of the Design Act.

Therefore, the trial decision shall be made as described in the conclusion.

November 27, 2018

Chief administrative judge: KIMOTO, Naomi
Administrative judge: KOBAYASHI, Hirokazu
Administrative judge: WATANABE, Kumi
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