Appeal decision

Appeal No. 2020-3523

Appellant SONY CORPORATION

Patent Attorney GOMI, Asuka

The case of appeal against the examiner's decision of refusal of Japanese Design
Application No. 2018-18826 entitled "ELECTRONIC COMPUTER WITH CAMERA
FUNCTION" has resulted in the following appeal decision.

Conclusion
The examiner's decision is revoked.

The design in the application shall be registered.

Reason
No. 1 History of the procedures
The present application is an application for design registration filed on August

29, 2018, and the main history of the procedures is as follows.

Dated March 27, 2019 Notice of reasons for refusal

May 8, 2019 Submission of written opinion

May 8, 2019 Submission of written amendment

Dated July 10, 2019 Decision to dismiss amendment

Dated December 4, 2019 Examiner's decision of refusal

March 13, 2020 Appeal against the examiner's decision of
refusal

April 22, 2020 Submission of written amendment

No. 2 The design in the application

The design in the application was filed to request a design registration of a part
of an article. According to the description of the application of this application, the
article to the design of the design in this application is ""ELECTRONIC COMPUTER
WITH CAMERA FUNCTION," and the shape, patterns or colors, or any combination
thereof (hereinafter, "the shape, patterns or colors, or any combination thereof" are also

referred to as "the form") are as described in the application and the drawings attached
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to the application (See Appendix 1).

No. 3 Reasons for refusal stated in the examiner's decision

The reasons for refusal stated in the examiner's decision are that it is
acknowledged that the design in the application could have been easily created by a
person who has ordinary skill in the field of the article (hereinafter, referred to as "a
person skilled in the art") based on shape, patterns or colors, or any combination thereof
that were publicly known in Japan or a foreign country, prior to the filing of the
application for design registration, and thus it falls under the provisions of Article 3(2)
of the Design Act. Concretely, the reason for refusal is as follows.

"It is acknowledged that the design in the application for design registration requests the
design registration for a part of an image displayed in a display portion of
'ELECTRONIC COMPUTER WITH CAMERA FUNCTION' as partial designs.

In articles widely including 1images for operation, which includes
'ELECTRONIC COMPUTER WITH CAMERA FUNCTION' relating to the design in
the application for design registration, as shown in Design 1 to Design 4 for example, it
was a form publicly known before the filing of the application that a rectangular frame
for displaying a thumbnail image of a taken photograph is superimposed and displayed
small at various positions on a display screen.

Further, as shown in FIGS. 5 to 7 of Design 1 and Design 5, it was also a form
publicly known before the filing of the application that a vertically long rectangular
frame for displaying an image including a thumbnail image is displayed at the upper
right of a display screen with a slight space from a frame of the display screen.

Therefore, the design in the application superimposes and displays just a
vertically long rectangular frame for displaying a thumbnail image at the upper right of
the display screen in a publicly known form, and merely expresses it as a design of an
image relating to an electronic computer with a camera function, so that it is

acknowledged that it could have been easily created by a person skilled in the art.

Design 1

US Patent and Trademark Gazette September 29, 2015

Design of image relating to Screen of Portable information terminal (Registration No.
US D739880S)

(Publicly Known Information in Design Division of Japan Patent Office No.
HH27320865)

Design 2
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Description in publication of unexamined patent applications issued by JPO

Japanese Unexamined Patent Application Publication No. 2005-033384

Design of image relating to a digital camera shown in FIG. 8

Design 3

Description in publication of unexamined patent applications issued by JPO

Japanese Unexamined Patent Application Publication No. 2009-260600

Design of image relating to an electronic camera shown in FIG. 4

Design 4

South Korean Design Trademark Gazette No. 13-07 on March 8, 2013

Design of image relating to Digital Camera (Registration No. 30-0683789)

(Publicly Known Information in Design Division of Japan Patent Office No.
HH25408272)

Design 5

US Patent and Trademark Gazette April 11, 2017

Design of Image for Display Screen (Registration No. US D783640S)

(Publicly Known Information in Design Division of Japan Patent Office No.
HH29307838)"

No. 4 Judgment by the body

In the following, it will be examined whether or not the written amendment by
the Appellant on April 22, 2020 changes the gist of the description of the initial
application and the drawing attached to the application, and it will examined and judged
whether or not the design in the application falls under the provision of Article 3(2) of
Design Act; that is, whether or not the design in the application could have been easily

created by a person skilled in the art.

1 Regarding whether or not the written amendment changes the gist of the drawings
(1) The description of the initial application and the drawing attached to the application
(see Appendix 1)

A The description of the initial application

In the description of the initial application, it is described that the article to the
design is "ELECTRONIC COMPUTER WITH CAMERA FUNCTION," and
"Description of the article to the design" and "Description of the design" are described
as follows.
(A) Description of the article to the design

The article relating to the design in the application is a smart phone type
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electronic computer, which is mainly held in a palm for use. On a side surface, a
sensor is embedded, and a user can take a photograph by touching an optional place on
the side surface while holding the article in the application in his/her palm. When
touching the side surface as represented in Reference View 1 showing a state of use, an
image is changed to the state in Reference View 2 showing a state of use, and then a
photograph is taken. When the photograph is taken, as shown in a front view, a
thumbnail image of the taken photograph is displayed at a position where operation
such as tapping with a thumb is easy in the state based on the touched place. If the
user taps on this, the photograph is enlarged and the user can check the content of the
photograph just taken. In the application, there is shown a state in which a user takes a
photograph of a man playing a guitar, and a thumbnail image thereof is displayed on a
display screen.

(B) Description of the design

The part represented by the solid line is the part for which the design registration
is requested as a partial design. A partial enlarged front view is an enlarged view of
the image part displayed on the display screen. Since only portions other than the part
for which the design registration is requested appear, a rear view, a left side view, and a
bottom view are omitted.

B Regarding the description of the initial application and the gist of the
drawings attached to the application

According to the description of the initial application, the article to the design of
the application (hereinafter, referred to as "the article in the application") is a smart
phone type electronic computer having a camera function. When a user taps an
optional position on a side surface to take a photograph, a thumbnail image of the
photograph is displayed at a position that is easy to tap with a thumb, and the thumbnail
image is enlarged and displayed by thumb tapping.

Then, in "Reference View 1 showing a state of use " attached to the application,
it is shown that a user taps the upper part of the right side surface portion that is an
optional position on the side surface of the article in the application with a thumb of a
hand holding the article in the application, and in a "front view," the thumbnail image is
displayed at a position that can be tapped with the thumb of the hand at the same
holding position (upper right of a front surface portion of the article in the application).
Then, it is acknowledged that the user performs the operation of sequentially tapping
the upper part of the right side surface portion and the upper right of the front surface
portion with the thumb of the hand at the same holding position.

The thumbnail image displayed by the first operation, according to the "front
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view" (and the "partial enlarged front view"), is "the part represented by the solid line"
at the upper right in the front surface display portion, and this portion is the part for
which the design registration is requested as a partial design. "The part represented by
the solid line" has a vertically long rectangular shape (an aspect ratio of about 1.8:1),
occupies about 1/3.4 (vertical direction) and 1/3.1 (lateral direction) of the entire front
surface display portion, and slightly separates from the right end of the front surface
display portion (separates only by about 1/6 of the lateral width of "the part represented
by the solid line").
(2) The written amendment dated April 22, 2020 (see Appendix 2)

A Changes of "Description of the article to the design"
(A)

The description "When touching the side surface as represented in Reference
View 1 showing a state of use, an image is changed to the state in Reference View 2
showing a state of use, and then a photograph is taken" of the initial application was

n

changed to " When touching an optional place on the side portion as represented in
Reference View 1 showing a state of use, an image is changed to the state in Reference
View 2 showing a state of use, and then a photograph is taken".
(B)

The description "If touching an optional place A shown in the figure showing
that the user touches the optional place A, a thumbnail image is displayed as shown in a
figure of an image appearing when touching the optional place A. If touching an
optional place B shown in the same way, a thumbnail image is displayed in a figure
appearing when touching the optional place B, and if touching an optional place B in
the same way, a thumbnail image is displayed as shown in a figure appearing when
touching the optional place C" was added.
©

The description "On a side surface, a sensor is embedded, and a user ... touching
an optional place on the side surface while holding the article in the application in
his/her palm" of the initial application was changed to "on the side portion, a sensor is
provided, and a user ... touching an optional place on the side portion while holding the
article in the application in his/her palm".

B Addition of drawings

non

"The figure showing that the user touches the optional place A," "the figure of an

nn

image appearing when touching the optional place A," "the figure showing that the user
touches the optional place B," "the figure of an image appearing when touching the

optional place B," and "the figure showing that the user touches the optional place C,"
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"the figure of an image appearing when touching the optional place C," were added.

In "the figure showing that the user touches the optional place A," it is shown
that the user taps slightly below the center of the left side surface portion of the article
in the application with a thumb of a hand holding the article in the application. In "the
figure showing that the user touches the optional place B" and "the figure showing that
the user touches the optional place C," it is shown that the user taps the lower part of the
right side surface portion and the upper part of the left side surface portion, respectively.
In "the figure of an image appearing when touching the optional place A," the
thumbnail image is displayed at a position that can be tapped with the thumb of the
hand at the same holding position (slightly below the center on the left side of the front
surface portion of the article in the application), and it is acknowledged that the user
performs the operation of sequentially tapping slightly below the center of the left side
surface portion and slightly below the center on the left side of the front surface portion
with the thumb of the hand at the same holding position. Similarly, in "the figure of an
image appearing when touching the optional place B" and "the figure of an image
appearing when touching the optional place C," the thumbnail images are displayed at
the lower right of the front surface portion and the upper left of the front surface portion,
and it is acknowledged that the user taps with the thumb of the hand at the same holding
position.

In "the figure of an image appearing when touching the optional place A," "the
figure of an image appearing when touching the optional place B," and "the figure of an

image appearing when touching the optional place C," "the part represented by the solid
line" (thumbnail image) has a vertically long rectangular shape (an aspect ratio of about
1.8:1), occupies about 1/3.4 (vertical direction) and 1/3.1 (lateral direction) of the entire
front surface display portion, and slightly separates from the right end of the front
surface display portion (separates by about 1/6 of lateral width of "the part represented
by the solid line"), and slightly separates from the left end, the right end, and the left
end of the front surface display portion, respectively (all of them separate only by about
1/6 of the lateral width of "the part represented by the solid line").
(3) Judgment as to whether or not the gist is changed

A In the description of the initial application and the gist of the drawings
attached to the application, as described in (1) B above, it is acknowledged that the user
takes a photograph by tapping an optional position on the side surface, so that the
description changes of (2) A (A) above that explains that "Reference View 1 showing a

state of use " shows that an optional position on the side surface is tapped, does not

change the gist.
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B In the description of the initial application and the gist of the drawings
attached to the application, as described in (1) B above, it is acknowledged that the user
performs the operation of sequentially tapping the upper part of the right side surface
portion and the upper right of the front surface portion which are optional positions on
the side surface of the article in the application with the thumb of the hand at the same
holding position, so that the addition of "the figure showing that the user touches the
optional place A" and "the figure of an image appearing when touching the optional
place" does not change the gist. Similarly, the addition of "the figure showing that the

nn

user touches the optional place B," "the figure of an image appearing when touching the

optional place B," "the figure showing that the user touches the optional place C," and
"the figure of an image appearing when touching the optional place C" does not change
the gist.

Accordingly, the description changes of (2) A (B) above and the addition of the
drawings of (2) B above do not change the gist.

C Although the description changes of (2) A (C) above are the changes from "a
side surface" to "a side portion" and from "is embedded" to "is provided," the former
two words are synonymous, and the latter two explanations have the same spirit, so that
neither changes the gist of the description of the application.

D Therefore, the written amendment dated April 22, 2020 does not change the
description of the initial application and the gist of the drawings attached to the

application.

2. Regarding whether or not the design in the application could have been easily created
(1) Recognition of the design in the application

In the body, the design in the application is recognized as follows (see Appendix
1). Further, "Description of the article to the design" of the application and "the figure

nn

showing that the user touches the optional place A," "the figure of an image appearing

nn

when touching the optional place A," "the figure showing that the user touches the

nn

optional place B," "the figure of an image appearing when touching the optional place
B," "the figure showing that the user touches the optional place C," and "the figure of an
image appearing when touching the optional place C," which are the drawings attached
to the application, were changed or added by the written amendment submitted on April
22, 2020 (see Appendix 2).

A Article to the design

The article to the design of the design in the application (hereinafter, referred to

as "the article in the application") is "an electronic computer with a camera function,"
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and in "Description of the article to the design" of the application, it is described as
follows.
"The article relating to the design in the application is a smart phone type electronic
computer, which is mainly held in a palm for use. On a side portion, a sensor is
provided, and a user can take a photograph by touching an optional place on the side
portion while holding the article in the application in his/her palm. When touching an
optional place on the side portion as represented in Reference View 1 showing a state of
use, an image is changed to the state in Reference View 2 showing a state of use, and
then a photograph is taken. When the photograph is taken, as shown in a front view, a
thumbnail image of the taken photograph is displayed at a position where operation
such as tapping with a thumb is easy in the state based on the touched place. If
touching an optional place A shown in the figure showing that the user touches the
optional place A, a thumbnail image is displayed as shown in a figure of an image
appearing when touching the optional place A. If touching an optional place B shown
in the same way, a thumbnail image is displayed in a figure appearing when touching
the optional place B, and if touching an optional place B in the same way, a thumbnail
image is displayed as shown in a figure appearing when touching the optional place C.
If tapping this, the photograph is enlarged and the user can check the content of the
photograph just taken. In the application, there is shown a state in which a user takes a
photograph of a man playing a guitar, and a thumbnail image thereof is displayed in a
display screen".

Further, in "Description of the design," it is described as follows.
"The part represented by the solid line is the part for which the design registration is
requested as a partial design. A partial enlarged front view is an enlarged view of the
image part displayed on the display screen. Since only portions other than the part for
which the design registration is requested appear, a rear view, a left side view, and a
bottom view are omitted".

B Usage and function of the article in the application

According to "Description of the article to the design" above and the drawings
attached to the application, the article in the application is a smart phone type electronic
computer having a camera function, and has the usage and function that a user takes a
photograph by tapping an optional position on a side portion.

C Image displayed on a front surface

On a front surface of the design in the application, a rounded-corner vertically
long rectangular display portion (physical screen) is arranged while a margin portion

remains on a periphery thereof, and a rounded-corner laterally long rectangular image
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(hereinafter, referred to as "the image in the application") is displayed in the whole area
in the display portion. The part for which the design registration is requested as a
partial design is "the part represented by the solid line" in the image in the application
(hereinafter, referred to as "the image part in the application"), and the part represented
by the broken line does not configure the image part in the application. Further, the
part represented by the broken line in the image in the application is a man (subject)
playing a guitar, and the part represented by the broken line in the image part in the
application is a content of the taken photograph.

Since the image part in the application is a thumbnail image, and is enlarged and
displayed by tapping, it is an image that is provided for use in the operation carried out
in order to perform the camera function of the article in the application. It can be
assumed that it is an image recorded in the article in the application. And it is
acknowledged that the article in the application is an article subjected to Design Act.
Therefore, it is acknowledged that the image in the application configures an image
stipulated in Article 2(2) of the Design Act (Design Act revised in 2006).

D Usage and function of the image part in the application

The image part in the application is a thumbnail image of the taken photograph,

nn

and as shown in "Reference View 1 showing a state of use," "the figure showing that the
user touches the optional place A," "the figure showing that the user touches the
optional place B," and "the figure showing that the user touches the optional place C,"
has a function of being displayed at a position that can be tapped (position of the front
surface portion close to the optional position of the side portion) with a thumb of the
hand at the same holding position in a front view, when a user taps an optional position
on a side portion of the article in the application with the thumb of the hand holding the
article in the application.

The usage of the image part in the application is to check the content of the taken
photograph as a reduced image (thumbnail image), and also to enable a user to enlarge
and display the image part in the application by thumb tapping to check the content of
the enlarged photograph.

E Position, size, and scope of the image part in the application in the image in
the application

The image part in the application is located at the upper right of the image in a
"front view," and is located slightly below the center on the left side of the front surface
portion, the upper right of the front surface portion, and the upper left of the front
surface portion, respectively in "the figure of an image appearing when touching the

nn

optional place A," "the figure of an image appearing when touching the optional place
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B," and "the figure of an image appearing when touching the optional place C".

n n

In the "front view," "the figure of an image appearing when touching the

nan

optional place A," "the figure of an image appearing when touching the optional place
B," and "the figure of an image appearing when touching the optional place C," the
vertical width of the image part in the application is about 1/3.4 of the vertical width of
the image in the application, and the lateral width of the image part in the application is
about 1/3.1 of the lateral width of the image in the application. Further, in each view,
the image part in the application slightly separates from the left end or the right end, and
an interval between the left end and the right end is about 1/6 of the lateral width of the
image part in the application.

F Form of the image part in the application

The form of the image part in the application is a vertically long rectangular

shape, and an aspect ratio thereof is about 1.8:1.

(2) Recognition of the Cited Design

The designs cited in reasons for refusal stated in the examiner's decision are
recognized as follows. All of the designs are described in the bulletins issued by the
Japan Patent Office or the Patent Offices of other countries, and the types of the
bulletins or the name of the drawings are as described in No. 3 above.

A Design 1 (the issue date of the design bulletin is September 29, 2015. See
Appendix 3)

(A) Regarding Design 1

Design 1 represents a screen of a portable information terminal, and a thumbnail
image is included in a landscape image.

(B) Position, size, and scope of the part corresponding to the image part in the
application

The part corresponding to the image part in the application in Design 1
(hereinafter, referred to as "Design 1 Part") is the thumbnail image displayed in the
image. In FIG. 2 to FIG. 4, it is arranged slightly to the right side in contact with an
upper end of the image while a margin portion remains at a left end, a lower end, and a
right end of the image, and in FIG. 5 to FIG. 7, it is located at the upper right of the
image.

In FIG. 2, the vertical width of Design 1 Part is about 1/1.1 of the entire image,
and the lateral width thereof is the same (Design 1 Part has a shape similar to the entire
image). In FIG. 3, FIG. 4, FIG. 5, FIG. 6 and FIG. 7, the vertical width of Design 1
Part is about 1:1.4, about 1:1.9, about 1:2.6, about 1:5.4, and about 7.3 of the vertical
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width of the entire image, respectively and the lateral width thereof is the same (Design
1 Part has a shape similar to the entire image).

Further, an interval between Design 1 Part and the left end of the image in FIG. 2
is about 1/14 of the entire image, and an interval between Design 1 Part and the right
end of the image is about 1/57 of that. An interval between Design 1 Part and the left
end of the image in FIG. 3 is about 1/6 of the entire image, and an interval between
Design 1 Part and the right end of the image is about 1/12 of that. An interval between
Design 1 Part and the left end of the image in FIG. 4 is about 1/3 of the entire image,
and an interval between Design 1 Part and the right end of the image is about 1/9 of that.
An interval between Design 1 Part and the right end of the image in FIG. 5 is about 1/12
of the entire image, and an interval between Design 1 Part and the upper end of the
image is about 1/31 of that. An interval between Design 1 Part and the right end of the
image in FIG. 6 is about 1/14 of the entire image, and an interval between Design 1 Part
and the upper end of the image is about 1/21 of that. An interval between Design 1
Part and the right end of the image in FIG. 7 is about 1/19 of the entire image, and an
interval between Design 1 Part and the upper end of the image is about 1/23 of that.

(C) Usage and function of Design 1 Part

From FIG. 2 to FIG. 7, Design 1 Part has a function of gradually reducing and
moving to the upper right of the entire screen.

The usage of Design 1 Part is to check the content of a taken photograph as a
reduced image (thumbnail image).

(D) Form of Design 1 Part
The form of Design 1 Part is a vertically long rectangular shape, and an aspect

ratio thereof is about 1.4:1.

B Design 2 (the issue date of the design bulletin is February 3, 2005. See
Appendix 4)
(A) Regarding Design 2

Design 2 represents a liquid crystal screen of a digital camera, and a thumbnail
image is pop-up displayed at the upper left of the last taken subject image 68. In FIG.
8 (A), the subject image is lateral, and the thumbnail image 69 is also lateral. In FIG. 8
(B), the subject image is lateral, and the thumbnail image 70 is vertical.
(B) Position, size, and scope of the part corresponding to the image part in the
application

The part corresponding to the image part in the application in Design 2

(hereinafter, referred to as "Design 2 Part") is the thumbnail image displayed in the
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image, and in FIG. 8 (A) and (B), it is arranged closer to the upper left corner of the
image while a margin portion remains at a left end and an upper end of the image.

In FIG. 8 (A). the vertical width of Design 2 Part is about 1/3 of the vertical
width of the entire image, and the lateral width is the same (Design 2 Part has a shape
similar to the entire image). Design 2 Part of FIG. 8 (B) is a sideways version of that
of FIG. 8 (B), and a ratio occupied in the entire image is the same.

Further, an interval between Design 2 Part and the left end of the image in FIG. 8
(A) and (B) is about 1/43 of the lateral width of the entire image, and an interval
between Design 2 Part and the upper end of the image is about 1/24 of the entire image.
(C) Usage and Function of Design 2 Part

In FIG. 8 (A), "Thumbnail A" of a list (90) pop-up displayed at the upper right of
the subject image is selected, and a thumbnail image 69 among thumbnail images 69 to
72 is displayed. In FIG. 8 (B), "Thumbnail B" is selected and the thumbnail image 70
is displayed. Design 2 Part has a function of displaying one of four types of
thumbnails with different orientations by a user selecting from the four types of the
thumbnails in the list.

The usage of Design 2 Part is to check a subject image as a reduced image
(thumbnail image).

(D) Form of Design 2 Part

In FIG. 8 (A), the form of Design 2 Part is a laterally long rectangular shape, and

an aspect ratio thereof is about 1.5:1. In FIG. 8 (B), the form of Design 2 Part is a

vertically long rectangular shape, and an aspect ratio thereof is about 1:1.5.

C Design 3 (the issue date of the design bulletin is November 5, 2009. See
Appendix 5)
(A) Regarding Design 3

Design 3 represents a screen displayed when a photographing mode is set in an
electronic camera, and thumbnail images 31, 32, 33 reducing a picked-up image are
arranged and superimposed on the picked-up image.
(B) Position, size, and scope of the part corresponding to the image part in the
application

The part corresponding to the image part in the application in Design 3
(hereinafter, referred to as "Design 3 Part") comprises three thumbnail images displayed
in the image of FIG. 4. The thumbnail image 31 on the left side is located slightly to
the left of the center of the image, and the center thumbnail image 32 and the thumbnail

image 33 on the right side are located slightly to the right of the center of the image and

12 / 34



slightly above the center of the right end portion, respectively.

Ratios occupied in the entire image of the three thumbnail images are the same,
the vertical width of the thumbnail images is about 1/8.3 of the entire image, and the
lateral width thereof is about 1/8.6 of the entire image.

Further, there is a very small interval between the thumbnail image on the right
side and the right end of the image.

(C) Usage and function of Design 3 Part

Design 3 Part has a function of deciding a display position thereof according to a
photographing position.

The usage of Design 3 Part is to check a picked-up image as a reduced image
(thumbnail image).

(D) Form of Design 3 part
The form of Design 3 Part is a laterally long rectangular shape, and an aspect

ratio is about 1.5:1.

D Design 4 (the issue date of the design bulletin is March 8, 2013. See
Appendix 6)

(A) Regarding Design 4

Design 4 represents a screen of a digital camera, and a thumbnail image is
included in an image of a person.

(B) Position, size, and scope of the part corresponding to the image part in the
application

The part corresponding to the image part in the application in Design 4
(hereinafter, referred to as "Design 4 Part") is a thumbnail image displayed in an image.
It is arranged while a margin portion remains on a periphery thereof in FIG. Al.1, and is
arranged at the lower left in FIG. B1.1 to FIG. E1.1.

In FIG. Al.1, the vertical width of Design 4 Part is about 1/1.1 of the vertical
width of the entire image, and the lateral width is the same (Design 4 Part has a shape
similar to the entire image). In FIG. B1. 1 and FIG. C1.1, the vertical width of Design
4 Part is about 1/1.3 and about 1/2.1 of the vertical width of the entire image,
respectively, and the lateral width thereof is the same (Design 4 Part has a shape similar
to the entire image). In FIG. D1.1 and FIG. E1.1, the vertical width of Design 4 Part is
about 1/4.1 of the vertical width of the entire image, and the lateral width thereof is
about 1/7.3.

Further, intervals between Design 4 Part and the left end of the image and the
right end of the image in FIG. Al.1 are about 1/18 of the lateral width of the entire
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image, and intervals between Design 4 Part and the upper end of the image and the
lower end of the image are about 1/20 of the vertical width of the entire image. An
interval between Design 4 Part and the left end of the image in FIG. B1. 1 and FIG. C1.
1 is about 1/102 of the lateral width of the entire image, and an interval between Design
4 Part the lower end of the image is about 1/44 of the vertical width of the entire image.
An interval between Design 4 Part and the left end of the image in FIG. D1.1 and FIG.
El.1 is about 1/35 of the lateral width of the entire image, and an interval between
Design 4 Part and the lower end of the image is about 1/22 of the vertical width of the
entire image.
(C) Usage and function of Design 4 Part

From FIG. Al.1 to FIG. D1.1, Design 4 Part has a function of gradually reducing
and moving to the lower left of the entire screen.

The usage of Design 4 Part is to check the content of a taken photograph as a
reduced image (thumbnail image).
(D) Form of Design 4 Part

In FIG. Al.1 to FIG. C1.1, the form of Design 4 Part is a laterally long
rectangular shape, and an aspect ratio thereof is about 1:1.8. In FIG. D1.1 to FIG. E1.1,
Design 4 Part is a form in which two generally rounded-corner square shapes are

overlapped while slightly and diagonally deviating in position.

E Design 5 (the issue date of the design bulletin is April 11, 2017. See
Appendix 7)

(A) Regarding Design 5

Design 5 represents an image for a display screen, and three icons and one
section are included in the image.

(B) Position, size, and scope of the part corresponding to the image part in the
application

The part corresponding to the image part in the application in Design 5
(hereinafter, referred to as "Design 5 Part") is a section displayed in the image and is
located at the upper right of the entire image.

The vertical width of Design 5 Part is about 1/4.2 of the vertical width of the
entire image represented by the broken line, and the lateral width thereof is the same
(Design 5 Part has a shape similar to the entire image).

Further, an interval between Design 5 Part and the right end of the image is
about 1/14 of the lateral width of the entire image, and an interval between Design 5

Part and the upper end of the image is about 1/26 of the vertical width of the entire
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image.
(C) Usage and function of Design 5 Part

In the lower part in the image, a reverse icon, an end icon, and a mute icon are
lined up in order from the left, so that Design 5 is presumed to be a video phone image,
and it is acknowledged that a face of a partner during a call is displayed in the entire
image, and the user's face is displayed in Design 5 Part. Accordingly, the usage and
function of Design 5 Part is for the user to check his/her own face during a video phone
call.
(D) Form of Design 5 Part

The form of Design 5 Part is a vertically long rectangular shape, and an aspect

ratio thereof is about 1.8:1.

(3) Regarding the creative difficulty of the design in the application

It will be examined whether or not the design in the application falls under the
provisions of Article 3 (2) of Design Act; that is, whether or not a person skilled in the
art could have easily created the design in the application.

First, although the article in the application is a smart phone type electronic
computer having a camera function, and has the usage and function of enabling a user to
take a photograph by tapping an optional position on a side portion, all of Design 1 to
Design 5 lack such usages and functions. Therefore, since the form of the article
taking a photograph by tapping an optional position on the side part is not represented in
Design 1 to Design 5, it cannot be said that it could have been easily created by a person
skilled in the art.

Next, although the usage of the image part in the application; that is, the usages
of checking the content of the taken photograph as a reduced image (thumbnail image)
and enlarging and displaying the image part in the application by tapping to check the
content of the enlarged photograph were widely known before the filing of the
application without citing an example, Design 1 to Design 5 do not have the function of
the image part in the application; that is, the function that the user taps an optional
position on the side portion of the article in the application with a thumb of a hand
holding the article in the application and the image part in the application (thumbnail
image) is displayed at a position (position of the front surface portion close to the
optional position on the side portion) that can be tapped with the thumb of the hand at
the same holding position. Therefore, it cannot be said that the form of the image
having the function of the image part in the application could have been easily created

by a person skilled in the art, based on Design 1 to Design 5.
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Then, the form of the image part in the application is a vertically long
rectangular shape with an aspect ratio of about 1.8:1, and although an image having a
section with the same aspect ratio was common before the filing of the application (for
example, Design 5), as recognized in (1) E above, the image part in the application
slightly separates from the left end or the right end in any of the figures, and has a
regularity that the interval is constant at about 1/6 of the lateral width of the image part
in the application. Such an arrangement is not represented in Design 1 to Design 3, so
that it cannot be said that it could have been easily created by a person skilled in the art.

Therefore, it cannot be said that the design in the application could have been
easily created by a person skilled in the art, based on the designs cited in reasons for

refusal stated in the examiner's decision.

No. 5 Closing

As described above, it cannot be said that the design in the application could
have been easily created by a person who has ordinary skill in the field of the article
based on shape, patterns or colors, or any combination thereof that were publicly known
in Japan or a foreign country, prior to the filing of the application for design registration,
under Article 3(2) of the Design Act, and thus the present application should not be
rejected based on the reasons for refusal of the examiner's decision.

In addition, as the result of the further body's examination, no other reason for

rejecting the application concerned is found.

Therefore, the appeal decision shall be made as described in the conclusion.

September 30, 2020

Chief administrative judge: KITASHIRO, Shinichi
Administrative judge: KOBAYASHI, Hirokazu
Administrative judge: HAMAMOTO, Fumiko
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a2y United States Design Patent (o) Patent No.: US D739.880 S

Robertson (45) Date of Patent: =+ Sep. 29, 2015
(54] DISPLAY PANEL WITH AN ANIMATED DESCRIPTION
COMPUTER ICON

FIG. 1 isafront view ofa display panel. showing a first imege

in a sequence for an animated computer icon;

o FIG. 2 is a second image thereof?

(22) Filed:  Oet.24,2013 FIG. 3 is o third image thereof:
” FIG. 4 is a fourth image thereof

G o AT . y FIG. 5 is a fifth image thereof;

The ornamental design for o display panel with en animated @6 6 i o sixih imape thereof: nnd,

camputer icon. substantially as shown and described. FIG. 7 is a seventh image thereof.

Durinng amimation, the inmages trnsilion sequemtinlly among
the imagesshown in FIGS, 1 through 7. The process or period
in which one image transitons to another forms no part of the
cloimed design.

The brokeén line showing of a mabile device illustrateés envi-
ronmental imatter, and the broken lines within the display
panel, including the images within the thumbnails, illustrate
portions of the articlethat form po part of the cloimed design.

(21) Apph. No.: 20/470,738

AiEEI EIE1 Appendix 3 Design 1
KEFHFEEZELAHR 2015F9HA29H US Patent and Trademark Gazette
September 29, 2015

23 / 34



EERAERERHOERE (BEEFSUS D7398808) [CRIEBDE
[ Design of image relating to Screen of Portable information terminal
(Registration No. US D739880S)

FHFFTEERANMENESEHH27320865%5) (Publicly Known
Information in Design Division of Japan Patent Office No. HH27320865)
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FIG. 3

FIG. 4

FIG. 6

FIG. 5

FIG. 7
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(43 EME FRI7E2AIE2005.2.3)
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AiEE4 EIE2 Appendix 4 Design 2
YHEFTRITONBYEIFARECE Description in publication of unexamined patent
applications issued by JPO
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#¥BF2005—033384 Japanese Unexamined Patent Application
Publication No. 2005-033384
BIZHLHEINTIRAILAASIZRIEBZRDER Design of image

relating to a digital camera shown in FIG. 8
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A#EES EIES3 Appendix 5 Design 3
YHEFTRITONBYEFARECE. Description in publication of unexamined patent
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applications issued by JPO

¥B2009—260600 Japanese Unexamined Patent Application
Publication No. 2009-260600

AIZHODOEIN-BFHWATICHRLEBRDEE  Design of image relating to

an electronic camera shown in FIG. 4
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Appendix 6 Design 4
N/2013FE3A8H13—-07

Design Trademark Gazette No. 13-07 on March 8, 2013
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TORILAAS (BiFES30—0683789) IZZRAEEZRDER Design
of image relating to Digital Camera (Registration No. 30-0683789)

HFHFTEERA ANENESEHH2540827258) (Publicly Known
Information in Design Division of Japan Patent Office No. HH25408272)
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HIHEE 7 BIE5

KE IR AR
201 7% 4H11A%T

FURAT L—2R7 T —HER (2EEUS D78364058) @
Er
(BFTEERAMEHESEHH29307838%)

a2 United States Design Patent o Patent No.:

Apodaca et al.

US D783,640 S

45) Date of Patent: «« Apr.11,2017

(54] DISPLAY SCREEN OR PORTION THEREOF
WITH GRAPHICAL USER INTERFACE

{21) Appl. No.: 29/576,134

{22) Filed: Aug. 31, 2016

(57) CLAIM

The omamental design for a display screen or portion
thereof with graphical vser interface, as shown and
described.

DESCRIPTION

The FIGURE is a front view of a display scroen or porticn
thereof with graphical user interfoce showing the claimed
desigin.

The outermost broken lines in the FIGURE show a display
screen or portion thereof and form no part of the claimed
design. The other broken lines in the FIGURE show portions
of the graphical wser interface thal form no pard of the
claimed design.

RIHREE 7

ZES5

——————————————————————————————

Appendix 7 Design 5

KESFHEEAH2017FE481 1 BRST
Gazette April 11, 2017
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TA4ARTL—RYV)—RER (BEESUS D783640S) DEE

Design of Image for Display Screen (Registration No. US D783640S)
HFHFTEERL ANENESEHH293078385) (Publicly Known
Information in Design Division of Japan Patent Office No. HH29307838)
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