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Statistics

State of Isracl A
Ministry of Justice

The Israeli
Patent Office

Patent Applications Filed vs. Patents Granted in 2001-2011
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@5 Expedited Examination Routes—

11 ” 1 i y
In turn” examination Dt of Tatics

The Israeli
Patent Office

m  “In turn” expedited examination routes have been formulated in order
to:

» Enhance the public’s and the applicant’s legal certainty through

harmonization

> Reduce the PTO’s work load




Modified examination: Article

State of Israel P
s Ministry of Justice

17(c) to the Patents Law

The Israeli
Patent Office

m Article 17(c) to the Patents Law states that an application may be
allowed on the basis of a parallel application granted in one of the

following territory/patent offices:

Austria

Australia

United States of America
Germany

Denmark

United Kingdom
Russian Federation
Japan

European Patent Office
Norway

Canada

Sweden
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Modified examination, Article

State of Israel P}
Ministry of Justice Fr g

17(c) to the Patents Law

The Israeli
Patent Office

514

S

Mechanics, Electronics, Chemistry Biotechnology
Computers, Medical Devices

Israel Patent Office 6



The Israeli
Patent Office

Commissioner’s Circulars

MN 70, 71 , State of Israel

Ministry of Justice v

According to Commissioner Circular M.N 70, an application will be
allowed if a patent was granted to a corresponding application (a
common priority is not claimed) in one of the countries listed for Article

17(c) of the Patents Law

According to Commissioner Circular M.N 71, an application will be
allowed if a positive IPER or IPRP was formulated for a related PCT

application




@: Expedited Examination Routes—

State of Israel P
s Ministry of Justice

out of turn

The Israeli
Patent Office

m  Out of turn expedited examination routes have been formulated in order
to:

» Enhance legal certainty of the public and the applicant by reducing the wait

time until the first Office Action
> Facilitate prospective enforcement
» Promote public interest (catering to the old, promoting CleanTech, etc.)

» Share work products and thereby reducing backlogs




@Z Expedited Examination (1/4) State of Isracl

The Israeli
Patent Office

Ministry of Justice

m Article 19(a) of the Patents Law (10" amendment will enter into force on

12/01/2013) allows an applicant to file a request for expedited

examination if a reasonable reason exists, such as:

>
>

Advanced age or medical condition of the applicant

A Commissioner Notice that allows an expedition of the examination due to
an examination carried out on a corresponding application

A suspected infringement

A public benefit

A third party will have to delay R&D efforts if the application will be

examined in turn
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The Israeli
Patent Office

Expedited Examination 2/4

State of Israel

Ministry of Justice v
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Expedited Examination 3/4

State of Israel P
s Ministry of Justice

The Israeli
Patent Office
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61 Expedited Examination (4/4) State of Isracl

Ministry of Justice 1

d

The Israeli
Patent Office

m The applicant is required to:
» File an affidavit

» Pay afee if required

12



The Israeli
Patent Office

@: Green Inventions
State of Isracel y
s Ministry of Justice '

“Green inventions” are patent applications where the described
invention helps improve the environment:
» By delaying factors contributing to the earth heating
» Reducing air or water pollution

» Promoting non-polluting agriculture

» Promoting alternative energy

As part of a global trend, the ILPO has decided to expedite the
examination of such inventions (Commissioner Circular M.N. 76) due to

their new classification

The search and examination report is produced within 3 months of

classifying the invention as being “green”

Israel Patent Office 13



@: Green Inventions - Statistics
State of Israel

2 Ministry of Justice v

The Israeli
Patent Office

m Applications refused as "green"” m Green Applications

40
30
20

10

2011

2012

In 2010-2012, 4 patents originating from “green” applications were granted

14



@: Priority Claim — 3 months
' __State of Isracl

Ministry of Justice
The Israeli
Patent Office

m The Commissioner’s Notice published on 28/11/2010, states that:

> An applicant may request an expedited examination if he declares he will

claim priority from the Israeli application

» The applicant will receive an examination report within three months from

approval of his request

» The applicant can request that the examination report will be produced in

English

s

W

15



@ PPH (Patent Prosecution

The Israeli
Patent Office

State of Isracel W
Ministry of Justice i

S

e
QS

First Office

Office Allowed
- |::> Claims
ion R A
= |

Second Office

Frovide prosecution history
documents of the first office (if
not available via network)

Copies of
office
action

Request
for PPH

7

Accelerated Exab

Claims X must
sufficiently correspond
to Allowed Claims X

Additional
Search and
Examination

16




The Israeli
Patent Office

M.N. 70

M.N. 71

Modified Examination
17(c)

Expedited
Examination Section
35

Green Invention

IL Priority Claim
(Commissioner’s
Notice 28/11/2010)

PPH

Advancement

out of turn

Indication of a
patentable
claimin a

corresponding
application

Detailed
grounds

State of Israel
Ministry of Justice

Affidavit

Request for a
common
priority

17



@; PPH Requirements 1/2
Misl:i::ﬁ,?{:klr:ﬂice / ’

The Israeli
Patent Office

m Application requirements:
’-' Patent
» Explicitly derive from the basic application F',}. l ﬁ&j’ﬁiﬁﬁ""”

> At least one claim was accepted by the OFF

» The claims filed at the ILPO as an OSF must sufficiently correspond to the

claims accepted by the OFF

18



@5 PPH Requirements 2/2
g Vi of e [H g

The Israeli
Patent Office

Patent
F’}:’){ Pr?)segcution
[ B | Highway

» Fill out the form (a common bi-lingual, dual route and multi-national form)

m  Applicant requirements:

available at ILPO website
» Fee payment (subject to Article 19(a) that enters into force on 12/01/2013)

» Make sure the substantive examination of the application at the ILPO has

not begun

> Itis also possible to apply in parallel by email to

19
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@ State of Isracl
Ministry of Justice

The Israeli
Patent Office

I PPH FORM

4. Cited documents by the OFF or the
WO/ISA, WO/IPEA or IPER

4.1 Documents cited by OFF are attached
4.2 Documents cited by OFF are available
via its web site

4.3 Documents cited by the WO/ISA,
WO/TPEA or IPER (except for IL patents or
IL patent application publications) are
attached

-2 OFF -2 ywmzw oonon .4
IPER & WO/ISA, WO/IPEA
OFF ="y uugw 0°2mon 2" 4.1
OFF -7 "y w0myw o°onon 4.2
OFF =71 5w 010k Nk 717 00w
=1y WmEw 0onon 2"¥n 4.3
IPER & WO/ISA, WO/IPEA

B =
Note: A document that is required to be submitted to the Israel Patent Office should be in English or in DULIUD MWP) DUDILD LYY
an official Israeli language. To fulfill said requirement, either a verified translation or a machine (ooxe
translation to the satisfaction of the examiner are admissible. or ™

4.4 Documents cited in the WO/ISA, WOISA, -2 wmxw owonon 4.4

Patent Prosecution Highwav (PPH) -7 2199722 n130»2 731°03 nTpa? Owps oD

PCT PPH -m

oo

Request for Accelerated Examination under the Patent Prosecution Highwa
(PPH) and PCT-PPH

TRA0R AINT W TR PRI PW DMWY SOW IR NYAND N1NY DU0ILSR MWI? AwAT? WATIw Ja0n 92 Yy avn
IR PET MPaw 83152 0102 K DRI D30N3 13 Mwyt 1t 70 ow'?

1. Bibliography:

1.1 IL application number:

1.2 Corresponding PCT/national
application(s) number(s) at the Office of
First Filing (OFF) :

1.3 Identify an example no. from the
arrangement that deseribes the relationship
between the ILPO application and the
corresponding application (if such an
example does not exist, describe the
relationship in words)

1.4 Mark the OFF's or ISA/IPEA’s name:

2. OFF Office Actions or International
Work Products (WO/ISA, WO/IPEA or
IPER):

2.1 Copy of OFF office actions are attached:

2.2 OFF office actions available via its
internet site

2.3 Copy of international work products are
attached

or

2.4 Copy of the above mentioned was filed
on
3. Copy of the claims that are allowable
by the OFF, WO/ISA, WO/IPEA or IPER
3.1 The claims of the corresponding OFF
application are attached

3.2 The claims of the corresponding OFF
application are available via its internet site
3.3 The claims determined to be allowable
by the ISA or IPEA are attached

or

3.4 The allowable claims by the ISA or
IPEA were filed on

CODKPTO as National Authority
OIPO as National Authority
[JUSPTO as National Authority
CJUSPTO as ISA/IPEA
[CINBPR as National Authority
[CONBPR as ISA/IPEA

CTIPO as National Authority*
*asof 01/11/2012

o 0DOoOa0O

a

oo

sTpaaThana 1

T NPRAYST Awpan Noon 1.1
NT/nemIRen n/awpan /son 1.2
anwsaa mwna PCT/mfapnn
Office of First ) Awp2n NK mmaw
:(Filing [OFF]=

DRNPY DO0TAR KPATT 90n Y 1.3
DPORATT AWPAT 13 wRn 2107
RN U0 X OR) T77apnn nwpa?
(M7 noon

7 ow nx w OFF -7 ow nx 120 1.4
ISA/TPEA

PCT-7 OFF -a» a3z mmT .2
(IPER ® WO/IPEA \WO/ISA)
=11 9w Arn2 MM Sw pnvn 2"sn 2.1
OFF

o wa1 OFF-1 5w nrna mmT .2.2
OFF-1 Y@ u1u1 Inx 77

PCT m7a"sn 2.3

R
TIRND NEBT M2 JHon 2.4

WIVD MW MEtAna Yw pnve 3
PCT nwpas w OFF -2

awPan v myrana 2"sEn 3.1

OFF -2 a?apni

Amapnan awpan e myhann 3.2
OFF -7 10X 777 0w

MWD WapIw mytana a"¥sn 3.3
DNMIRDIAN M Y

w

WaRIw Myeana Sw pnva 3.4

NI NURIKTI20 Mwa "y ntwos
RN

WO/IPEA or IPER (except for IL patents or

IL patent application publications) have

been filed on
5. Claim correspondence table:

ow1uo uyn?) IPER w WOIPEA
WERT (27K 200D MTP)
RN

:MEran MARD nbav .5

Claims in IL application

NN WP MyTan

Allowable Claims in OFF or
PCT application

-2 AWP22 LIVD? MWD MY*aN
PCT nwpaa w OFF

Explanation regarding the correspondence

myana MPRN MTIX 0°7200

10.

20




6: PPH Formal Examination
State of Isracl P
Ministry of Justice §

The Israeli
Patent Office

m Fast formal examination

m In order to further expedite the substantial examination, the substantive

examiner’s contact details are mentioned in the Office Action

m Only one chance to amend!

v ©

21



Ministry of Justice

Refused Office Action — Only one
chance to amend! | State of Isracl

The Israeli
Patent Office

,TN'T? nwpan NIN? ## 190n VIVO? YA NI'NA TN'T? YRR Avaln # INna
=N DDONA NIVIISNY NINAN N7A7N NIYNTA TN'T? AYRAN NTMYY n7'Ta nyXIa
D'VIVON TIYNT7 NIXIYA 0'VIVON NIVA "2 ## Yy IxnnPPH

nx [na Wl (Office of First Filing) OFF -> wn'w aux USPTO/JPO/DKPTO

("nTapnn miwan" |70%) nmix7a/nmix? na1'nal wis'n Niwd avpan

JNINAD NIYATAN NI IXN NN NTRIY X7 TNt NYpan¥ XXNnl =

NIYI 7w DLVI'RN INXA YIOINY "TIY''D 0910VN A 7Y DwaIn X7 TN'T? nYpan >

PPH -n 9Ta n'7xw'n n'uavon
n7nn 78w nwpan v nmiana n'nan >

PPH -2 Ddona yaav [9INA IT? IT DNIYR 'R A7 ann awpanl pPT avpan >

n7'ann nivan 'y 01VS NN'YWD ANXNY NNX AY'AN X7 98 >

22



@: PPH arrangements at the ILPO

(1/ 2) State of Isracl P
Ministry of Justice
The Israeli
Patent Office
. Current PATENT
e
» USPTO

o Permanent (“Paris Route”; examination by the National Authority)

o Pilot (“PCT Route”; examination by the International Authority)

» JPO: Pilot (“Paris Route”)
» DKPTO: Pilot (“Paris Route”)
> NBPR: Pilot (“Paris Route” and “PCT Route”)

» CIPO: Pilot (“Paris Route”), starting 01/11/2012

23



PPH arrangements at the ILPO

State of Israel P
Ministry of Justice

(2/2)

The Israeli
Patent Office

PATENT

m Planned PPH activities: RAATARS

» Representing ILPO at a PLPPH work group (Munich 10/2012)
» Uniforming the arrangements

» Possible far future arrangements

o MOTTAINAI (Japanese term meaning regret when a value of aresource is not
properly utilized) The identity of the OFF is no longer important, only the identity of

the examining patent office

a PLPPH (Plurilateral PPH, PPH 2.0): PPH arrangements involving more than 2 PTOs

Paris . .
i Atticle 17(c) PPH-Paris PPH-PCT MOTTAINAI PLPPH not
Coq\é%%tlon m URllEts e 1995 2006 2010 2011 yet launched

24
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Current PPH arrangements I
a.t the ”_P ; State of Israel g))

Ministry of Justice
The Israeli -
Patent Office

L

PPH Route p
PCT Route ‘ ‘

>

The Israel
Patent Office

25



@ ILPO PPH OSF Statistics
State of Isracel

2 Ministry of Justice v

The Israeli
Patent Office

Office of First Filing PPH Applications

USPTO (Paris Route) 3
USPTO (PCT Route)
JPO

DKPTO

NBPR

CIPO

o O O O O

7 PPH applications were submitted to the USPTO (as of July 2011,
)

26
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Possible Effects of Expedited
Examinations State of Isracl

Ministry of Justice

The Israeli
Patent Office

m Possible Effect on ILPO

» Reduce backlog

m Possible effect on Applicants and Public

» Higher legal and business certainty




State of Israel

Ministry of Justice ;
The Israeli \

Patent Office

PPH@)justice.gov.il
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